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701 Statutory Authority for Examination

35 U.SC. 131 Examination of application.

The Director shall cause an examination to be made of
the application and the alleged new invention; and if on
such examination it appears that the applicant is entitled
to apatent under the law, the Director shall issue a patent
therefor.

The main conditions precedent to the grant of a patent to
an applicant are set forth in 35 U.S.C. 101, 102 and 103.

35U.SC. 101 Inventions patentable.

Whoever invents or discovers any new and useful process,
machine, manufacture, or composition of matter, or any
new and useful improvement thereof, may obtain apatent
therefor, subject to the conditions and requirements of
thistitle.

Form paragraph 7.04 copies 35 U.S.C. 101. See MPEP §
706.03(a).

35U.SC. 100 Definitions.

When used in this title unless the context otherwise
indicates -

(& The term “invention” means invention or
discovery.

(b) The term “process’ means process, art, or
method, and includes a new use of a known process,
machine, manufacture, composition of matter, or material.

() The terms “United States’ and “this country”
mean the United States of America, its territories and
POSSessions.

(d) The word “patentee” includes not only the
patentee to whom the patent was issued but also the
successorsin title to the patentee.
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(e) Theterm “third-party requester” means aperson
requesting ex parte reexamination under section 302 or
inter partes reexamination under section 311 who is not
the patent owner.

702 Requisitesof the Application [R-3]

When a new application is assigned in the Technology
Center, the examiner should review the contents of the
application to determine if the application meets the
requirements of 35 U.S.C. 111(a). Any matters affecting
the filing date or abandonment of the application, such
as lack of an oath or declaration, filing fee, or clams
should be checked **. For Image File Wrapper (IFW)
processing, see IFW Manual sections 3.1 and 3.3.

The examiner should be careful to seethat the application
meets all the requisites set forth in MPEP Chapter 600
both asto formal matters and as to the completeness and
clarity of the disclosure. If al of the requisites are not
met, applicant may be called upon for necessary
amendments. Such amendments, however, must not
include new matter.

702.01 Obviously Informal Cases[R-9]

When an application is reached for itsfirst Office action
and it is then discovered to be impractical to give a
complete action on the merits because of an informal or
insufficient disclosure, the following procedure may be
followed:

(A) A reasonable search should be made of the
invention so far as it can be understood from the
disclosure, objects of invention and clams and any
apparently pertinent art cited. In the rare case in which
the disclosure is so incomprehensible as to preclude a
reasonabl e search, the Office action should clearly inform
applicant that no search was made;

(B) Informalities noted by the Office of **>Patent
Application Processing (OPAP)< and deficienciesin the
drawing should be pointed out by means of attachments
to the Office action (see M PEP § 707.07(a));

(C©) A requirement should be made that the
specification be revised to conform to idiomatic English
and United States patent practice;

(D) Theclaimsshould beregjected asfailing to define
the invention in the manner required by 35 U.S.C. 112 if
they areinformal. A blanket rejection isusually sufficient.

The examiner should attempt to point out the points of
informality in the specification and claims. The burden
is on the applicant to revise the application to render it in
proper form for a complete examination.
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If anumber of obviously informal claims arefiled in an
application, such claims should betreated asbeing asingle
claim for fee and examination purposes.

It is obviously to applicant's advantage to file the
application with an adequate disclosure and with claims
which conform to the U.S. Patent and Trademark Office
usages and requirements. This should be done whenever
possible. If, however, dueto the pressure of a Convention
deadline or other reasons, thisis not possible, applicants
are urged to submit promptly, preferably within 3 months
after filing, a preliminary amendment which corrects the
obvious informalities. The informalities should be
corrected to the extent that the disclosure is readily
understood and the claimsto beinitially examined arein
proper form, particularly asto dependency, and otherwise
clearly define the invention. “New matter” must be
excluded from these amendments since preliminary
amendments filed after the filing date of the application
do not enjoy origina disclosure status. See MPEP
608.04(b).

Whenever, upon examination, it is found that the terms
or phrases or modes of characterization used to describe
the invention are not sufficiently consonant with the art
to which the invention pertains, or with which it is most
nearly connected, to enable the examiner to make the
examination specified in 37 CFR 1.104, the examiner
should make a reasonable search of the invention so far
as it can be understood from the disclosure. The action
of the examiner may be limited to a citation of what
appears to be the most pertinent prior art found and a
request that applicant correlate the terminology of the
specification with art-accepted terminology before further
action is made.

Use form paragraph 7.01 where the terminology is such
that a proper search cannot be made.

9 7.01 Use of Unconventional Terminology, Cannot Be
Examined

A preliminary examination of this application reveal sthat
it includes terminology which is so different from that
which is generally accepted in the art to which this
invention pertains that a proper search of the prior art
cannot be made. For example: [1]

Applicant is required to provide a clarification of these
matters or correlation with art-accepted terminology so
that a proper comparison with the prior art can be made.
Applicant should be careful not to introduce any new
matter into the disclosure (i.e.,, matter which is not
supported by the disclosure as originaly filed).

Rev. 9, August 2012
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A shortened statutory period for reply to thisaction is set
to expire ONE MONTH or THIRTY DAY'S, whichever
islonger, from the mailing date of this |etter.

Examiner Note:

1. Usethisor form paragraph 7.02 when aproper search
cannot be made. However, see MPEP § 702.01 which
requires a reasonable search.

2. Inbracket 1, fill in an appropriate indication of the
terminology, properties, units of data, etc. that are the
problem aswell asthe pages of the specification involved.

3. For the procedure to be followed when only the
drawing isinformal, see M PEP 88§ 608.02(a) and

608.02(b).

Use form paragraph 7.02 where the application is so
incomprehensible that a reasonable search cannot be
made.

9 7.02 Disclosure Is Incomprehensible

Thedisclosureisobjected to under 37 CFR 1.71, asbeing
so incomprehensible as to preclude a reasonable search
of the prior art by the examiner. For example, the
following items are not understood: [1]

Applicant is required to submit an amendment which
clarifies the disclosure so that the examiner may make a
proper comparison of the invention with the prior art.

Applicant should be careful not to introduce any new
matter into the disclosure ( i.e,, matter which is not
supported by the disclosure as originaly filed).

A shortened statutory period for reply to thisaction is set
to expire ONE MONTH or THIRTY DAY'S, whichever
islonger, from the mailing date of this |etter.

Examiner Note:
1. Usethisform paragraph when a search cannot be
made.

2. Inbracket 1, indicate the page numbers and features
which are not understood.

3. Seeform paragraphs 6.28 and 6.30 for improper
idiomatic English.

4. Useform paragraphs 7.31.01 — 7.31.04, as
appropriate, for arejection of claims (when necessary)
based on the deficiencies set forth in thisform paragraph.

Rev. 9, August 2012
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For the procedure to be followed when only the drawing
isinformal, see M PEP § 608.02(a) and § 608.02(b).

703 “ General Information Concer ning Patents’ [R-5]

The booklet “General Information Concerning Patents”
for use by applicants contemplating the filing or
prosecution of their own applications, >which was last
published in 2001,< may be purchased from the
Superintendent of Documents, U.S. Government Printing
Office, Washington, D.C. 20402. *>An updated version
of the< booklet is* available from the USPTO Web page
at: http://www.uspto.gov.

704 Search and Requirementsfor Information
704.01 Search

After reading the specification and claims, the examiner
searches the prior art. The subject of searching is more
fully treated in MPEP Chapter 900. See especialy
M PEP § 904 through § 904.03. The invention should be
thoroughly understood before a search is undertaken.
However, informa cases, or those which can only be
imperfectly understood when they come up for action in
their regular turn are also given asearch, in order to avoid
piecemeal prosecution.

PREVIOUS EXAMINER’S SEARCH

When an examiner is assigned to act on an application
which has received one or more actions by some other
examiner, full faith and credit should be given to the
search and action of the previous examiner unless there
is a clear error in the previous action or knowledge of
other prior art. In general the second examiner should not
take an entirely new approach to the application or attempt
to reorient the point of view of the previous examiner, or
make anew search in the mere hope of finding something.
See MPEP § 719.05.

704.10 Requirementsfor Information [R-3]

37 CFR1.105 Requirements for information.

(@ (1) In the course of examining or treating a
matter in a pending or abandoned application filed under
35 U.S.C. 111 or 371 (including a reissue application),
in apatent, or in areexamination proceeding, the examiner
or other Office employee may require the submission,
from individuals identified under § _1.56(c), or any
assignee, of such information as may be reasonably
necessary to properly examine or treat the matter, for
example:(i) Commercial databases: The existence of
any particularly relevant commercial database known to
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any of theinventorsthat could be searched for aparticular
aspect of theinvention.

(ii) Search: Whether a search of the prior
art was made, and if so, what was searched.

(i) Related information: A copy of any
non-patent literature, published application, or patent
(U.S. or foreign), by any of the inventors, that relates to
the claimed invention.

(iv) Information used to draft application:
A copy of any non-patent literature, published application,
or patent (U.S. or foreign) that was used to draft the
application.

(v) Information used in invention process:
A copy of any non-patent literature, published application,
or patent (U.S. or foreign) that was used in the invention
process, such as by designing around or providing a
solution to accomplish an invention result.

(vi) Improvements: Where the claimed
invention is an improvement, identification of what is
being improved.

(vii)  In Use: Identification of any use of
the claimed invention known to any of the inventors at
the time the application was filed notwithstanding the
date of the use.

>

(viii) Technical information known to
applicant. Technical information known to applicant
concerning the related art, the disclosure, the claimed
subject matter, other factual information pertinent to
patentability, or concerning the accuracy of the examiner’s
stated interpretation of such items.<

(2) Where an assignee has asserted its right to
prosecute pursuant to § 3.71(a) of this chapter, matters
such as paragraphs (a)(1)(i), (iii), and (vii) of this section
may also be applied to such assignee.

>
(3) Requirementsfor factual information known
to applicant may be presented in any appropriate manner,
for example:(i) A requirement for factual information;
(ii) Interrogatories in the form of specific
questions seeking applicant’s factual knowledge; or
(i) Stipulations as to facts with which the
applicant may agree or disagree.<
>
(4) Any reply to arequirement for information
pursuant to this section that states either that the
information required to be submitted is unknown to or is
not readily available to the party or parties from which it
was requested may be accepted as a complete reply.
<
(b) The requirement for information of paragraph
(a)(1) of thissection may beincluded in an Office action,
or sent separately.
(c) A reply, or afailure to reply, to a requirement
for information under this section will be governed by §8§
1.135and 1.136.
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An examiner or other Office employee may require from
individuals identified under 37 CFR 1.56(c), or any
assignee, the submission of such information as may be
reasonably necessary to properly examine or treat amatter
in a pending or abandoned application filed under
35U.S.C. 111, inapending or abandoned application that
has entered the national stage under 35 U.S.C. 371, ina
patent, or in a reexamination proceeding. The scope of
37 CFR 1.105 is extended to any assignee because the
information required may be known to some members of
the assignee even if not known by the inventors.

The authority for the Office to make such requirements
arises from the statutory requirements of examination
pursuant to 35 U.S.C. 131 and 132. An examiner or other
Office employee may make arequirement for information
reasonably necessary to the examination or treatment of
amatter in accordance with the policies and practices set
forth by the Director(s) of the Technology Center or other
administrative unit to which that examiner or other Office
employeereports. See Sar Fruits SN.C. v. United States,
**>303 F.3d 1277, 1283, 73 USPQ2d 1409, 1414 (Fed.
Cir. 2005) (“Star Fruits argument fails to come to grips
with thereal issuein this case, whichiswhether the Office
can use section 1.105 to compel disclosure of information
that the examiner deems pertinent to patentability when
the applicant has a contrary view of the applicable law.
We answer this question in the affirmative.”)<

704.11 What Information May Be Required [R-3]

Information which may be required under 37 CFR 1.105
is that information reasonably necessary to properly
examine or treat a matter in a pending or abandoned
applicationfiled under 35 U.S.C. 111 (including areissue
application), in a pending or abandoned application that
has entered the national stage under 35 U.S.C. 371, ina
patent, or in areexamination proceeding.

There must be a reasonable basis for the information
required that would aid in the examination of an
application or treatment of some matter. A requirement
for information under 37 CFR 1.105 places a substantial
burden on the applicant that isto be minimized by clearly
focusing the reason for the requirement and the scope of
the expected response. Thus, the scope of the requirement
should be narrowly defined, and a requirement under 37
CFR 1.105 may only be made when the examiner has a
reasonable basis for requiring information.

>Theterms“factual” and “facts’ areincluded in 37 CFR
1.105 to make it clear that it is facts and factual
information, that are known to applicant, or readily
obtained after reasonable inquiry by applicant, that are

Rev. 9, August 2012
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sought, and that requirements under 37 CFR 1.105 are
not requesting opinions that may be held or would be
required to be formulated by applicant. Where the factual
information requested related to the subject application,
and details thereof, applicant would be expected to make
areasonable inquiry under the circumstances to find the
factual information requested (37 CFR 10.18(b)(2)).
Applicant need not, however, derive or independently
discover afact, such as by experimentation, in response
to arequirement for information. The purpose of 37 CFR
1.105 is to improve patent quality, and render better
decisions, and not to put applicantsin jeopardy of meeting
their duties of candor and good faith in their repliesto a
requirement for information.<

INFORMATION REASONABLY NECESSARY FOR
FINDING PRIOR ART

The criteria stated in 37 CFR 1.105 for making a
requirement for information is that the information be
reasonably necessary to the examination or treatment of
amatter in an application. Theinformation required would
typicaly be that necessary for finding prior art or for
resolving an issue arising from the results of the search
for art or from anaysis of the application file. A
requirement for information necessary for finding prior
art isnot asubstitute for the examiner performing asearch
of therelevant prior art; the examiner must make asearch
of the art according to MPEP § 704.01 and 88 904 —
904.03.

Thecriteriaof reasonable necessity isgenerally met, e.g.,
where;

(A) the examiner's search and preliminary analysis
demonstrates that the claimed subject matter cannot be
adequately searched by class or keyword among patents
and typical sources of non-patent literature, or

(B) either the application file or the lack of relevant
prior art found in the examiner’s search justifies asking
the applicant if he or she has information that would be
relevant to the patentability determination.

The first instance generally occurs where the invention
asawholeisin anew area of technology which has no
patent classification or has a class with few pieces of art
that diverge substantially from the nature of the claimed
subject matter. In this situation, the applicant is likely to
be among the most knowledgeablein the art, asevidenced
by the scarcity of art, and requiring the applicant’s
information of areas of search isjustified by the need for
the applicant’s expertise.

The second instance generally occurs where
the application file, or other related applications or

Rev. 9, August 2012
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publications authored by the applicant, suggests the
applicant likely has access to information necessary to a
more complete understanding of the invention and its
context. In this situation, the record suggests that the
details of such information may be relevant to the issue
of patentability, and thus shows the need for information
in addition to that already submitted by the applicant.

704.11(a) Examplesof Information Reasonably
Required [R-3]

37 CFR 1.105(a)(1)(i)-
*

>

<

lists specific examples of information that may be
reasonably required. Other examples, not meant to be
exhaustive, of information that may be reasonably
required for examination of an application include:

(A) The name and citation of any particularly
relevant indexed journal, or treatise.

(B) The trade name of any goods or services the
claimed subject matter isembodied in.

(C) Thecitation for, the datesinitially published and
copies of any advertising and promotional literature
prepared for any goods or services the claimed subject
matter has been embodied in.

(D) Thecitationfor and copiesof any journa articles
describing any goods or services the claimed subject
matter has been embodied in.

(E) The trade names and providers of any goods or
services in competition with the goods or services the
claimed subject matter has been embodied in.

(F) Any written descriptions or analyses, prepared
by any of the inventors or assignees, of goods or services
in competition with the goods or services the claimed
subject matter has been embodied in.

(G) Identification of pending or abandoned
applications filed by at least one of the inventors or
assigned to the same assignee as the current application
that disclose similar subject matter that are not otherwise
identified in the current application.

(H) A reply to a matter raised in a protest under
37 CFR 1.291.

()  An explanation of technical material in a
publication, such as one of the inventor’s publications.

(J The identification of changes made in a
reformatted continuing application filed under 37 CFR
1.53(b).

(K) A mark-up for acontinuation-in-part application
showing the subject matter added where there is an
intervening reference.

(L) Comments on a new decision by the Federal
Circuit that appears on point.

700-6
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(M) The publication date of an undated document
mentioned by applicant that may qualify as printed
publication prior art (35 U.S.C. 102(a) or (b)).

(N) Commentson information of record which raises
a question of whether applicant derived the invention
from another under 35 U.S.C. 102(f).
>

(O) Artrelated to applicant’s invention, applicant’s
disclosure, or the claimed subject matter.

P) Other factual information pertinent to
patentability.

(Q) The accuracy of the examiner's stated analysis
of such items.

(R) Clarification of the correlation and identification
of what structure, material, or acts set forth in the
specification would be capabl e of carrying out afunction
recited in ameans or steps plus function claim limitation.
If it is not apparent to the examiner where in the
specification and drawingsthereis support for aparticular
claim limitation reciting ameansto accomplish afunction,
and if aninquiry by the examiner for such support is met
by a stated lack of knowledge thereof by the applicant,
the examiner could very well conclude that there is no
such support and make appropriate rejections under, for
example, 35 U.S.C. 112, first paragraph (written
description) and 35 U.S.C. 112, second paragraph.

(S Interrogatories or Stipulations.(1) Of the
common technical features shared among al claims, or
admission that certain groups of claims do not share any
common technical features,

(2) About the support found in the disclosure
for means or steps plus function claims (35 U.S.C. 112,
paragraph 6),

(3) Of precisely which portion(s) of the
disclosure provide the written description and enablement
support for specific claim element(s),

(4) Of themeaning of claim limitationsor terms
used in the claims, such aswhat teachingsin the prior art
would be covered by particular limitations or termsin a
claim and which dictionary definitions would define a
particular claim term, particularly where those terms are
not used per sein the specification,

(5) Of which portions of each claim correspond
to any admitted prior art in the specification,

(6) Of the specific utility provided by the
claimed subject matter on a claim-by-claim basis,

(7) Astowhether a dependent claim element is
known in the prior art based on the examiner having a
reasonable basis for believing so,

(8) Of support for added limitations in an
amended claim,

700-7
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(9) Of facts related to public use or sde
situations.<

704.11(b) When May a Requirement for Information
BeMade[R-2]

A requirement for information under 37 CFR 1.105 is
discretionary. A requirement may be made at any time
oncethe necessity for it isrecognized and should be made
at the earliest opportunity after the necessity isrecognized.
The optimum time for making a requirement is prior to
or with afirst action on the merits because the examiner
has the maximum opportunity to consider and apply the
response. Ordinarily, arequest for information should not
be made with or after afinal rejection.

>

I. <PRIORTO THE FIRST ACTION ON THE
MERITS

It may be appropriate to make a requirement for
information prior to thefirst action on the merits, such as
with arestriction requirement, when the examiner’s search
and preliminary analysis demonstrates that the claimed
subject matter cannot be adequately searched by class or
keyword among patents or in areas of emerging
technology where the Office has minimal prior art.

Factors to be considered for the appropriateness of a
separate requirement for information prior to the first
action on the meritsinclude:

(A) Whether the claimed subject matter isinanewly
established art area without a well-developed prior art
resource pool;

(B) Whether the applicant submitted an Information
Disclosure Statement;

(C)  Whether the specification’s background
description adequately describes the background of the
disclosed subject matter;

(D) Whether related documents, written by an
inventor or an employee of the assignee, which were not
submitted, are found during the search or described inthe
application file;

(E) Whether non-patent literature is referred to in
the disclosure, but a copy has not been supplied; and

(F) Whether the specification’s background of
the invention describes information as being known or
conventional, which may be considered as an admission
of prior art, but such information isunfamiliar to examiner
and cannot be found within the application file or from
the examiner's search, and further details of the
information would be relevant to the question of
patentability.
>
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. <WITHTHEFIRSTACTIONONTHEMERITS

A requirement for information may be combined with a
first action on the merits that includes at least one
rejection, if, for example, either the application file or the
lack of relevant prior art found in the examiner’'s search
justifies asking the applicant if he or she hasinformation
that would be relevant to the patentability determination.

It isnot appropriate to make arequirement for information
based on alack of relevant prior art with afirst action on
the merits allowance or Ex parte Quayle action.

>

[11. <AFTER THE FIRST ACTION ON THE
MERITS

A requirement for information made after thefirst action
on the merits may be appropriate when the application
file justifies asking the applicant if he or she has
information that would be relevant to the patentability
determination. It is rarely appropriate to require
information because of alack of relevant prior art after
thefirst action on the merits.

A requirement for information is not proper when no
further action would be taken by the examiner. The
reasonable necessity criteria for a requirement for
information implies further action by the examiner. This
meansthat actionsin which requirementsfor information
necessary for examination are made should generally be
anon-final action because the applicant’s reply must be
considered and applied as appropriate.

Under limited circumstances, requirementsunder 37 CFR
1.105 may be made in an application that is issued or
abandoned. Such arequirement would normally be made
only during part of some ongoing proceeding involving
the issued patent or abandoned application. Examples of
proceedings when an examiner or other Office employee
would issue such a request in an abandoned application
include proceedingsto revive the abandoned application.
Examples of proceedings when an examiner or other
Office employee would issue such a request in a patent
include proceedings to change inventorship and
reexamination proceedings.

704.12 Repliesto a Requirement for Information

Repliesto requirementsfor information must be complete
and filed within the time period set including any
extensions. Failureto reply within thetime period set will
result in the abandonment of the application. All replies
for a request for information should be checked for
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completeness. Any incomplete reply can be completed
within the original time period set including any
extensions. Supplemental repliesfiled after the expiration
of the original period for reply including any extensions
of time must comply with all other rulesfor submissions
of information.

704.12(a) Relationship of Requirement for
Infor mation to Duty of Disclosure [R-2]

The duty of candor and good faith under 37 CFR 1.56
applies to the applicant’s reply to a requirement for
information under 37 CFR 1.105, and requires that the
applicant reply to arequirement under 37 CFR 1.105 with
information reasonably and readily available.

37 CFR 1.56 requires partiesidentified in 37 CFR 1.56(c)
to disclose to the Office information materia to the
patentability of the claimed subject matter. Thisthreshold
issubstantially higher than that for requiring information
under 37 CFR 1.105, which isreasonabl e necessity to the
examination of the application. >See, e.g., Sar Fruits
SN.C. v. United States, 280 F.Supp.2d 512, 515-16 (E.D.
Va 2003)(“Beyond that which a patent applicant is
duty-bound to disclose pursuant to 37 CFR 1.56, an
examiner may requirethe production of ‘ such information
as may be reasonably necessary to properly examine or
treat the matter.”)<

In contrast with the applicant’s duty to disclose on his or
her own initiative information material to patentability
under 37 CFR 1.56, the Office hasthe authority to require
information reasonably necessary to the examination or
treatment of a matter in an application. Such information
may not be considered material to patentability by
applicant, hence applicant would not be required to
provide the information under 37 CFR 1.56. The
information isinstead reasonably necessary to determine
the state of the art, the context in which the invention is
practiced, the directions in which the relevant art are
advancing, the similarity between the claimed subject
matter and other art worked on by the applicantsand their
assignees or to otherwise proceed in the examination and
treatment of mattersin an application.

Similar to 37 CFR 1.56, applicant isrequired by 37 CFR
1.105 to submit information aready known, but there is
no requirement to search for information that is unknown.
Unlike 37 CFR 1.56, applicant is required by 37 CFR
1.105 to submit information that may not be material to
patentability in itself, but that is necessary to obtain a
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complete record from which a determination of
patentability may be determined.

704.12(b) What Constitutesa Complete Reply [R-3]

A complete reply to a 37 CFR 1.105 requirement is a
reply to each enumerated requirement for information
giving either the information required or a statement that
the information required to be submitted is unknown
and/or isnot readily availableto the party or parties from
which it was requested. There is no requirement for the
applicant to show that the required information was not,
infact, readily attainable, but applicant isrequired to make
agood faith attempt to obtain the information and to make
areasonable inquiry once the information is requested.

>There is no need for applicants to distinguish between
whether the required information is unknown or is not
readily available. Thus, if information remains unknown
after areasonable inquiry is made, applicant may simply
reply that the requested information is either unknown or
isnot readily available rather than be required to make a
categorical position either that the information isunknown
to the applicant, or that the information is not readily
available to the applicant.<

A reply stating that the information required to be
submitted is unknown and/or is not readily available to
the party or parties from which it was requested will
generaly be sufficient unless, for example, it is clear the
applicant did not understand the requirement, or thereply
was ambiguous and a more specific answer is possible.

>Depending on the facts surrounding the requirement and
the reply, a follow up requirement may be made where
both reasonable and warranted.<

704.12(c) Treatment of an Incomplete Reply [R-2]

Anincomplete reply to a37 CFR 1.105 requirement in a
pending application or reexamination proceeding is
handled in the same manner as an amendment not fully
responsive to a non-final *>Office< action. See 37 CFR
1.135(c) and MPEP § 714.03. Where the reply is abona
fide reply, form paragraph 7.95 may be used. Note that
a 37 CFR 1.105 requirement, even absent an action on
the merits, is an Office action.

1 7.95 Bona Fide, Non-Responsive Amendments

Thereply filed on [1] is not fully responsive to the prior
Office action because of the following omission(s) or
matter(s): [2]. See 37 CFR 1.111. Since the
above-mentioned reply appearsto be bonafide, applicant
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is given a TIME PERIOD of ONE (1) MONTH or
THIRTY (30) DAY Sfrom the mailing date of thisnotice,
whichever islonger, within which to supply the omission
or correction in order to avoid abandonment.
EXTENSIONS OF THIS TIME PERIOD MAY BE
GRANTED UNDER 37 CFR 1.136(a).

Examiner Note:

This practice does not apply where there has been a
deliberate omission of some necessary part of acomplete
reply, or where the application is subject to afinal Office
action. Under such cases, the examiner has no authority
to grant an extension if the period for reply has expired.
See form paragraph 7.91.

704.13 Time Periodsfor Reply [R-2]

A reply, or a failure to reply, to a requirement for
information under 37 CFR 1.105 will be governed by 37
CFR 1.135 and 1.136. See MPEP § 710 et seq.

Requirementsfor information under 37 CFR 1.105 made
without an action on the merits should set a shortened
statutory period of two months for reply. Applicant may
extend the time period for reply up to six months in
accordance with 37 CFR 1.136(a).

Requirements sent with an * >Office< action on the merits,
and not as a separate Office action, will be given the same
period for reply as the action on the merits.

A requirement for information under 37 CFR 1.105isan
Office action under 35 U.S.C. 132 for patent term
adjustment purposes. See MPEP § 2730 for information
pertaining to patent term adjustment.

704.14 Making a Requirement for Infor mation

A requirement for information under 37 CFR 1.105 should
be narrowly specified and limited in scope. It is a
significant burden on both the applicant and the Office
since the applicant must collect and submit the required
information and the examiner must consider al the
information that is submitted. A requirement for
information is only warranted where the benefit from the
information exceeds the burden in obtai ning information.

704.14(a) Format of the Requirement [R-5]

The requirement must clearly indicate that arequirement
under 37 CFR 1.105 is being made, the basis for the
requirement, and what information is being required.
Requirements should specify the particular art area
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involved, and the particular claimed subject matter within
such art area, inwhich theinformation isrequired in order
to avoid overly burdening the applicant and to avoid
inviting large volumes of information that are not relevant
to the need for the information. The regquirement should
also clearly indicate the form the required information is
expected to take. That is, whether the requirement is for
citations and copies of individual art references, for the
identification of whole collections of art, for answers to
questions, or for another specified form.

A requirement for information under 37 CFR 1.105 is
generaly prepared as a separate document that may be
attached to an Office action on the merits or mailed as a
stand alone action. The rule permits a requirement to be
included within an Office action, but creating a separate
document is preferable because the existence of the
requirement is immediately brought to the attention of
therecipient and it ismore readily routed by the applicant
to the parties best able to respond.

The requirement should state why the requirement has
been made and how the information is necessary to the
examination.

Interrogatories may be used to ask specific questions
seeking applicant’sfactual knowledge. Such arequirement
for information may include aninquiry asto the existence
of a particular document or other piece of information
and arequirement that such information be supplied if it
is known to exist and is readily available. A stipulation
may be used as to facts with which applicant may agree
or disagree in order to clarify the record about
uncontroverted matters.

FORM PARAGRAPHS

The following form paragraphs should be used when
preparing a requirement for information:

9 7.105 Requirement for Information, Heading

Applicant and the assignee of thisapplication arerequired
under 37 CFR 1.105 to providethefollowing information
that the examiner has determined is reasonably necessary
to the examination of this application.

Examiner Note:

1. Thisform paragraph should appear at the beginning
of any requirement for information under 37 CFR 1.105,
and should be followed by an explanation of why the
required information is necessary for examination. Form
paragraphs 7.106 — 7.121 may be used as appropriate.

2. The requirement for information should conclude
with form paragraphs 7.122 — 7.126 as appropriate.
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The following form paragraphs should be used as
appropriate where the information required pertains to
stipulations of facts or interrogatories of facts known to
the applicant:

9 7.105.01 Sipulations of Facts Known to Applicant

In response to this requirement, please agree or disagree
to the stipulation of each of the following assertions of
facts:

[1].
Examiner Note:

1. Thisform paragraph must be preceded by form
paragraph 7.105, and should be followed by form
paragraphs 7.122 —7.126 as appropriate.

2. Inbracket 1, specify each factual assertion, in the
form of aseparate, numbered sentence, that the applicant
isto either agree or disagreeto so stipulate. It is suggested
that at the end of each assertion, the parenthetic phrase,
“(agree/disagree)” be appended to facilitate areply by
way of applicant marking up a copy of the requested
stipulations.

9 7.105.02 Interrogatories of Facts Known to Applicant

In response to this requirement, please provide answers
to each of the following interrogatories eliciting factual
information:

[1].
Examiner Note:

1. Thisform paragraph must be preceded by form
paragraph 7.105, and should be followed by form
paragraphs 7.122 —7.126 as appropriate.

2. Inbracket 1, specify each interrogatory question, in
the form of a separate, numbered sentence, that the
applicant isto answer. The scope of each query must be
clearly set forth and the content of the expected reply is
to be characterized as factual information.

The following form paragraphs should be used as
appropriate where the information required pertainsto a
search for prior art, or to citations and/or copies of
publications:

9 7.106 Domain of Search

Theinformation isrequired to extend the domain of search
for prior art. Limited amounts of art related to the claimed
subject matter are available within the Office, and are
generally found in class [1] and subclasses [2], which
describe[3]. A broader range of art to search is necessary
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to establish the level of knowledge of those of ordinary
skill in the claimed subject matter art of [4].

Examiner Note:

1. Thisform paragraph must be preceded by form
paragraph 7.105, and should be followed by form
paragraphs 7.122 — 7.126 as appropriate.

2. Inbracket 4, insert a description of the art claimed
but not found in the classification system.

9 7.107 Level of ill and Knowledge in the Art

Theinformation isrequired to document the level of skill
and knowledge in the art of [1].

Examiner Note:

Thisform paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122
—7.126 as appropriate.

9 7.108 Background Description

The information is required to compl ete the background
description in the disclosure by documenting [1].

Examiner Note:

Thisform paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122
—7.126 as appropriate.

9 7.109 Products and Services Embodying Invention

The information is required to identify products and
services embodying the disclosed subject matter of [1]
and identify the properties of similar productsand services
found in the prior art.

Examiner Note:

Thisform paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122
—7.126 as appropriate.

9 7.110 Art Suggested as Relevant

The information is required to enter in the record the art
suggested by the applicant asrelevant to thisexamination
in[1].

Examiner Note:

1. Thisform paragraph must be preceded by form
paragraph 7.105, and should be followed by form
paragraphs 7.122 — 7.126 as appropriate.

2. Inbracket 1, describe where in the application file
applicant suggests that the art isrelevant, e.g., the
specification and the relevant page thereof, or a paper
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received in the Office on a specified date and the rel evant
page thereof.

9 7.111 List of Keywords

In response to this requirement, please provide a list of
keywords that are particularly helpful in locating
publications related to the disclosed art of [1].

Examiner Note:

Thisform paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122
—7.126 as appropriate.

9 7.112 Citations for Electronically Searchable
Databases or Other Indexed Collections

In response to this requirement, please provide a list of
citations to electronically searchable databases or other
indexed collections containing publications that document
the knowledge within the disclosed art of [1].

Examiner Note:

Thisform paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122
—7.126 as appropriate.

9 7.113 Copy of Art Referred to in the Disclosure, But
Not Submitted

In response to this requirement, please provide a copy of
each of the following items of art referred to in the [1].

Examiner Note:

1. Thisform paragraph must be preceded by form
paragraph 7.105, and should be followed by form
paragraphs 7.122 — 7.126 as appropriate.

2. Inbracket 1, describe where in the application file
applicant refersto art that has not been previously
submitted, e.g., the specification and the relevant page
thereof, or a paper received in the Office on a specified
date and the relevant page thereof.

9 7.114 Copies of Publications Authored by Inventor(s)

In response to this requirement, please provide copies of
each publication which any of the applicants authored or
co-authored and which describe the disclosed subject
matter of [1].

Examiner Note:

Thisform paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122
—7.126 as appropriate.

9 7.115 Art Relied Upon for Description of Prior Art
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In response to this requirement, please provide the title,
citation and copy of each publication that isasource used
for the description of the prior art in the disclosure. For
each publication, please provide a concise explanation of
that publication’s contribution to the description of the
prior art.

Examiner Note:

1. Thisform paragraph must be preceded by form
paragraph 7.105, and should be followed by form
paragraphs 7.122 — 7.126 as appropriate.

2. Thisrequirement islimited in that only those
documents actually relied on, rather than documents
believed to be relevant, are required.

9 7.116 Art Relied Upon for Devel opment of Invention

In response to this requirement, please provide the title,
citation and copy of each publication that any of the
applicants relied upon to develop the disclosed subject
matter that describesthe applicant’sinvention, particularly
asto developing [1]. For each publication, please provide
a concise explanation of the reliance placed on that
publication in the development of the disclosed subject
matter.

Examiner Note:

1. Thisform paragraph must be preceded by form
paragraph 7.105, and should be followed by form
paragraphs 7.122 — 7.126 as appropriate.

2. Thisrequirement islimited in that only those
documents actually relied on, rather than documents
believed to be relevant, are required.

3. Inbracket 1, insert adescription of the most important
inventive elements.

9 7.117 Art Relied Upon for Drafting Claimed Subject
Matter

In response to this requirement, please provide the title,
citation and copy of each publication that wasrelied upon
to draft the claimed subject matter. For each publication,
please provide a concise explanation of thereliance placed
on that publication in distinguishing the claimed subject
matter from the prior art.

Examiner Note:

1. Thisform paragraph must be preceded by form
paragraph 7.105, and should be followed by form
paragraphs 7.122 — 7.126 as appropriate.

2. Thisrequirement islimited in that only those
documents actually relied on, rather than documents
believed to be relevant, are required.

1 7.118 Results of Applicant’s Prior Art Search
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In response to this requirement, please state whether any
search of prior art was performed. If a search was
performed, please state the citation for each prior art
collection searched. If any art retrieved from the search
was considered material to demonstrating the knowledge
of aperson having ordinary skill inthe art to the disclosed
[1] , please provide the citation for each piece of art
considered and a copy of the art.

Examiner Note:

1. Thisform paragraph must be preceded by form
paragraph 7.105, and should be followed by form
paragraphs 7.122 — 7.126 as appropriate.

2. Inbracket 1, describe the subject matter for which
artisrequired.

9 7.119 Names of Products or Services Incorporating
Claimed Invention

In responseto this requirement, please provide the names
of any products or services that have incorporated the
claimed subject matter.

Examiner Note:

Thisform paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122
—7.126 as appropriate.

9 7.120 Names of Products or Services Incorporating
Disclosed Prior Art

In responseto this requirement, please provide the names
of any products or services that have incorporated the
disclosed prior art [1].

Examiner Note:

1. Thisform paragraph must be preceded by form
paragraph 7.105, and should be followed by form
paragraphs 7.122 — 7.126 as appropriate.

2. Inbracket 1, specify the attributes of the prior art that
most closely approximate the claimed subject matter to
narrow the focus of the reply.

9 7.121 Details of Improvement Over the Prior Art

In response to this requirement, please state the specific
improvements of the subject matter in claims[1] over the
disclosed prior art and indicate the specific elementsin
the clamed subject matter that provide those
improvements. For those claims expressed as means or
steps plus function, please provide the specific page and
line numbers within the disclosure which describe the
claimed structure and acts.

Examiner Note:
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Thisform paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122
—7.126 as appropriate.

The following form paragraphs should appear at the end
of the requirement for information, as appropriate:

9 7.122 Submission of Only Pertinent Pages Where
Document is Large

In responding to those requirements that require copies
of documents, where the document is a bound text or a
single article over 50 pages, the requirement may be met
by providing copies of those pages that provide the
particular subject matter indicated in the requirement, or
where such subject matter is not indicated, the subject
matter found in applicant’s disclosure.

Examiner Note:

1. Thisform paragraph must be preceded by form
paragraph 7.105, and should be followed by form
paragraphs 7.122 — 7.126 as appropriate.

2. Usethisform paragraph where the scope of the
requirement for information specifically includes copies
of publications.

1 7.123 Waiver of Fee and Statement Requirements for
Certain Information Disclosures

The fee and certification requirements of 37 CFR 1.97
arewaived for those documents submitted in reply to this
requirement. Thiswaiver extends only to those documents
within the scope of the requirement under 37 CFR 1.105
that are included in the applicant’s first complete
communication responding to this requirement. Any
supplemental  replies subsequent to the first
communication responding to this requirement and any
information disclosures beyond the scope of this
requirement under 37 CFR 1.105 are subject to the fee
and certification requirements of 37 CFR 1.97 where

appropriate.
Examiner Note:

1. Thisform paragraph must be preceded by form
paragraph 7.105, and should be followed by form
paragraph 7.124 and either form paragraph 7.125 or 7.126
as appropriate.

2. Usethisform paragraph where the scope of the
requirement for information specifically includes citations
to and/or copies of publications.

9 7.124 Contents of Good Faith Reply
The applicant is reminded that the reply to this

requirement must be made with candor and good faith
under 37 CFR 1.56. Where the applicant does not have
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or cannot readily obtain an item of required information,
astatement that the item is unknown or cannot be readily
obtained may be accepted as a complete reply to the
requirement for that item.

Examiner Note:

1. Thisform paragraph must be preceded by form
paragraph 7.105, and should be followed by form
paragraph 7.125 or 7.126 as appropriate.

2. Thisform paragraph should appear in the conclusion
of any requirement for information.

9 7.125 Conclusion of Requirement That Accompanies
Office Action

Thisrequirement is an attachment of the enclosed Office
action. A complete reply to the enclosed Office action
must include a complete reply to this requirement. The
time period for reply to this requirement coincides with
the time period for reply to the enclosed Office action.

Examiner Note:

1. Thisform paragraph must be preceded by form
paragraph 7.105, and should appear at the conclusion of
any requirement for information that accompanies an
Officeaction. If the requirement for informationismailed
without any other Office action, useform paragraph 7.126
instead.

2. Form paragraph 7.127 should appear at the end of
any Office action that includes an attached requirement
for information.

*%

>

9 7.126 Conclusion Of Requirement Mailed Without Any
Other Office Action

This requirement is subject to the provisions of 37 CFR
1.134, 1.135 and 1.136 and has a shortened statutory
period of [1] months. EXTENSIONS OF THIS TIME
PERIOD MAY BE GRANTED UNDER 37 CFR
1.136(a).

Examiner Note:

1. Thisform paragraph must be preceded by form

paragraph 7.105, and should appear at the conclusion of
any requirement for information mailed without any other
Officeaction. If the requirement for informationismailed
with an Office action, use form paragraph 7.125 instead

2. Theperiod for reply is ordinarily set for 2 months.
<

9 7.127 Conclusion of Office Action That Includes
Requirement
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This Office action has an attached requirement for
information under 37 CFR 1.105. A complete reply to
this Office action must include a complete reply to the
attached requirement for information. The time period
for reply to the attached requirement coincides with the
time period for reply to this Office action.

Examiner Note:

This form paragraph should appear at the end of any
Office action that includes an attached requirement for
information.

704.14(b) Examiner’s Obligation Following
Applicant’s Reply [R-2]

The examiner must consider the information submitted
with the applicant’s reply and apply the information as
the examiner deems appropriate. This obligation arises
from the examiner's assertion that the information is
necessary to the examination in making the requirement.

Information constituting identification of areas of search
must be considered and the examiner must indicatewhich
areas were used and which areas were not used in
performing asearch. Thisindication may be placed inthe
file wrapper search notes, or may be made by notations
on the applicant’s reply, with the examiner’s initials and
date, and with anotation in the file wrapper search notes
that searching based on the 37 CFR 1.105 requirement
was made according to the notes on the applicant’s reply.
>For Image File Wrapper (IFW) processing, see IFW
Manual section 3.7.<

Information constituting answers to queries posed by the
examiner or another Office employee must be considered,
and the record must indicate that the answers were
considered. This indication may be made minimally by
indicating “Considered” with the initials and date of the
person making such consideration on the reply. >For
Image File Wrapper (IFW) processing, see |FW Manual
section 3.7.<

Art that is submitted in response to a 37 CFR 1.105
requirement must be considered, at | east to the extent that
art submitted with an Information Disclosure Statement
under 37 CFR 1.97 and 1.98 is considered. See MPEP §
609. If the applicant provides a written list of citations
for the art submitted with a reply to a 37 CFR 1.105
requirement, an examiner must indicate on that list which
art has been considered and which art has not been
considered, in the same manner as with an Information
Disclosure Statement under 37 CFR 1.97 and 1.98. >For
Image File Wrapper (IFW) processing, see |FW Manual
section 3.7. < If the applicant provides no such list, there
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is no requirement for the examiner to prepare such alist
or otherwise make the submitted art of record unlessthe
examiner relies on such art in arejection.

It is never appropriate to deny considering information
that is submitted in reply to, and is within the scope of, a
requirement under 37 CFR 1.105. However, information
that is beyond the scope of a 37 CFR 1.105 requirement,
submitted along with information responding to a
requirement under 37 CFR 1.105, need not be considered
unless the submission of such art conforms to the
provisions of 37 CFR 1.97 and 1.98, and MPEP § 609.
The criteria for measuring the scope of a 37 CFR 1.105
requirement is the plain meaning of the text of the
requirement. For thisreason, it is essential that the scope
of information required be carefully specified. If art which
is beyond the scope of a 37 CFR 1.105 requirement is
submitted in accordance with the provisions of 37 CFR
1.97 and 1.98, and MPEP § 609, such art must be
considered according to the provisions of 37 CFR 1.97
and 37 CFR 1.98.

704.14(c) Petitionsto Requirements Under 37 CFR
1.105

Applicantswho seek to have arequirement under 37 CFR
1.105 withdrawn or modified, or who seek to have
information submitted under 37 CFR 1.105 considered,
may submit apetition under 37 CFR 1.181 to the Director
of the Technology Center in which the requirement was
issued. However, a petition is not a reply to a 37 CFR
1.105 requirement. The time period for the applicant to
reply to the 37 CFR 1.105 requirement continues to run,
even where a petition has been submitted.

704.14(d) Relationship to Information Disclosure
Statements[R-5]

The initia reply, if responsive to the requirement for
information under 37 CFR 1.105 and submitted within
the original time period for reply including any extensions
of time, does not haveto satisfy thefee and/or certification
requirements of 37 CFR 1.97 and 1.98. Applicant should
list the references on a copy of Form ** PTO/SB/08 to
have the citations entered in the record. Any replies made
subsequent to the initial reply must meet the provisions
of 37 CFR 1.97 and 1.98 as appropriate.

Any submission of art beyond the scope of arequirement
for information under 37 CFR 1.105 is a submission of
art under 37 CFR 1.97 and 1.98 and MPEP § 609, and
must meet the provisions of 37 CFR 1.97 and 1.98 for the
art to be considered.
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Whereinformation is submitted in areply to arequirement
under 37 CFR 1.105, the examiner may NOT make the
next Office action relying on that art fina unless all
instances of the application of such art are necessitated
by amendment. This section explicitly distinguishes the
practice following areply under 37 CFR 1.105 from the
practice in MPEP § 609.04(b) and MPEP § 706.07(a)
following a submission of an Information Disclosure
Statement under 37 CFR 1.97 and 1.98.

705 Patentability Reports[R-3]

Where an application, properly assigned to one
Technology Center (TC), isfound to contain one or more
claims, per se, classifiable in one or more other TCs,
which claimsare not divisible inter seor from the claims
which govern classification of the application in thefirst
TC, the application may be referred to the other TC(s)
concerned for a report as to the patentability of certain
designated claims. Thisreport isknown as a Patentability
Report (PR.) and is signed by the primary examiner in
the reporting TC.

* %

Note that the Patentability Report practice is only
to be used in extraordinary circumstances. See M PEP

§ 705.01(e).

705.01 Instructionsre Patentability Reports[R-2]

When an application comes up for any action and the
primary examinersinvolved (i.e., from both the requesting
and the requested Technology Center (TC)) agree that a
Patentability Report is necessary, and if the TC Director
of the requesting TC approves, the application is
forwarded to the proper TC with amemorandum attached,
for instance, “For Patentability Report from TC -- asto
claims --" >For Image File Wrapper (IFW) processing,
see |FW Manual .<

705.01(a) Natureof P.R., Its Use and Disposal [R-3]

The primary examiner in the Technology Center (TC)
from which the Patentability Report isrequested, if he or
she approves the request, will direct the preparation of
the Patentability Report. This Patentability Report is
**>in< memorandum form and will include the citation
of al pertinent references and a complete action on all
claims involved. The field of search covered should be
endorsed on the file wrapper by the examiner making the
report. For Image File Wrapper (IFW) processing, see
IFW Manual. When an examiner to whom an application
has been forwarded for a Patentability Report is of the
opinion that fina action is in order as to the referred
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claims, he or she should so state. The Patentability Report
when signed by the primary examiner in thereporting TC
will be returned to the TC to which the application is
regularly assigned and placed in the file wrapper.

The examiner preparing the Patentability Report will be
entitled to receive an explanation of the disclosure from
the examiner to whom the case is assigned to avoid
duplication of work.

If the primary examiner in areporting TCisof theopinion
that a Patentability Report isnot in order, he or she should
so advise the primary examiner in the forwarding TC.

I. DISAGREEMENT ASTO CLASSIFICATION

Conflict of opinion as to classification may be referred
to a **>classification dispute TC representative panel<
for decision.

If the primary examiner in the TC having jurisdiction of
the application agrees with the Patentability Report, he
or she should incorporate the substance thereof in his or
her action, which action will be completeasto all claims.
The Patentability Report in such a case is not given a
paper number but isallowed to remain inthefile until the
application is finaly disposed of by alowance or
abandonment, at which time it should be removed. For
Image File Wrapper (IFW) processing, see IFW Manual.

I1. DISAGREEMENT ON PATENTABILITY
REPORT

If the primary examiner does not agree with the
Patentability Report or any portion thereof, he or she may
consult with the primary examiner responsible for the
report. If agreement as to the resulting action cannot be
reached, the primary examiner having jurisdiction of the
application need not rely on the Patentability Report but
may make his or her own action on the referred claims,
in which case the Patentability Report should be removed
from thefile.

I11. APPEAL TAKEN

When an appeal istaken from the rgjection of claims, all
of which are examinable in the TC preparing a
Patentability Report, and the application is otherwise
alowable, formal transfer of the application to said TC
should be made for the purpose of appeal only. For Image
FileWrapper (IFW) processing, see |FW Manual section
3.1. The receiving TC will take jurisdiction of the
application and prepare the examiner's answer. At the
time of allowance, the application may be sent to issue
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by said TC with its classification determined by the
controlling claims remaining in the application.

705.01(b) Sequence of Examination

In the event that the supervisory patent examiners
concerned in a PR. case cannot agree as to the order of
examination by their Technology Centers (TCs), the
supervisory patent examiner having jurisdiction of the
application will direct that a complete search be made of
the art relevant to his or her claims prior to referring the
application to another TC for report. The TC to which the
application is referred will be advised of the results of
this search.

If the supervisory patent examiners are of the opinion that
a different sequence of search is expedient, the order of
search should be correspondingly modified.

705.01(c) Counting and Recording P.R.s

The forwarding of the application for a Patentability
Report isnot to be treated as atransfer by the forwarding
Technology Center (TC). When the PR. is completed
and the application is ready for return to the forwarding
TC, it is not counted either as a receipt or action by
transfer. Credit, however, is given for the time spent.

The date status of the application in thereporting TC will
be determined on the basis of the dates in the TC of
original jurisdiction. To ensure orderly progress in the
reported dates, atimely reminder should be furnished to
the TC making the PR.

705.01(d) Duplicate Prints of Drawings[R-2]

In Patentability Report applications having drawings, the
examiner to whom the case is assigned will furnish to the
Technology Center (TC) to which the application is
referred, prints of such sheets of the drawings as are
applicable, for interference search purposes. >For Image
File Wrapper (IFW) processing, see |FW Manual section
3.1.< That this has been done may beindicated by a pencil
notation on the file wrapper. >For Image File Wrapper
(IFW) processing, see |FW Manual .<

When an application that has had Patentability Report
prosecution is passed for issue or becomes abandoned,
NOTIFICATION of thisfact will AT ONCE be given by
the TC having jurisdiction of the application to each TC
that submitted a Patentability Report. The examiner of
each such reporting TC will note the date of allowance
or abandonment on the duplicate set of prints. At such
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time as these prints become of no value to the reporting
TC, they may be destroyed.

705.01(e) Limitation asto Use[R-2]

The above outlined Patentability Report practice is not
obligatory and should be resorted to only where it will
save total examiner time or result in improved quality of
action due to speciaized knowledge. A saving of total
examiner time that is required to give a complete
examination of an application is of primary importance.
Patentability Report practice is based on the proposition
that when plural, indivisible inventions are claimed, in
some instances either less time is required for
examination, or the results are of better quality, when
specialistson each character of the claimed invention treat
the claims directed to their specialty. However, in many
instances a single examiner can give a complete
examination of as good quality on all claims, and in less
total examiner time than would be consumed by the use
of the Patentability Report practice.

Where claims are directed to the same character of
invention but differ in scope only, prosecution by
Patentability Report is never proper.

Exemplary situation where Patentability Reports are
ordinarily not proper are as follows:

(A) Wheretheclaimsarerelated asamanufacturing
process and a product defined by the process of
manufacture. The examiner having jurisdiction of the
process can usualy give acomplete, adequate examination
in less total examiner time than would be consumed by
the use of a Patentability Report.

(B) Where the claims are related as product and a
process which involves merely the fact that a product
having certain characteristics is made. The examiner
having jurisdiction of the product can usually make a
complete and adequate examination.

(C) Where the claims are related as a combination
distinguished solely by the characteristics of a
subcombination and such subcombination, per se. The
examiner having jurisdiction of the subcombination can
usually make a complete and adequate examination.

Where it can be shown that a Patentability Report will
save total examiner time, one is permitted with the
approval of the Director of the Technology Center to
whichthe applicationisassigned. The“Approved” stamp
should be impressed on the memorandum requesting the
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Patentability Report. >For Image File Wrapper (IFW)
processing, see IFW Manual.<

705.01(f) InterviewsWith Applicants

In situations where an interview isheld on an application
in which a Patentability Report has been adopted, the
reporting Technology Center may be caled on for
assistance at theinterview when it concernsclaimstreated
by them. See MPEP § 713 to § 713.10 regarding
interviewsin general.

706 Rejection of Claims[R-5]

After the application has been read and the claimed
invention understood, a prior art search for the claimed
invention is made. With the results of the prior art search,
including any references provided by the applicant, the
patent application should be reviewed and analyzed in
conjunction with the state of the prior art to determine
whether the claims define a useful, novel, nonobvious,
and enabled invention that has been clearly described in
the specification. The goa of examination is to clearly
articulate any rejection early in the prosecution process
so that the applicant has the opportunity to provide
evidence of patentability and otherwise reply completely
at the earliest opportunity. The examiner then reviews al
the evidence, including arguments and evidence
responsive to any rejection, beforeissuing the next Office
action. Where the examiner determines that information
reasonably necessary for the examination should be
required from the applicant under 37 CFR 1.105, such a
requirement should generally be made either prior to or
with thefirst Office action on the merits and should follow
the proceduresin MPEP § 704.10 et seq.

Although this part of the Manual explains the procedure
in rglecting claims, the examiner should never overlook
theimportance of hisor her rolein allowing claimswhich
properly define the invention.

37 CFR 1.104 Nature of examination.

*kkk*k

(c) Rejection of claims.(1) If the invention is not
considered patentable, or not considered patentable as
claimed, the claims, or those considered unpatentabl e will
be rejected.

(2) Inrejecting claimsfor want of novelty or for
obviousness, the examiner must cite the best references
at his or her command. When a reference is complex or
shows or describes inventions other than that claimed by
the applicant, the particular part relied on must be
designated as nearly as practicable. The pertinence of
each reference, if not apparent, must be clearly explained
and each rejected claim specified.
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(3) In rejecting claims the examiner may rely
upon admissions by the applicant, or the patent owner in
a reexamination proceeding, as to any matter affecting
patentability and, insofar asrejectionsin applicationsare
concerned, may also rely upon facts within his or her
knowledge pursuant to paragraph (d)(2) of this section.

>

(4) Subject matter which isdevel oped by another
person which qualifies as prior art only under 35 U.S.C.
102(e), () or (g) may be used asprior art under 35 U.S.C.
103 against a claimed invention unless the entire rights
to the subject matter and the claimed invention were
commonly owned by the same person or subject to an
obligation of assignment to the same person at the time
the claimed invention was made.(i) Subject matter
developed by another person and a claimed invention
shall be deemed to have been commonly owned by the
same person or subject to an obligation of assignment to
the same person in any application and in any patent
granted on or after December 10, 2004, if: (A) The
claimed invention and the subject matter was made by or
on behalf of partiesto ajoint research agreement that was
in effect on or before the date the claimed invention was
made;

(B) The claimed invention was made as
aresult of activities undertaken within the scope of the
joint research agreement; and

(C) The application for patent for the
claimed invention discloses or isamended to disclose the
names of the parties to the joint research agreement.

(ii) For purposes of paragraph (c)(4)(i) of
this section, the term “joint research agreement” means
awritten contract, grant, or cooperative agreement entered
into by two or more persons or entities for the
performance of experimental, developmental, or research
work in the field of the claimed invention.

(iii) To overcome a rejection under 35
U.S.C. 103(a) based upon subject matter which qualifies
as prior art under only one or more of 35 U.S.C. 102(e),
(f) or (g) via 35 U.S.C._103(c)(2), the applicant must
provide a statement to the effect that the prior art and the
claimed invention were made by or on the behalf of parties
to ajoint research agreement, within the meaning of 35
U.S.C. 103(c)(3) and paragraph (c)(4)(ii) of this section,
that was in effect on or before the date the claimed
invention was made, and that the claimed invention was
made as aresult of activities undertaken within the scope
of the joint research agreement.<

(5) The claims in any original application
naming an inventor will be rejected as being precluded
by awaiver in apublished statutory invention registration
naming that inventor if the same subject matter isclaimed
in the application and the statutory invention registration.
The claimsin any reissue application naming an inventor
will be rejected as being precluded by a waiver in a
published statutory invention registration naming that
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inventor if the reissue application seeks to claim subject
matter:(i) Which was not covered by claimsissued inthe
patent prior to the date of publication of the statutory
invention registration; and

(i) Which was the same subject matter

waived in the statutory invention registration.
*kkkk*

. UNIFORM APPLICATION OF THE
PATENTABILITY STANDARD

The standards of patentability applied in the examination
of claims must be the same throughout the Office. In every
art, whether it be considered “complex,” “newly
developed,” “crowded,” or “competitive” all of the
requirements for patentability (e.g., hovelty, usefulness
and unobviousness, as provided in 35 U.S.C. 101, 102,
and 103) must be met beforeaclaimisallowed. Themere
fact that a claim recitesin detail all of the features of an
invention (i.e., is a “picture” claim) is never, in itself,
justification for the allowance of such aclaim.

An application should not be allowed, unless and until
issues pertinent to patentability have been raised and
resolved in the course of examination and prosecution,
since otherwise the resultant patent would not justify the
statutory presumption of validity (35 U.S.C. 282), nor
would it “strictly adhere” to the requirements laid down
by Congressinthe 1952 Act asinterpreted by the Supreme
Court. The standard to be applied in al cases is the
“preponderance of the evidence” test. In other words, an
examiner should regject aclaim if, in view of the prior art
and evidence of record, it ismorelikely than not that the
claim is unpatentable.

II. DEFECTSIN FORM OR OMISSION OF A
LIMITATION; CLAIMSOTHERWISE
ALLOWABLE

When an application discloses patentable subject matter
and it is apparent from the claims and the applicant's
arguments that the claims are intended to be directed to
such patentable subject matter, but the claims in their
present form cannot be allowed because of defectsinform
or omission of alimitation, the examiner should not stop
with a bare objection or rgjection of the claims. The
examiner's action should be constructive in nature and
when possible should offer a definite suggestion for
correction.

1. PATENTABLE SUBJECT MATTER
DISCLOSED BUT NOT CLAIMED

If the examiner is satisfied after the search has been
completed that patentable subject matter has been
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disclosed and the record indicates that the applicant
intends to claim such subject matter, he or she may note
in the Office action that certain aspects or features of the
patentable invention have not been claimed and that if
properly claimed such claims may be given favorable
consideration.

IV. RECONSIDERATION OF CLAIMSAFTER
REPLY BY APPLICANT

37 CFR 1.112 Reconsideration before final action.

After reply by applicant or patent owner (8 1.111 or §
1.945) to anon-final action and any commentsby aninter
partes reexamination requester (8 1.947), the application
or the patent under reexamination will be reconsidered
and again examined. The applicant, or in the case of a
reexamination proceeding the patent owner and any third
party requester, will be notified if claims are rejected,
objections or requirements made, or decisions favorable
to patentability are made, in the same manner as after the
first examination (8§ 1.104). Applicant or patent owner
may reply to such Office action in the same manner
provided in 8 1111 or § 1.945, with or without
amendment, unless such Office action indicatesthat it is
made final (8§ 1.113) or an appeal (8 41.31 of thistitle)
has been taken (8 1.116), or in an inter partes
reexamination, that it is an action closing prosecution (8§
1.949) or aright of appeal notice (8§ 1.953).

37 CFR 1.112 provides for the reconsideration and
continued examination of an application after reply by
the applicant, and for the reconsideration and continued
examination of a reexamination proceeding after a
response by the patent owner. If claims are rejected, or
objections or requirements are made, the applicant or
patent owner will be notified in the same manner as
notification was provided after the first examination.

Applicant or patent owner may reply to such Office action
(with or without amendment) in the same manner provided
in 37 CFR 1.111, or 37 CFR 1.945 for an inter partes

reexamination, unless such Office action indicates that it
ismadefina (37 CFR 1.113), or an appeal under 37 CFR
41.31 has been taken (37 CFR 1.116), or such Office
action indicates in an inter partes reexamination that it
isan action closing prosecution (37 CFR 1.949) or aright
of appeal notice (37 CFR 1.953). Once an appeal has been
taken in an application or in an ex parte reexamination
proceeding, any amendment (filed prior to an appeal brief)

is subject to the provisions of 37 CFR 1.116(b) and (c),
evenif the appeal isin reply to anon-final Office action.

See 37 CFR 41.33(b) for amendments filed with or after
thefiling of an appeal brief.
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V. REJECTIONSIN STATUTORY INVENTION
REGISTRATIONS

See MPEP Chapter 1100 for rejection of claimsin an
application for a Statutory Invention Registration.

706.01 Contrasted With Objections[R-2]

Therefusal to grant claims because the subject matter as
claimedisconsidered unpatentableiscalled a“rejection.”
Theterm “regjected” must be applied to such claimsin the
examiner's action. If the form of the clam (as
distinguished from its substance) is improper, an
“objection” is made. An example of a matter of form as
to which objection is made is dependency of a claim on
a regjected claim, if the dependent claim is otherwise
alowable. See MPEP § 608.01(n). The practical
difference between arejection and an objection is that a
rejection, involving the merits of the claim, is subject to
review by the Board of Patent Appeals and Interferences,
while an objection, if persisted, may bereviewed only by
way of petition to the *>Director of the USPTO<.

Similarly, the Board will not hear or decide issues
pertaining to objections and formal matterswhich are not
properly before the Board. These formal matters should
not be combined in appeals to the Board.

706.02 Rejection on Prior Art [R-9]

35U.SC. 102 Conditions for patentability; novelty and
loss of right to patent.

A person shall be entitled to a patent unless —

(&) the invention was known or used by others in
this country, or patented or described in a printed
publication in this or a foreign country, before the
invention thereof by the applicant for patent, or

(b) the invention was patented or described in a
printed publication in thisor aforeign country or in public
use or on sae in this country, more than one year prior
to the date of the application for patent in the United
States, or

(¢) he has abandoned the invention, or

(d) theinvention was first patented or caused to be
patented, or was the subject of an inventor’s certificate,
by the applicant or hislegal representatives or assignsin
aforeign country prior to the date of the application for
patent in this country on an application for patent or
inventor’s certificate filed more than twelve months before
the filing of the application in the United States, or

(e) the invention was described in — (1) an
application for patent, published under section 122(b),
by another filed in the United States before the invention
by the applicant for patent or (2) a patent granted on an
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application for patent by another filed in the United States
before the invention by the applicant for patent, except
that an international application filed under the treaty
defined in section 351(a) shall have the effects for the
purposes of this subsection of an application filed in the
United States only if the internationa application
designated the United States and was published under
Article 21(2) of such treaty in the English language; or

(f) he did not himself invent the subject matter
sought to be patented, or

(9)(1) during the course of aninterference conducted
under section 135 or_section 291, ancther inventor
involved therein establishes, to the extent permitted in
section 104, that before such person’s invention thereof
the invention was made by such other inventor and not
abandoned, suppressed, or concealed, or (2) before such
person’sinvention thereof, theinvention was madeinthis
country by another inventor who had not abandoned,
suppressed, or concealed it. In determining priority of
invention under this subsection, there shall be considered
not only the respective dates of conception and reduction
to practice of the invention, but also the reasonable
diligence of one who was first to conceive and last to
reduce to practice, from atime prior to conception by the
other.

35 U.S.C. 103 Conditionsfor patentability; non-obvious
subject matter.

(@ A patent may not be obtained though the
invention is not identically disclosed or described as set
forthin section 102 of thistitle, if the differences between
the subject matter sought to be patented and the prior art
are such that the subject matter as a whole would have
been obvious at the time the invention was made to a
person having ordinary skill in the art to which said
subject matter pertains. Patentability shall not be negatived
by the manner in which the invention was made.

(b) (1) Notwithstanding subsection (@), and upon
timely election by the applicant for patent to proceed
under this subsection, a biotechnological process using
or resulting in acomposition of matter that isnovel under
section 102 and nonobvious under subsection (a) of this
section shall be considered nonobvious if-(A) claimsto
the process and the composition of matter are contained
in either the same application for patent or in separate
applications having the same effective filing date; and

(B) the composition of matter, and the
process at the time it was invented, were owned by the
same person or subject to an obligation of assignment to
the same person.

(2) A patent issued on aprocess under paragraph
(1-(A) shall also contain the claims to the composition
of matter used in or made by that process, or

(B) shall, if such composition of matter is
claimed in another patent, be set to expire on the same
date as such other patent, notwithstanding section 154.
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(3) For purposes of paragraph (1), the term
“hiotechnological process’ means-(A) a process of
genetically altering or otherwise inducing a single- or
multi-celled organism to-(i) express an exogenous
nuclectide sequence,

(ii) inhibit, eliminate, augment, or alter
expression of an endogenous nuclectide sequence, or

(iii) express a specific physiological
characteristic not naturally associated with said organism;

(B) cell fusion procedures yielding a cell
linethat expresses a specific protein, such asamonoclonal
antibody; and

(C) amethod of using a product produced
by a process defined by subparagraph (A) or (B), or a
combination of subparagraphs (A) and (B).

(©) (1) Subject matter developed by another person,
which qualifies as prior art only under one or more of
subsections (e), (f), and (g) of_section 102 of this title,
shall not preclude patentability under this section where
the subject matter and the claimed invention were, at the
timethe claimed invention was made, owned by the same
person or subject to an obligation of assignment to the
same person.

(2) For purposes of this subsection, subject
matter developed by another person and a claimed
invention shall be deemed to have been owned by the
same person or subject to an obligation of assignment to
thesamepersonif — (A) the claimed invention was made
by or on behalf of parties to ajoint research agreement
that was in effect on or before the date the claimed
invention was made;

(B) the claimed invention was made as a
result of activities undertaken within the scope of thejoint
research agreement; and

(C) theapplication for patent for the claimed
invention discloses or is amended to disclose the names
of the parties to the joint research agreement.

(3) For purposesof paragraph (2), theterm “joint
research agreement” means a written contract, grant, or
cooperative agreement entered into by two or more
persons or entities for the performance of experimental,
developmental, or research work in the field of the
claimed invention.

By far the most frequent ground of rejection is on the
ground of unpatentability in view of the prior art, that is,
that the claimed subject matter is either not novel under
35U.S.C. 102, or elseit is obvious under 35 U.S.C. 103.
The language to be used in rejecting claims should be
unequivocal. See M PEP § 707.07(d).

. CHOICE OF PRIOR ART; BEST AVAILABLE

Prior art rejections should ordinarily be confined strictly
to the best available art. Exceptions may properly be
made, for example, where;
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(A) thepropriety of a35U.S.C. 102 or 103 rejection
depends on a particular interpretation of aclaim;

(B) aclaimismet ** by areference which does not
disclose the inventive concept involved; or

(C) the most pertinent reference seems likely to be
antedated by a 37 CFR 1.131 affidavit or declaration.

Such rejections should be backed up by the best other art
rejections available. Merely cumulative rejections, i.e.,
those which would clearly fall if the primary rejection
were not sustained, should be avoided.

See also MPEP § 707.05.

I1. RELIANCE UPONABSTRACTSAND FOREIGN
LANGUAGE DOCUMENTSIN SUPPORT OF A
REJECTION

Prior art uncovered in searching the claimed subject matter
of a patent application often includes English language
abstracts of underlying documents, such as technical
literature or foreign patent documents which may not be
in the English language. When an abstract is used to
support a rejection, the evidence relied upon is the facts
contained in the abstract, not additional facts that may be
contained in the underlying full text document. Citation
of and reliance upon an abstract without citation of and
reliance upon the underlying scientific document is
generally inappropriate where both the abstract and the
underlying document are prior art. See Ex parte Jones,
62 USPQ2d 1206, 1208 (Bd. Pat. App. & Inter. 2001)
(unpublished).To determine whether both the abstract and
the underlying document are prior art, a copy of the
underlying document must be obtained and analyzed. If
the document is in alanguage other than English and the
examiner seeks to rely on that document, a translation
must be obtained so that the record is clear as to the
precise facts the examiner is relying upon in support of
the rejection. The record must also be clear asto whether
the examiner is relying upon the abstract or the full text
document to support arejection. The rationale for thisis
several-fold. It isnot uncommon for afull text document
to reveal that the document fully anticipates an invention
that the abstract renders obvious at best. The converse
may also be true, that the full text document will include
teachings away from the invention that will preclude an
obviousness rejection under 35 U.S.C. 103, when the
abstract alone appears to support the rejection. An abstract
can have a different effective publication date than the
full text document. Because all patentability
determinations are fact dependent, obtaining and
considering full text documents at the earliest practicable
time in the examination process will yield the fullest
available set of facts upon which to determine
patentability, thereby improving quality and reducing
pendency.When both the abstract and the underlying
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document qualify as prior art, the underlying document
should normally be used to support arejection. Inlimited
circumstances, it may be appropriate for the examiner to
make a rejection in a non-final Office action based in
whole or in part on the abstract only without relying on
thefull text document. In such circumstances, thefull text
document and a trandation (if not in English) may be
supplied in the next Office action. Whether the next Office
action may be made final is governed by MPEP §

706.07(a).

[11. RELIANCE ONADMITTED PRIORART IN
SUPPORT OF REJECTION

A statement by an applicant in the specification or made
during prosecution identifying the work of another as
“prior art” is an admission which can be relied upon for
both anticipation and obviousness determinations,
regardless of whether the admitted prior art would
otherwise qualify asprior art under the statutory categories
of 35 U.S.C. 102. Riverwood Int’| Corp. v. RA. Jones &
Co., 324 F.3d 1346, 1354, 66 USPQ2d 1331, 1337 (Fed.
Cir. 2003); Constant v. Advanced Micro-Devices Inc.,
848 F.2d 1560, 1570, 7 USPQ2d 1057, 1063 (Fed. Cir.
1988). See MPEP § 2129 for discussion on admissions
as prior art. Where the admitted prior art anticipates the
claim but does not qualify as prior art under any of the
paragraphs of 35 U.S.C. 102, the claim may be rejected
as being anticipated by the admitted prior art without
citing to 35 U.S.C. 102.

V. REEXAMINATION

For scope of regections in  ex parte reexamination
proceedings, see MPEP 8§ 2258 and in inter partes
reexamination, see MPEP § 2658.

V. DISTINCTION BETWEEN 35 U.S.C. 102 AND
103

The distinction between rejections based on 35 U.S.C.
102 and those based on 35 U.S.C. 103 should be kept in
mind. Under the former, the claim is anticipated by the
reference. No question of obviousnessis present. In other
words, for anticipation under 35 U.S.C. 102, thereference
must teach every aspect of the claimed invention either
explicitly or impliedly. Any feature not directly taught
must be inherently present. Whereas, in arejection based
on 35 U.S.C. 103, the reference teachings must somehow
be modified in order to meet the claims. The modification
must be one which would have been obvious to one of
ordinary skill inthe art at thetime theinvention was made.
See M PEP § 2131 - § 2146 for guidance on patentability
determinations under 35 U.S.C. 102 and 103.
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VI. DETERMINING THE EFFECTIVE FILING
DATE OF THE APPLICATION

The effective filing date of a U.S. application may be
determined as follows:

(A) If the application isacontinuation or divisional
of one or more earlier U.S. applications or international
applicationsand if therequirementsof 35 U.S.C. 120 and
365(c), respectively, have been satisfied, the effective
filing dateisthe same asthe earliest filing datein theline
of continuation or divisional applications.

(B) If the application is a continuation-in-part of an
earlier U.S. application or international application, any
clams in the new application not supported by the
specification and claims of the parent application have
an effective filing date equal to the filing date of the new
application. Any claims which are fully supported under
35 U.S.C. 112 by the earlier parent application have the
effective filing date of that earlier parent application.

(C) If the application claims foreign priority under
35 U.S.C. 119(a)-(d) or 365(a) or (b), the effectivefiling
date is the filing date of the U.S. application, unless
situation (A) or (B) as set forth above applies. Thefiling
date of the foreign priority document is not the effective
filing date, although thefiling date of the foreign priority
document may be used to overcome certain references.
See MPEP § 706.02(b) and § 2136.05.

(D) If the application properly claims benefit under
35U.S.C. 119(e) to aprovisiona application, the effective
filing date isthefiling date of the provisional application
for any claims which are fully supported under the first
paragraph of 35 U.S.C. 112 by the provisional application.

See MPEP § 1893.03(b) for determining the effective
filing date of an application under 35 U.S.C. 371. See
MPEP §201.11(a) and § 1895 for additional information
on determining the effective filing date of a continuation,
divisional, or continuation-in-part of a PCT application
designating the U.S. See also MPEP_§ 1895.01 and
§ 1896 which discuss differences between applications
filed under 35 U.S.C. 111(a) and international applications
that enter national stage under 35 U.S.C. 371.

>

VIl. REJECTION OF CLAIMSCORRESPONDING
TO PATENT CLAIMS

When claims corresponding to claims of a patent are
presented in an application, the examiner must determine
whether the presented claims are unpatentable on any
ground(s), e.g., under 35 U.S.C. 101, 35 U.S.C. 102, 35
U.S.C. 103, 35 U.S.C. 112, double patenting, etc. If any
of the claims presented in the application are rejectable
on any grounds, they should be so rejected. The ground
of rgjection of the claims presented in the application may
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or may not be one which would also be applicable to the
corresponding claims in the patent. If the ground of
rejection is also applicable to the corresponding claims
in the patent, any office action including the rejection
must have the approval of the Technology Center
Director. See MPEP 8 1003. For interferences, see MPEP
Chapter 2300.<

706.02(a) Reections Under 35 U.S.C. 102(a), (b), or
(e); Printed Publication or Patent [R-3]

Once the examiner conducts a search and finds a printed
publication or patent which discloses the claimed
invention, the examiner should determine whether the
rejection should be made under 35 U.S.C. 102(a), (b), or

(e).

In order to determine which section of 35 U.S.C. 102
applies, the effective filing date of the application must
be determined and compared with the date of the
reference. See M PEP § 706.02 regarding determination
of effective filing date of the application.

I. DETERMINING THE REFERENCE |ISSUE OR
PUBLICATION DATE

The examiner must determine the issue or publication
date of the reference so that a proper comparison between
the application and reference dates can be made. A
magazine is effective as a printed publication under 35
U.S.C. 102(b) as of the date it reached the addressee and
not the dateit wasplaced inthemail. Protein Foundation
Inc. v. Brenner, 260 F. Supp. 519, 151 USPQ 561 (D.D.C.
1966). See MPEP § 707.05(f). For foreign patents see
MPEP §901.05. See M PEP § 2124, § 2126, and § 2128
- § 2128.02 for case law relevant to reference date
determination.

I[I. DETERMINING WHETHER TO APPLY 35
U.S.C. 102(a), (b), or (e)

A. 35U.S.C. 102(b)

First, the examiner should consider whether the reference
qualifiesasprior art under 35 U.S.C. 102(b) becausethis
section results in a statutory bar to obtaining a patent. If
the publication or issue date of the referenceis morethan
1 year prior to the effective filing date of the application
(MPEP 8§ 706.02), the reference qualifies as prior art

under 35 U.S.C. 102(b).

Where the last day of the year dated from the date of
publication falls on a Saturday, Sunday or Federal holiday,
the publication is not a statutory bar under 35 U.S.C.
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102(b) if the application wasfiled on the next succeeding
business day. Ex parte Olah, 131 USPQ 41 (Bd. App.
1960) (The Board in Olah held that 35 U.S.C. 21(b) is
applicableto thefiling of an original application for patent
and that applicant’s own activity will not bar a patent if
the 1-year grace period expires on a Saturday, Sunday,
or Federal holiday and the application’s U.S. filing date
is the next succeeding business day.) Despite changes to
37 CFR 1.6(a)(2) and 1.10 which permit the USPTO to
accord a filing date to an application as of the date of
deposit as “Express Mail” with the U.S. Postal Service
in accordance with 37 CFR 1.10 (e.g., a Saturday filing
date), the rule changes do not affect applicant’s concurrent
right to defer the filing of an application until the next
business day when the last day for “taking any action”
falls on a Saturday, Sunday, or Federal holiday (e.g., the
last day of the 1-year grace period falls on a Saturday).

B. 35U.S.C. 102(e)

If the publication or issue date of the reference is too
recent for 35 U.S.C. 102(b) to apply, then the examiner
should consider 35 U.S.C. 102(€).

In order to apply areference under 35 U.S.C. 102(g), the
inventive entity of the application must be different than
that of the reference. Note that, where there are joint
inventors, only one inventor * >needs to< be different for
the inventive entities to be different and arejection under
35 U.S.C. 102(e) is applicable even if there are some
inventors in common between the application and the
reference.

Revised 35 U.S.C. 102(e), as amended by the American
Inventors Protection Act of 1999 (AIPA) (Pub. L.
106-113, 113 Stat. 1501 (1999)), and as further amended
by the Intellectua Property and High Technology
Technical Amendments Act of 2002 (Pub. L. 107-273,
116 Stat. 1758 (2002)), applies in the examination of all
applications, whenever filed, and the reexamination of,
or other proceedingsto contest, all patents. Thefiling date
of the application being examined is no longer relevant
in determining what version of 35 U.S.C. 102(€) to apply
in determining the patentability of that application, or the
patent resulting from that application. The revised
statutory provisions supersede all previousversionsof 35
U.S.C. 102(e) and 374, with only one exception, which
iswhen the potential referenceisbased on aninternational
application filed prior to November 29, 2000 (discussed
further below). Furthermore, the provisionsamending 35
U.S.C. 102(e) and 374 in Pub. L. 107-273 are compl etely
retroactive to the effective date of the relevant provisions
in the AIPA (November 29, 2000). See MPEP §
706.02(f)(1) for examination guidelines on the application
of 35 U.S.C. 102(€).
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35U.S.C. 102 Conditions for patentability; novelty and

loss of right to patent.
*kkkk*x

() the invention was described in — (1) an
application for patent, published under section 122(b),
by another filed in the United States before the invention
by the applicant for patent or (2) a patent granted on an
application for patent by another filed in the United States
before the invention by the applicant for patent, except
that an international application filed under the treaty
defined in section 351(a) shall have the effects for the
purposes of this subsection of an application filed in the
United States only if the international application
designated the United States and was published under
Article 21(2) of such treaty in the English language; or

*kkk*k

As mentioned above, references based on international
applications that were filed prior to November 29, 2000
are subject to theformer (pre-AIPA) version of 35 U.S.C.
102(e) as set forth below.

Former 35 U.S.C. 102 Conditions for patentability;
novelty and loss of right to patent.

A person shall be entitled to a patent unless-
*kkk*k

(e) the invention was described in a patent granted
on an application for patent by another filed in the United
States before the invention thereof by the applicant for
patent, or on an international application by another who
has fulfilled the requirements of paragraphs (1), (2), and
(4) of section 371(c) of this title before the invention
thereof by the applicant for patent.

*kkkk

Revised 35 U.S.C. 102(e) has two separate clauses,
namely, 35 U.S.C. 102(e)(1) for publications of patent
applicationsand 35 U.S.C. 102(e)(2) for U.S. patents. 35
U.S.C. 102(e)(1), in combination with amended 35 U.S.C.
374, created anew category of prior art by providing prior
art effect for certain publications of patent applications,
including certain international applications, as of their
effective United States filing dates (which will include
certaininternationa filing dates). Under revised 35 U.S.C.
102(e), an international filing date which is on or after
November 29, 2000 is a United States filing date if the
international application designated the United Statesand
was published by the World Intellectual Property
Organization (WIPO) under the Patent Cooperation Treaty
(PCT) Article 21(2) in the English language. Therefore,
the prior art date of a reference under 35 U.S.C. 102(€)

which priority or benefit is properly claimed. Publication
under PCT Article 21(2) may result from a request for
early publication by an applicant of an international
application or after the expiration of 18-months after the
earliest claimed filing datein an international application.
An applicant of an international application that has
designated only the U.S. would continue to be required
to request publication fromWIPO asthe reservation under
*>PCT Article 64(3)< continues to be in effect for such
applicants. International applications, which: (1) were
filed prior to November 29, 2000, or (2) did not designate
the U.S., or (3) were not published in English under PCT
Article 21(2) by WIPO, may not be used to reach back
(bridge) to an earlier filing date through a priority or
benefit claim for prior art purposes under 35 U.S.C.
102(e). Revised 35 U.S.C. 102(€) diminated thereference
to fulfillment of the 35 U.S.C. 371(c)(1), (2) and (4)
requirements. As a result, United States patents issued
directly from international applications filed on or after
November 29, 2000 will no longer be available as prior
art under 35 U.S.C. 102(e) as of the date the requirements
of 35 U.S.C. 371(c)(1), (2) and (4) have been satisfied.
Under 35 U.S.C. 102(€)(2), as amended by the AIPA and
Pub. L. 107-273, an international filing date which ison
or after November 29, 2000 is a United Statesfiling date
for purposes of determining the earliest effective prior art
date of apatent if theinternational application designated
the United States and was published in the English
language under PCT Article 21(2) by WIPO.No
international filing dates prior to November 29, 2000 may
be relied upon as a prior art date under 35 U.S.C. 102(e)
in accordance with the last sentence of the effective date
provisions of Pub. L. 107-273. Patents issued directly,
or indirectly, from international applicationsfiled before
November 29, 2000 may only be used as prior art based
on the provisions of 35 U.S.C. 102(g) in effect before
November 29, 2000. Thus, the 35 U.S.C. 102(e) date of
such a prior art patent is the earliest of the date of
compliance with 35 U.S.C. 371(c)(1), (2) and (4), or the
filing date of the later-filed U.S. continuing application
that claimed the benefit of the international application.
Publications of international applications filed before
November 29, 2000 (which would include WIPO
publications and U.S. publications of the national stage
(35 U.S.C. 371)) do not have a 35 U.S.C. 102(e) date at
al (however, such publications are available as prior art
under 35 U.S.C. 102(a) or (b) asof the publication date).
Specifically, under revised 35 U.S.C. 374, the
international application must be filed on or after
November 29, 2000 for its WIPO publication to be
“deemed a publication under section 122(b)” and thus
availableasapossible prior art reference under 35 U.S.C.
102(e) as amended by the AIPA.

may betheinternational filing date (if al three conditions
noted above are met) or an earlier U.S. filing date for
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C. 35U.S.C. 102(a)

Even if thereferenceis prior art under 35 U.S.C. 102(e),
the examiner should still consider 35 U.S.C. 102(a) for
two reasons. Firdt, if the reference is a U.S. patent or
patent application publication of, or claims benefit of, an
international application, the publication of the
international application under PCT Article 21(2) may
be the earliest prior art date under 35 U.S.C. 102(a) for
the disclosure. Second, references that are only prior art
under 35 U.S.C. 102(e), (f), or (g) and applied in a
rejection under 35 U.S.C. 103(a) are subject to being
disqualified under 35 U.S.C. 103(c) if the reference and
the application were commonly owned, or subject to an
obligation of common assignment, at the time the
invention was made. For 35 U.S.C. 102(a) to apply, the
reference must have a publication date earlier in timethan
the effective filing date of the application, and must not
be applicant’s own work.

706.02(b) Overcominga35U.S.C. 102 Rejection Based
on a Printed Publication or Patent [R-9]

A rgjection based on 35 U.S.C. 102(b) can be overcome
by:

(A) Persuasively arguing that the claims are
patentably distinguishable from the prior art;

(B) Amending the claims to patentably distinguish
over the prior art;

(C) Perfecting benefit under 35 U.S.C. 120, within
thetime period set in 37 CFR 1.78(a) or filing agrantable
petition under 37 CFR 1.78(a), by amending the
specification of the application to contain a specific
referenceto aprior application or by filing an application
data sheet under 37 CFR_1.76 which contains a specific
reference to a prior application in accordance with 37
CFR 1.78(a), and by establishing that the prior application
satisfies the enablement and written description
requirements of 35 U.S.C. 112, first paragraph. See
MPEP § 201.11 and _§ 706.02; or

(D) Perfecting benefit claim under 35 U.S.C. 119(e)
by complying with the requirements of 37 CFR 1.78(a)
(seeitem (C) above). Sinceaprovisional application could
not have been filed more than one year prior to thefiling
of anonprovisional application that claims benefit to the
provisional application, once the benefit claim under 35
U.S.C. 119(e) is perfected, the rgection must be
reconsidered to determine whether the prior art till
qualifies as prior art under 35 U.S.C. 102(b) or whether
the prior art qualifiesasprior art under 35 U.S.C. 102(a).
If the prior art qualifies as prior art under 35 U.S.C.
102(a), see below as to how to overcome the 35 U.S.C.

102(a) rejection.
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A regjection based on 35 U.S.C. 102(e) can be overcome
by:

(A) Persuasively arguing that the clams are
patentably distinguishable from the prior art;

(B) Amending the claims to patentably distinguish
over the prior art;

(C) Filing an affidavit or declaration under 37 CFR
1.132 showing that the reference invention is not
by “another” See MPEP § 715.01(a), § 715.01(c), and
§ 716.10;

(D) Filing an affidavit or declaration under 37 CFR
1.131 showing prior invention, if the reference is not a
U.S. patent or a U.S. patent application publication
claiming the same patentable invention as defined in
37 CFR 41.203(a). See MPEP § 715 for more
information on 37 CFR 1.131 affidavits. When theclaims
of the reference U.S. patent or U.S. patent application
publication and the application are directed to the same
invention or are obvious variants, an affidavit or
declaration under 37 CFR 1.131 is not an acceptable
method of overcoming the rejection. Under these
circumstances, the examiner must determine whether a
double patenting rejection or interference is appropriate.
If there is a common assignee or inventor between the
application and patent, adouble patenting rejection must
be made. See MPEP_§ 804. If there is no common
assignee or inventor and the rejection under 35 U.S.C.
102(e) is the only possible rejection, the examiner must
determine whether an interference should be declared.
See M PEP Chapter 2300 for moreinformation regarding
interferences,

(E) *>Submitting< a claim to priority under 35
U.S.C. 119(a)-(d) within the time period set in 37 CFR
1.55(a)(2) or filing a grantable petition under 37 CFR
1.55(c). See MPEP § 201.13. The foreign priority filing
date must antedate the reference and be perfected. The
filing date of the priority document isnot perfected unless
applicant has filed a certified priority document in the
application (and an English language trandation, if the
document isnot in English) (see 37 CFR 1.55(a)(3)) and
the examiner has established that the priority document
sati sfies the enablement and description requirements of
35 U.S.C. 112, first paragraph; or

(F) Perfecting benefit under 35 U.S.C. 119(e) or
120, within the time periods set in 37 CFR 1.78(a) or
filing a grantable petition under 37 CFR 1.78(a), by
amending the specification of the application to contain
a specific reference to a prior application or by filing an
application data sheet under 37 CFR 1.76 which contains
a specific reference to a prior application in accordance
with 37 CFR 1.78(a), and by establishing that theprior
application satisfies the enablement and written
description requirements of 35 U.S.C. 112, first
paragraph. See MPEP § 201.11 and § 706.02.
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A rejection based on 35 U.S.C. 102(a) can be overcome
by:

(A) Persuasively arguing that the claims are
patentably distinguishable from the prior art;

(B) Amending the claims to patentably distinguish
over the prior art;

(C) Filing an affidavit or declaration under 37 CFR
1.131 showing prior invention, if the reference is not a
U.S. patent or a U.S. patent application publication
claiming the same patentable invention as defined in 37
CER 41.203(a). See M PEP § 715 for information on the
requirementsof 37 CFR 1.131 affidavits. Whentheclaims
of the reference U.S. patent or U.S. patent application
publication and the application are directed to the same
invention or are obvious variants, an affidavit or
declaration under 37 CFR 1.131 is not appropriate to
overcome the rejection.

(D) Filing an affidavit or declaration under 37 CFR
1.132 showing that the reference invention is not by
“another” See MPEP_§ 715.01(a), § 715.01(c), and
§716.10;

(E) Perfecting a claim to priority under 35 U.S.C.
119(a)-(d) as explained in reference to 35 U.S.C. 102(e)
above;

(F) Perfecting benefit under 35 U.S.C. 119(e) or 120
as explained in reference to 35 U.S.C. 102(e) above.

706.02(c) RejectionsUnder 35 U.S.C. 102(a) or (b);
Knowledge by Othersor Public Useor Sale

An applicant may make an admission, or submit evidence
of sale of theinvention or knowledge of the invention by
others, or the examiner may have persona knowledge
that the invention was sold by applicant or known by
others in this country. The language “in this country”
meansin the United Statesonly and does not include other
WTO or NAFTA member countries. In these cases the
examiner must determine if 35 U.S.C. 102(a) or 102(b)
applies. See MPEP § 2133.03 for a discussion of case
law treating the“ public use” and “on sal€” statutory bars.

If the activity is by an entity other than the inventors or
assignee, such as sale by another, manufacture by another
or disclosure of theinvention by applicant to another then
both 35 U.S.C. 102(a) and (b) may be applicable. If the
evidence only points to knowledge within the year prior
to the effectivefiling date then 35 U.S.C. 102(a) applies.
However, no regjection under 35 U.S.C. 102(a) should be
madeif thereisevidencethat applicant madetheinvention
and only disclosed it to others within the year prior to the
effective filing date.

35 U.S.C. 102(b) is applicable if the activity occurred
more than 1 year prior to the effective filing date of the
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application. See M PEP § 2133.03 for adiscussion of “on
sal€” and “public use” bars under 35 U.S.C. 102(b).

Note that as an aid to resolving public use or on sde
issues, as well as to other related matters of 35 U.S.C.
102(b) activity, an applicant may be required to answer
specific questions posed by the examiner and to explain
or supplement any evidence of record. See 35 U.S.C. 132,
37 CFR 1.104(a)(2). Information sought should be
restricted to that which is reasonably necessary for the
examiner to render a decision on patentability. The
examiner may consider making a requirement for
information under 37 CFR 1.105 where the evidence of
record indicates reasonable necessity. See MPEP §
704.10 et seq.

A 1- or 2-month time period should be set by the examiner
for any reply to the requirement, unless the requirement
is part of an Office action having a shortened statutory
period, in which case the period for reply to the Office
actionwill also apply to the requirement. If applicant fails
to reply in a timely fashion to a requirement for
information, the application will be regarded as
abandoned. 35 U.S.C. 133. See MPEP § 2133.03.

If there is not enough information on which to base a
public use or on sale regjection, the examiner should make
a requirement for more information. Form paragraph
7.104 can be used.

9 7.104 Requirement for Information, Public Useor Sale

Anissue of public use or on sale activity has been raised
in this application. In order for the examiner to properly
consider patentability of the claimed invention under 35
U.S.C. 102(b), additional information regarding thisissue
isrequired asfollows. [1]

Applicant is reminded that failure to fully reply to this
requirement for information will result in a holding of
abandonment.

Examiner Note:
1. Information sought should be restricted to that which

is reasonably necessary for the examiner to render a
decision on patentability. See M PEP § 2133.03.

2. A oneor two month time period should be set by the
examiner for reply to the requirement unlessit is part of
an Office action having an SSP, in which case the period
for reply will apply aso to the requirement.

3. If sufficient evidence already existsto establish a
prima facie case of public use or on sale, use form
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paragraph 7.16 to make a rejection under 35 U.S.C.
102(b). See MPEP § 2133.03.

706.02(d) RejectionsUnder 35 U.S.C. 102(c)

Under 35 U.S.C. 102(c), abandonment of the“invention”
(as distinguished from abandonment of an application)
resultsin loss of right to a patent. See M PEP § 2134 for
case law which sets forth the criteria for abandonment

under 35 U.S.C. 102(c).

706.02(e) RejectionsUnder 35 U.S.C. 102(d) [R-2]

35 U.S.C. 102(d) establishesfour conditionswhich, if all
are present, establish a statutory bar against the granting
of apatent in this country:

(A) Theforeign application must be filed more than
12 months before the effective filing date of the United
States application. See MPEP_§ 706.02 regarding
determination of the effective filing date of the
application.

(B) Theforeignand United States applications must
be filed by the same applicant, his or her lega
representatives or assigns.

(C) Theforeign application must have actually issued
as a patent or inventor’s certificate (e.g., granted by
sealing of the papersin Great Britain) before thefilingin
the United States. It need not be published but the patent
rights granted must be enforceable.

(D) The sameinvention must be involved.

If such a foreign patent or inventor's certificate is
discovered by the examiner, the rejection is made under
35 U.S.C. 102(d) on the ground of statutory bar.

See M PEP §2135.01 for case law which further clarifies
each of the four requirements of 35 U.S.C. 102(d).

SEARCHING FOR 35 U.S.C. 102(d) PRIOR ART

The examiner should only undertake asearch for anissued
foreign patent for useas 35 U.S.C. 102(d) prior art if there
is areasonable possibility that a foreign patent covering
the same subject matter as the U.S. application has been
granted to the same inventive entity before the U.S.
effectivefiling date, i.e., the time period between foreign
and U.S. filingsis greater than the usual time it takes for
a patent to issue in the foreign country. Normally, the
probability of the inventor’sforeign patent issuing before
the U.S. filing date is so dlight as to make such a search
unproductive. However, it should be kept in mind that
the average pendency varies greatly between foreign
countries. In Belgium, for instance, a patent may be
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granted in just amonth after itsfiling, whilein Japan the
patent may not issue for **>several years<.

The search for a granted patent can be accomplished on
an electronic database either by the examiner or by the
staff of the Scientific and Technical Information Center.
See MPEP_§ 901.06(a), paragraph IV.B., for more
information on online searching. The document must be
a patent or inventor's certificate and not merely a
published or laid open application.

706.02(f) Rejection Under 35 U.S.C. 102(e) [R-3]

35U.S.C. 102(e), in part, allowsfor certain prior art (i.e.,
U.S. patents, U.S. patent application publications and
WIPO publications of international applications) to be
applied against the claims as of its effective U.S. filing
date. This provision of 35 U.S.C. 102 is mostly utilized
when the publication or issue date is too recent for the
reference to be applied under 35 U.S.C. 102(a) or (b). In
order to apply a reference under 35 U.S.C. 102(e), the
inventive entity of the application must be different than
that of the reference. Note that, where there are joint
inventors, only one inventor * >needs to< be different for
the inventive entities to be different and arejection under
35 U.S.C. 102(e) is applicable even if there are some
inventors in common between the application and the
reference.

706.02(f)(1) Examination Guidelinesfor Applying
References Under 35 U.S.C. 102(e) [R-5]

I. DETERMINE THE APPROPRIATE 35U.S.C.
102(e) DATE FOR EACH POTENTIAL
REFERENCEBY FOLLOWING THE GUIDELINES,
EXAMPLES AND FLOW CHARTS SET FORTH
BELOW:

(A) The potential reference must beaU.S. patent, a
U.S. application publication (35 U.S.C. 122(b)) or a
WIPO publication of an international application under
PCT Article 21(2) in order to apply the reference under
35 U.S.C. 102(e).

(B) Determine if the potential reference resulted
from, or clamed the benefit of, an internationa
application. If the reference does, go to step (C) below.
The35U.S.C. 102(e) date of areferencethat did not result
from, nor clamed the benefit of, an internationa
application isits earliest effective U.S. filing date, taking
into consideration any proper benefit claimsto prior U.S.
applications under 35 U.S.C. 119(e) or 120 if the prior
application(s) properly supports the subject matter used
to make the rgjection in compliance with 35 U.S.C. 112,
first paragraph. See MPEP § 2136.02.
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(C) If the potential reference resulted from, or
claimed the benefit of, an international application, the
following must be determined:(1) If the international
application meets the following three conditions:(a) an
international filing date on or after November 29, 2000;

(b) designated the United States; and
(c) published under PCT Article 21(2) in

English,

then the international filing date is a U.S. filing date for
prior art purposes under 35 U.S.C. 102(e). If such an
international application properly claims benefit to an
earlier-filed U.S. or international application, or to an
earlier-filed U.S. provisional application, apply the
reference under 35 U.S.C. 102(e) as of the earlier filing
date, assuming al the conditions of 35 U.S.C. 102(e),
119(e), 120, or 365(c) are met. The subject matter used
in the rejection must be disclosed in the earlier-filed
application in compliance with 35 U.S.C. 112, first
paragraph, in order for that subject matter to be entitled
to the earlier filing date under 35 U.S.C. 102(e). Note,
where the earlier application is an international
application, the earlier international application must
satisfy the same three conditions (i.e., filed on or after
November 29, 2000, designated the U.S., and had been
published in English under PCT Article 21(2)) for the
earlier international filing dateto beaU.S. filing date for
prior art purposes under 35 U.S.C. 102(e).(2) If the
international application was filed on or after November
29, 2000, but did not designate the United States or was
not published in English under PCT Article 21(2), do
not treat the international filing date asa U.S. filing date
for prior art purposes. In this situation, do not apply the
reference as of its international filing date, its date of
completion of the 35 U.S.C. 371(c)(1), (2) and (4)
requirements, or any earlier filing date to which such an
international application claims benefit or priority. The
reference may be applied under 35 U.S.C. 102(a) or (b)
as of its publication date, or 35 U.S.C. 102(e) as of any
later U.S. filing date of an application that properly
claimed the benefit of the international application (if
applicable).

(3) If the international application has an
international filing date prior to November 29, 2000, apply
the reference under the provisions of 35 U.S.C. 102 and
374, prior to the AIPA amendments:(a) For U.S. patents,
apply the reference under 35 U.S.C. 102(e) as of the
earlier of the date of completion of the requirements of
35 U.S.C. 371(c)(1), (2) and (4) or the filing date of the
later-filed U.S. application that claimed the benefit of the
international application;

(b) For U.S. application publications and
WIPO publications directly resulting from international

applications under PCT Article 21(2), never apply these
referencesunder 35 U.S.C. 102(e). These references may
be applied as of their publication dates under 35 U.S.C.
102(a) or (b);

() For U.S. application publications of
applications that claim the benefit under 35 U.S.C. 120
or 365(c) of an international application filed prior to
November 29, 2000, apply the reference under 35 U.S.C.
102(e) as of the actual filing date of the later-filed U.S.
application that claimed the benefit of the international
application.

(4) Examiners should be aware that although a
publication of, or a U.S. Patent issued from, an
international application may not havea35 U.S.C. 102(e)
date at all, or may have a 35 U.S.C. 102(e) date that is
after the effective filing date of the application being
examined (so it is not “prior art”), the corresponding
WIPO publication of an international application may
have an earlier 35 U.S.C. 102(a) or (b) date.

(D) Foreign applications' filing dates that are
claimed (via 35 U.S.C. 119(a)-(d), (f), or 365(a) or (b))
in applications, which have been published as U.S. or
WIPO application publications or patented in the U.S,,
may not be used as 35 U.S.C. 102(€) dates for prior art
purposes. Thisincludesinternational filing dates claimed
asforeign priority dates under 35 U.S.C. 365(a) or (b).

I1. EXAMPLES

In order to illustrate the prior art dates of U.S. and WIPO
publications of patent applications and U.S. patents
under 35 U.S.C. 102(e), nine examples are presented
below. The examplesonly cover the most common factual
situations that might be encountered when determining
the 35 U.S.C. 102(e) date of areference. Examples 1 and
2 involve only U.S. application publications and U.S.
patents. Example 3 involves a priority claim to aforeign
patent application. Examples 4-9 involve international
applications. Thetimelinesin the examples below show
the history of the prior art r eferencesthat could be applied
against the claims of the application under examination,
or the patent under reexamination.

The examples only show the information necessary to
determine a prior art date under 35 U.S.C. 102(e). Also,
the dates in the examples below are arbitrarily used and
are presented for illustrative purposes only. Therefore,
correlation of patent grant dates with Tuesdays or
application publication dates with Thursdays may not be
portrayed in the examples.

Example 1: Reference Publication and Patent of 35 U.S.C. 111(a) Application with no Priority/Benefit Claims.
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For reference publications and patents of patent applications filed under 35 U.S.C. 111(a) with no claim for the benefit of,
or priority to, aprior application, the prior art dates under 35 U.S.C. 102(e) accorded to these references are the earliest
effective U.S. filing dates. Thus, a publication and patent of a35 U.S.C. 111(a) application, which does not claim any benefit
under either 35 U.S.C. 119(e), 120 or 365(c), would be accorded the application’s actual filing date asits prior art date under

35 U.S.C. 102(e).

08 Dec 2000

12 Jun 2002 03 Dec 2002

11/29/00

35U.8.C. 111 (a) Publication of 35 U.S.C. Patent granted
application filed with no 111(a) application under
claims for benefit/priority 35U.8.C. 122(b)

Example 2: Reference Publication and Patent of 35 U.S.C. 111(a) Application with *>a< Benefit Claim to a Prior U.S.
Provisional or Nonprovisional Application.

For reference publications and patents of patent applicationsfiled under 35 U.S.C. 111(a), the prior art dates under 35 U.S.C.
102(e) accorded to these references are the earliest effective U.S. filing dates. Thus, a publication and patent of a 35 U.S.C.
111(a) application, which claims * >benefit< under 35 U.S.C. 119(e) to aprior U.S. provisional application or claims the
benefit under 35 U.S.C. 120 of aprior nonprovisional application, would be accorded the earlier filing date asits prior art
date under 35 U.S.C. 102(e), assuming the earlier-filed application has proper support for the subject matter as required by

35 U.S.C. 119(€) or 120.

01 Jan 2001 05 Jul 2001 02 Dec 2002

01 Jan 2000

11/28/00

1st 35 U.S.C. 2nd application, Publication of Patent granted
111{a)/(b) filed under 33 the 2nd on 2nd
application filed U.S.C. 111(a), application application
before effective claiming the benefit under 353 U.8.C.

date ** of the prior 122(b)

application under
35 U.S.C. 120/119(e)
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Example 3: Reference Publication and Patent of 35 U.S.C. 111(a) Application with 35 U.S.C. 119(a)-(d) *>Priority< Claim
to aPrior Foreign Application.

For reference publications and patents of patent applicationsfiled under 35 U.S.C. 111(a), the prior art dates under 35 U.S.C.
102(e) accorded to these references are the earliest effective U.S. filing dates. No benefit of the filing date of the foreign
application is given under 35 U.S.C. 102(e) for prior art purposes ( In re Hilmer, 149 USPQ 480 (CCPA 1966)). Thus, a
publication and patent of a35 U.S.C. 111(a) application, which claims *>priority< under 35 U.S.C. 119(a)-(d) to aprior
foreign-filed application (or under 35 U.S.C. 365(a) to an international application), would be accorded its U.S. filing date
asitsprior art date under 35 U.S.C. 102(€). In the example below, it is assumed that the earlier-filed U.S. application has
proper support for the subject matter of the later-filed U.S. application as required by 35 U.S.C. 120.

22 Jun 1998 16 Aug 2001 14 Mar 2002 01 Nov 2003

11/29/00

Foreign 1st 35U.8.C. 111(a) 2nd 35 U.S8.C. Publication of Patent granted
application application filed 111(a) application  the 2nd 35 U.S.C. on the 2nd 35
filed in Japan claiming filed under 37 111(a) U.S.C. 111(a)
35U8.C. 119(a)-(d) CFR 1.53(b) or (@) application application
priority to Japanese with 35 U.5.C. under 35 U.S.C.
application 120 *>benefit< 122(b)
claim

Example 4: References based on the national stage (35 U.S.C. 371) of an International Application filed on or after
November 29, 2000 and which was published in English under PCT Article 21(2).

All references, whether the WIPO publication, the U.S. patent application publication or the U.S. patent, of an international
application (IA) that was filed on or after November 29, 2000, designated the U.S., and was published in English under PCT
Article 21(2) by WIPO have the 35 U.S.C. 102(e) prior art date of the international filing date or earlier effective U.S. filing
date. No benefit of the international filing date (nor any U.S. filing dates prior to the 1A), however, is given for 35 U.S.C.
102(e) prior art purposesif the |A was published under PCT Article 21(2) in alanguage other than English.
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01 Jan 2001

01 July 2002 01 Jun 2003 01 July 2003 01 Nov 2003

11/29/00

IA filed in IA publication by 35 U.S.C. 371 Publication by Patent

Swedish, US WIPO in English  (c)(1), (2) and (4) USPTO under granted on

designated fulfillment 35U08.C. 122(b) 35U.S.C.
37N
application

Additional *Benefit Claims:

If alater-filed U.S. nonprovisional (35 U.S.C. 111(a)) application claimed the benefit of the IA in the example above, the
35 U.S.C. 102(e) date of the patent or publication of the later-filed U.S. application would be the international filing date,
assuming the earlier-filed | A has proper support for the subject matter relied upon as required by 35 U.S.C. 120.

If the A properly claimed **>the benefit of< an earlier-filed U.S. provisional (35 U.S.C. 111(b)) application or the benefit
of an earlier-filed U.S. nonprovisional (35 U.S.C. 111(a)) application, the 35 U.S.C. 102(€) date for all the references would
bethefiling date of the earlier-filed U.S. application, assuming the earlier-filed application has proper support for the subject
matter relied upon as required by 35 U.S.C. 119(e) or 120.

Example 5: References based on the national stage (35 U.S.C. 371) of an International Application filed on or after
November 29, 2000 and which was not published in English under PCT Article 21(2).

All references, whether the WIPO publication, the U.S. patent application publication or the U.S. patent, of an international
application (I1A) that was filed on or after November 29, 2000 but was not published in English under PCT Article 21(2)
have no 35 U.S.C. 102(e) prior art date at all. According to 35 U.S.C. 102(e), no benefit of the international filing date (nor
any U.S. filing dates prior to the |A) is given for 35 U.S.C. 102(e) prior art purposes if the IA was published under PCT
Article 21(2) in alanguage other than English, regardless of whether the international application entered the national stage.
Such references may be applied under 35 U.S.C. 102(a) or (b) as of their publication dates, but never under 35 U.S.C. 102(e).

02 Oct 2003

01 Jun 2003 02 Nov 2004

11/29/00

TA filed, US TA publication by 35 U.S.C. 371 Publication by Patent granted
designated WIPO NOT in (©)(1), (2) and (4) USPTO under 35U.S.C. 371
English fulfillment 350.8.C, application
122(b)
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The | A publication by WIPO can be applied under 35 U.S.C. 102(a) or (b) as of its publication date (01 July 2002).
Additional *Benefit Claims:

If the |A properly claimed **>the benefit of< to any earlier-filed U.S. application (whether provisional or nonprovisiona),
there would still be no 35 U.S.C. 102(€) date for al the references.

If alater-filed U.S. nonprovisional (35 U.S.C. 111(a)) application claimed the benefit of the IA in the example above, the
35 U.S.C. 102(e) date of the patent or publication of the later-filed U.S. application would be the actud filing date of the
later-filed U.S. application.

Example 6: References based on the national stage (35 U.S.C. 371) of an I nternational Application filed prior to November
29, 2000 (language of the publication under PCT Article 21(2) is not relevant).

Thereference U.S. patent issued from an international application (IA) that was filed prior to November 29, 2000 has a

35 U.S.C. 102(e) prior art date of the date of fulfillment of the requirements of 35 U.S.C. 371(c)(1), (2) and (4). Thisisthe
pre-AlPA 35 U.S.C. 102(e). The application publications, both the WIPO publication and the U.S. publication, published
from an international application that was filed prior to November 29, 2000, do not have any 35 U.S.C. 102(e) prior art date.
According to the effective date provisions as amended by Pub. L. 107-273, the amendmentsto 35 U.S.C. 102(e) and 374 are
not applicable to international applications having international filing dates prior to November 29, 2000. The application
publications can be applied under 35 U.S.C. 102(a) or (b) as of their publication dates.

01 Jan 2000 03 Oct 2002 01 Nov 2003

01 July 2002

IA filed in Publication of IA  National Stage (NS)  Voluntary Patent granted
Canada, in any language fulfilling 35 U.S.C. Publication of  on 35 U.S.C.
desig. the US under PCT Art. 371(c)(1), (2), and (4) NS under 371 application
21(2) by WIPO 35US8.C.
122(b)

The | A publication by WIPO can be applied under 35 U.S.C. 102(a) or (b) as of its publication date (01 July 2001).
Additional *Benefit Claims:

If thel A properly claimed ** >the benefit of < any earlier-filed U.S. application (whether provisiona or nonprovisional), there
would still benno 35 U.S.C. 102(e)(1) date for the U.S. and WIPO application publications, and the 35 U.S.C. 102(e) date for
the patent will still be 01 July 2002 (the date of fulfillment of the requirements under 35 U.S.C. 371(c)(1), (2) and (4)).

If alater-filed U.S. nonprovisional (35 U.S.C. 111(a)) application claimed the benefit of the IA in the example above, the
35 U.S.C. 102(e)(1) date of the application publication of the later-filed U.S. application would be the actual filing date of
the later-filed U.S. application, and the 35 U.S.C. 102(e) date of the patent of the later-filed U.S. application would be 01
July 2002 (the date that the earlier-filed | A fulfilled the requirements of 35 U.S.C. 371(c)(1), (2) and (4)).

If the patent was based on alater-filed U.S. application that claimed the benefit of the international application and the later
filed U.S. application’sfiling date is before the date the requirements of 35 U.S.C. 371(c)(1), (2) and (4) were fulfilled (if
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fulfilled at all), the 35 U.S.C. 102(e) date of the patent would be the filing date of the later-filed U.S. application that claimed
the benefit of the international application.

Example 7: Referencesbased on a 35 U.S.C. 111(a) Application which isa Continuation of an International Application,
which was filed on or after November 29, 2000, designated the U.S. and was published in English under PCT Article
21(2).

All references, whether the WIPO publication, the U.S. patent application publication or the U.S. patent of, or claiming the
benefit of, an international application (IA) that wasfiled on or after November 29, 2000, designated the U.S., and was
published in English under PCT Article 21(2) have the 35 U.S.C. 102(€) prior art date of the international filing date or
earlier effective U.S. filing date. No benefit of theinternational filing date (nor any U.S. filing dates prior to the |A), however,
isgiven for 35 U.S.C. 102(e) purposes if the A was published under PCT Article 21(2) by WIPO in alanguage other than
English. Inthe example below, it isassumed that the earlier-filed | A has proper support for the subject matter of the later-filed
U.S. application as required by 35 U.S.C. 120 and 365(c).

01 Sept 2002 01 May 2003 01 July 2003 01 Nov 2004

11/29/00

1A filed, IA 35 US.C. 111(a) Publication of Patent granted
US was publication application 35US.C. 111(a) on35US.C.
designated by WIPO jn claiming the appl. by USPTO 111(?) .
English benefit of the A under 35 U.S.C. application
=azas under 35 U.S.C. 122(b)
365(c) is filed

Additional *Benefit Claims:

If the |A properly claimed **>the benefit of< an earlier-filed U.S. provisional (35 U.S.C. 111(b)) application or the benefit
of an earlier-filed U.S. nonprovisional (35 U.S.C. 111(a)) application, the 35 U.S.C. 102(e) date for al the references would
be thefiling date of the earlier-filed U.S. application, assuming the earlier-filed application has proper support for the subject
matter relied upon as required by 35 U.S.C. 119(e) or 120.

If asecond, later-filed U.S. nonprovisional (35 U.S.C. 111(a)) application claimed the benefit of the 35 U.S.C. 111(a)
application in the example above, the 35 U.S.C. 102(e) date of the patent or publication of the second, later-filed U.S.
application would still betheinternational filing date of the I A, assuming the earlier-filed 1A has proper support for the subject
matter relied upon as required by 35 U.S.C. 120 and 365(c).

Example 8: References based on a35 U.S.C. 111(a) Application which isaContinuation of an International Application,
which wasfiled on or after November 29, 2000 and was not published in English under PCT Article 21(2).

Both the U.S. publication and the U.S. patent of the 35 U.S.C. 111(a) continuation of an international application (1A) that
was filed on or after November 29, 2000 but not published in English under PCT Article 21(2) have the 35 U.S.C. 102(¢e)
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prior art date of the actual U.S. filing date of the 35 U.S.C. 111(a) application. No benefit of the international filing date (nor
any U.S. filing dates prior to the |A) is given for 35 U.S.C. 102(e) purposes since the |A was published under PCT Article
21(2) in alanguage other than English. The A publication under PCT Article 21(2) does not have a prior art date under
35 U.S.C. 102(e)(1) because the | A was not published in English under PCT Article 21(2). The |A publication under PCT
Article 21(2) can be applied under 35 U.S.C. 102(a) or (b) as of its publication date.

01 May 2003

01 Mar 2001
11/29/00

01 Sept 200 01 July 2003 01 Nov 2004

TA filed, IA publication 35 US.C. Publication of Patent granted
US was by WIPO NOT 111(a) 35 US.C. on 35 US.C.
designated  in English application 111(a) appl by 111{a)
claiming the USPTO under  3PPlication
benefit of the 35 US.C.
TA under 122(b)
35US.C.
365(c) is filed

The I A publication by WIPO can be applied under 35 U.S.C. 102(a) or (b) as of its publication date (01 Sept 2002).
Additional *Benefit Claims:

If thel A properly claimed ** >the benefit of < any earlier-filed U.S. application (whether provisional or nonprovisional), there
would still be no35 U.S.C. 102(e)(1) date for the |A publication by WIPO, and the U.S. patent application publication and
patent would still have a35 U.S.C. 102(e) date of the actual filing date of the later-filed 35 U.S.C. 111(a) application in the
example above (01 May 2003).

If asecond, later-filed U.S. nonprovisional (35 U.S.C. 111(a)) application claimed the benefit of the 35 U.S.C. 111(a)
application in the example above, the 35 U.S.C. 102(e) date of the patent or publication of the second, later-filed U.S.
application would still be the actual filing date of the 35 U.S.C. 111(a) application in the example above (01 May 2003).

Example 9: References based on a35 U.S.C. 111(a) Application which isa Continuation (filed prior to any entry of the
national stage) of an International Application, which wasfiled prior to November 29, 2000 (language of the publication
under PCT Article 21(2) is not relevant).

Both the U.S. publication and the U.S. patent of the 35 U.S.C. 111 (&) continuation (filed prior to any entry of the national
stage) of an international application (1A) that wasfiled prior to November 29, 2000 have the 35 U.S.C. 102(e) prior art date
of their actual U.S. filing date under 35 U.S.C. 111(a). No benefit of the international filing date (nor any U.S. filing dates
prior to the lA) isgiven for 35 U.S.C. 102(e) prior art purposes since the |A wasfiled prior to November 29, 2000. The |A
publication under PCT Article 21(2) does not have a prior art date under 35 U.S.C. 102(€)(1) because the | A was filed prior
to November 29, 2000. The |A publication under PCT Article 21(2) can be applied under 35 U.S.C. 102(a) or (b) as of its
publication date.
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01 Dec 2000

01 Mar 2000

D1 Sept 2000 06 Dec 2001 06 Aug 2002

11/29/00

IA filed, with IA publication 35US.C. 111(a) Publication of Patent

priority claim, by WIPO in any application filed 35US.C granted to

US designated language claiming benefitof 77, (;) .ap.pl by 35 U.S.C.
thE prign BA USPTO under 1@
application 35US.C application

122(b)

The | A publication by WIPO can be applied under 35 U.S.C. 102(a) or (b) as of its publication date (01 Sept 2000).
Additional *Benefit Claims:

If thel A properly claimed ** >the benefit of < any earlier-filed U.S. application (whether provisiona or nonprovisional), there
would still be no35 U.S.C. 102(e)(1) date for the IA publication by WIPO, and the U.S. application publication and patent
would still have a35 U.S.C. 102(€) date of the actual filing date of later-filed 35 U.S.C. 111(a) application in the example
above (01 Dec 2000).

If asecond, later-filed U.S. nonprovisiona (35 U.S.C. 111(a)) application claimed the benefit of 35 U.S.C. 111(a) application
in the example above, the 35 U.S.C. 102(e) date of the patent or publication of the second, later-filed U.S. application would
still be the actual filing date of the 35 U.S.C. 111(a) application in the example above (01 Dec 2000).

>
[l. FLOWCHARTS

* %
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FLOWCHARTS FOR 35 U.S.C. § 102(e) DATES:

Apply to all applications and patents, whenever filed

Chart I: For U.S. patent or U.S. patent application publication under

35 U.S.C. § 122(b) (includes publications of § 371 applications)

Is the reference a U.S. patent or U.S. application publication of an International Application (IA) after

National Stage entry?
(look for any of the following indicators: “35 U.S.C. § 371.” “§ 371.” “(22) PCT Filed..” and/or “(86) PCT No.™)

l Yes

iNo

§ 371
{National
Stage)

Was the TA filed on or after Nov. 29, 2000?
- look at the international filing date

Is there an IA in the continuity chain for which a
benefit is properly sought via §§ 120 or 365(¢c)?

Yes

Was the WIPO
publication of the
IA in English and
did the TA
designate the
U.s.?

Yes

No

No

For a patent: § 102(e) date is
the § 371(c)(1), (2) and (4) date
Form Paragraph 7.12.01

For a U.S. appl. publication:
no § 102(e) date

Reference is prior art as of its

publication date under § 102(a) or (b)
Form Paragraph 7.05 or 7.09

h 4

Yes

No

No A
involved

The reference was filed under § 111(a) and
only claims benefit to other U.S. applications
filed under § 111(a) or (b) or does not make
any benefit claims.

The § 102(e) date of the reference is the
earliest U.S. filing date for which a benefit is
properly sought via §§ 119(e) and/or 120 (do
not consider foreign priority claims under

§8§ 119(a)-(d)). Form Paragraph 7.12

For a patent and a
U.S. application
publication: § 102(e)
date is the
international filing
date or an earlier
filing date for which
a benefit is properly
sought*

Form Paragraph 7.12

Benefit claim to
anlA (§§120o0r
365(c))

Was the A filed on or after Nov. 29, 20007
- look at the international filing date

Yes l

Was the WIPO publication
of the IA in English and
did the IA designate the

No

U.Ss.?
Yes l

\ 4 For a patent and a U.S.

§ 102(e) date

For a patent and a U.S.
application publication: no

application publication:
§ 102(e) date is the
international filing

Nol

For a patent: § 102(c) date is the

§ 371(c)(1), (2) and (4) date; or § 111(a)
filing date if the IA never entered national
stage.

Form Paragraph 7.12.01

For a U.S. application publication: §
102(e) date is the filing date of the U.S.
application that claimed benefit to the TA
Form Paragraph 7.12

Reference is prior art as of its
publication or grant date under
§ 102(a) or (b)

Form Paragraph 7.08 or 7.09

date or an earlier date
for which a benefit is
properly sought*
Form Paragraph 7.12

—»| Fora patent and a U.S.

application publication:
§ 102(e) date is the filing date
of the U.S. application that

claimed benefit to the IA
Form Paragraph 7.12

* Consider benefit claims properly made under § 119(e) to U.S. provisional applications, § 120 to U.S. nonprovisional applications, and
§ 365(c) involving IAs. Do NOT consider foreign priority claims.
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FLOWCHARTS FOR 35 U.S.C. § 102(¢) DATES:

Apply to all applications and patents, whenever filed
Chart II: For WIPO publication of International Applications (IAs)

Was the IA filed on or after Nov. 29, 20007
- look at the international filing date

Yes No

Was the WIPO no § 102(e) date

publication of the Reference is prior art as of its

IA in English and publication date under § 102(a) or

did the TA (b) no matter what the language of

designate the publication was.

US? Form Paragraph 7.08 or 7.09

Yes No
§ 102(e) date is the no § 102(e) date
international filing date Reference is prior art as of its
or an earlier filing date for publication date under
which a benefit is properly § 102(a) or (b) no matter what
sought* the language of publication
Form Paragraph 7.12 was.
Form Paragraph 7.08 or 7.09

* Consider benefit claims properly made under § 119(e) to U.S. provisional applications, § 120 to U.S.
nonprovisional applications, and § 365(¢c) involving IAs. Do NOT consider foreign priority claims.

Glossary of Terms:

U.S. patent application publication = pre-grant publication by the USPTO under 35 U.S.C. § 122(b)
International application (IA) = an application filed under the Patent Cooperation Treaty (PCT)

§ 371 application = an [A that has entered the national stage in the U.S. (35 U.S.C. § 371(c)(1), (2) and (4))
November 29, 2000 = the effective date for the amendments to §§ 102(e) and 374

WIPO = World Intellectual Property Organization

WIPO Publication = a publication of an IA under PCT Aurticle 21(2) (e.g., Publication No. WO 99/12345)

§ 111(a) = provision of the patent code that states the filing requirements for nonprovisional applications

§ 111(b) = provision of the patent code that states the filing requirements for provisional applications
§ 119(e) = provision of the patent code that allows for benefit claims to provisional applications

§ 119(a)-(d) = provision of the patent code that allows for priority claims to foreign applications

§ 120 = provision of the patent code that allows for benefit claims to nonprovisional applications

§ 365(c) = provision of the patent code that allows for benefit claims to international applications
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<

706.02(f)(2) Provisional RegjectionsUnder 35 U.S.C.
102(e); Reference lsa Copending U.S. Patent
Application [R-3]

If an earlier filed, copending, and unpublished U.S. patent
application discloses subject matter which would
anticipate the claims in a later filed pending U.S.
application which has a different inventive entity, the
examiner should determine whether a provisiona
35 U.S.C. 102(e) rejection of the later filed application
can be made. In addition, aprovisional 35 U.S.C. 102(€)
rejection may be made, in the circumstances described
below, if the earlier filed, pending application has been
published as redacted (37 CFR 1.217) and the subject
matter relied upon in the rgjection is not supported in the
redacted publication of the patent application.

|. COPENDING U.S.APPLICATIONSHAVING AT
LEAST ONE COMMON INVENTOR OR ARE
COMMONLY ASSIGNED

If (1) at least one common inventor exists between the
applications or the applications are commonly assigned
and (2) the effective filing dates are different, then a
provisional rejection of the later filed application should
be made. The provisional rejection is appropriate in
circumstances where if the earlier filed application is
published or becomes a patent it would constitute actual
prior art under 35 U.S.C. 102. Since the earlier-filed
application is not published at the time of the rejection,
thergjection must be provisionally made under 35 U.S.C.

102(e).

A provisional rejection under 35 U.S.C. 102(€) can be
overcome in the same manner that a 35 U.S.C. 102(€)
rejection can be overcome. See M PEP § 706.02(b). The
provisional rejection canal so be overcome by abandoning
the applications and filing a new application containing
the subject matter of both.

Form paragraph 7.15.01 should be used when making a
provisional rejection under 35 U.S.C. 102(e).
>

9 7.15.01 Provisional Rejection, 35 U.S.C. 102(e) -
Common Assignee or At Least One Common I nventor

Claim [1] provisionally rejected under 35 U.S.C. 102(€)
as being anticipated by copending Application No. [2]
which has a common [3] with the instant application.

700-37

706.02(f)(2)

Based upon the earlier effective U.S. filing date of the
copending application, it would constitute prior art under
35 U.S.C. 102(e), if published under 35 U.S.C. 122(b)
or patented. This provisional regjection under 35 U.S.C.
102(e) is based upon a presumption of future publication
or patenting of the copending application. [4].

This provisional rejection under 35 U.S.C. 102(e) might
be overcome either by a showing under 37 CFR 1.132
that any invention disclosed but not claimed in the
copending application was derived from the inventor of
thisapplication and isthus not the invention “ by another,”
or by an appropriate showing under 37 CFR 1.131.

This rgjection may not be overcome by the filing of a
terminal disclaimer. See In re Bartfeld, 925 F.2d 1450,
17 USPQ2d 1885 (Fed. Cir. 1991).

Examiner Note:

1. Thisform paragraph is used to provisionally reject
over a copending application with an earlier filing date
that discloses the claimed invention which has not been
published under 35 U.S.C. 122. The copending application
must have either acommon assignee or at least one
common inventor.

2. Use35U.S.C. 102(e) as amended by the American
Inventors Protection Act and the Intellectual Property and
High Technology Technical Amendments Act of 2002
(form paragraph 7.12) to determine the copending
application reference’sprior art date, unlessthe copending
application referenceisbased directly, or indirectly, from
an international application which has an international
filing date prior to November 29, 2000. If the copending
application referenceis either anational stage of an
international application (application under 35 U.S.C.
371) which has an internationa filing date prior to
November 29, 2000, or acontinuing application claiming
benefit under 35 U.S.C. 120, 121, or 365(c) to an
international application having an internationa filing
date prior to November 29, 2000, usepre-AlIPA 35 U.S.C.
102(e) (form paragraph 7.12.01). See the Examiner Notes
for form paragraphs 7.12 and 7.12.01 to assist in the
determination of the 35 U.S.C. 102(€) date.

3. If the claimswould have been obvious over the
invention disclosed in the other copending application,
use form paragraph 7.21.01.

4. Inbracket 3, insert either --assignee-- or --inventor--.

5. Inbracket 4, an appropriate explanation may be
provided in support of the examiner’s position on
anticipation, if necessary.

6. If the claims of the copending application conflict
with the claims of the instant application, a provisional
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706.02(g)

double patenting rejection should also be given using
form paragraphs 8.30 and 8.32.

7. If evidenceis additionally of record to show that
either inventionis prior art unto the other under 35 U.S.C.
102(f) or (g), aregjection using form paragraphs 7.13
and/or 7.14 should also be made.

<

[I. COPENDING APPLICATIONSHAVING NO
COMMON INVENTOR OR ASSIGNEE

If there is no common assignee or common inventor and
the application was not published pursuant to 35 U.S.C.
122(b), the confidential status of applications under 35
U.S.C. 122(a) must be maintained and no rejection can
be made relying on the earlier filed, unpublished
application, or subject matter not supported in aredacted
application publication, as prior art under 35 U.S.C.
102(e). If the filing dates of the applications are within
6 months of each other (3 months for simple subject
matter) then interference may be proper. See MPEP
Chapter 2300. If the application with the earliest effective
U.S. filing date will not be published pursuant to
35U.S.C. 122(b), it must be allowed to issue once all the
statutory requirements are met. After the patent is
published, it may be used as a reference in a regjection
under 35 U.S.C. 102(e) in the still pending application as
appropriate. See MPEP § 706.02(a) and § 2136 et seq.

706.02(g) Reections Under 35 U.S.C. 102(f)

35 U.S.C. 102(f) bars the issuance of a patent where an
applicant did not invent the subject matter being claimed
and sought to be patented. See also 35 U.S.C. 101, which
requires that whoever invents or discovers is the party
who may obtain a patent for the particular invention or
discovery. The examiner must presumethe applicantsare
the proper inventors unless there is proof that another
made the invention and that applicant derived the
invention from the true inventor.

See MPEP § 2137 - § 2137.02 for more information on
the substantive requirements of rejectionsunder 35 U.S.C.
102(f).

706.02(h) RejectionsUnder 35 U.S.C. 102(g)

35 U.S.C. 102(g) bars the issuance of a patent where
another made the invention in the United States before
applicant and had not abandoned, suppressed, or
concealed it. Thissection of 35 U.S.C. 102 formsabasis
for interference practice. See MPEP Chapter 2300 for
more information on interference procedure. See M PEP
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8§ 2138 - § 2138.06 for more information on the
requirements of 35 U.S.C. 102(g).

706.02(i) Form Paragraphsfor Usein Rejections
Under 35 U.S.C. 102 [R-3]

Thefollowing form paragraphs should be used in making
the appropriate rejections.

Note that the particular part of the reference relied upon
to support the rejection should be identified.

1 7.07 Satement of Satutory Basis, 35 U.S.C. 102

Thefollowing isaquotation of the appropriate paragraphs
of 35 U.S.C. 102 that form the basis for the regjections
under this section made in this Office action:

A person shall be entitled to a patent unless --

Examiner Note:

1. The statuteisno longer being re-cited in all Office
actions. Itisonly required in first actions on the merits
and final rejections. Where the statute is not being cited
in an action on the merits, use form paragraph 7.103.

2. Form paragraphs 7.07 to 7.14 are to be used ONLY
ONCE in agiven Office action.

9 7.08 102(a), Activity by Another Before Invention by
Applicant

(a) the invention was known or used by others in this
country, or patented or described in a printed publication
in this or aforeign country, before the invention thereof
by the applicant for a patent.

Examiner Note:

Thisform paragraph must be preceded by form paragraph
7.07.

9 7.09 102(b), Activity More Than One Year Prior to
Filing

(b) the invention was patented or described in a printed
publication in this or a foreign country or in public use
or on salein this country, more than one year prior to the
date of application for patent in the United States.

Examiner Note:

Thisform paragraph must be preceded by paragraph form
7.07, and may be preceded by form paragraph 7.08.

9 7.10 102(c), Invention Abandoned

(c) he has abandoned the invention.
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Examiner Note:

Thisform paragraph must be preceded by form paragraph
7.07, and may be preceded by one or more of form
paragraphs 7.08 and 7.09.

9 7.11 102(d), Foreign Patenting

(d) the invention was first patented or caused to be
patented, or was the subject of an inventor’s certificate,
by the applicant or hislegal representatives or assignsin
aforeign country prior to the date of the application for
patent in this country on an application for patent or
inventor’s certificate filed more than twelve months before
the filing of the application in the United States.

Examiner Note:

Thisform paragraph must be preceded by form paragraph
7.07, and may be preceded by one or more of form
paragraphs 7.08 to 7.10.

9 7.12 Rejection under 35 U.S.C 102(€), Patent
Application Publication or Patent to Another with Earlier
Filing Date, in view of the American Inventors Protection
Act of 1999 (AIPA) and the Intellectual Property and
High Technology Technical Amendments Act of 2002

(e) the invention was described in (1) an application for
patent, published under section 122(b), by ancther filed
in the United States before the invention by the applicant
for patent or (2) a patent granted on an application for
patent by another filed in the United States before the
invention by the applicant for patent, except that an
international application filed under the treaty defined in
section 351(a) shall have the effects for purposes of this
subsection of an application filed in the United States
only if theinternational application designated the United
States and was published under Article 21(2) of such
treaty in the English language.

Examiner Note:

1. Thisform paragraph should only be used if the
reference is one of the following:

(8 aU.S. patent or apublication of aU.S. application
for patent filed under 35 U.S.C. 111(a);

(b) aU.S. patent issued directly or indirectly from, or
aU.S. or WIPO publication of, an international
application if the international application has an
international filing date on or after November 29, 2000.

2. Indetermining the 35 U.S.C. 102(e) date, consider
priority/benefit claimsto earlier-filed U.S. provisiona
applicationsunder 35 U.S.C. 119(€), U.S. nonprovisiona
applicationsunder 35 U.S.C. 120 or 121, and international
applications under 35 U.S.C. 120, 121 or 365(c) if the
subject matter used to make theregjection is appropriately
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supported in the relied upon earlier-filed application’s
disclosure (and any intermediate application(s)). Do NOT
consider foreign priority claims under 35 U.S.C.
119(a)-(d) and 365(a).

3. Inordertorely onaninternational filing datefor prior
art purposes under 35 U.S.C. 102(e), the international
application must have been filed on or after November
29, 2000, it must have designated the U.S., and the
international publication under PCT Article 21(2) by
WIPO must have been in English. If any one of the
conditions is not met, the internationa filing date is not
aU.S. filing date for prior art purposes under 35 U.S.C.

102(e).

4. If aninternational application was published by WIPO
in alanguage other than English, or did not designate the
U.S,, theInternational Application’s publication by WIPO,
the U.S. publication of the national stage application (35
U.S.C. 371) of theinternational applicationand aU.S.
patent issued from the national stage of the international
application may not be applied as areference under 35
U.S.C. 102(e). The reference may be applied under 35
U.S.C. 102(a) or (b) as of its publication date. See form
paragraphs 7.08 and 7.09.

5. If aninternational application was published by WIPO
in alanguage other than English, or did not designate the
U.S,, theU.S. publication of, or aU.S. patent issued from,
acontinuing application claiming benefit under 35 U.S.C.
120, 121, or 365(c) to such an international application,
hasa 35 U.S.C. 102(e) date as of the earliest U.S. filing
date after the international filing date.

6. If thereferenceisaU.S. patent issued directly, or
indirectly, from an international application that has an
international filing date prior to November 29, 2000, use
form paragraph 7.12.01. In that situation, pre-AlPA 35
U.S.C. 102(e) is applicable in the determination of the
prior art date of the patent issued from such an
international application.

7. If the referenceis a publication of an international
application (including the U.S. publication of a national
stage (35 U.S.C. 371)) that hasan international filing date
prior to November 29, 2000, do not use this form
paragraph. Such areference may not be applied asaprior
art reference under 35 U.S.C. 102(€). The reference may
be applied under 35 U.S.C. 102(a) or (b) asof its
publication date. See form paragraphs 7.08 and 7.09.

8. Thisform paragraph must be preceded by form
paragraph 7.07, and may be preceded by one or more of
form paragraphs 7.08 to 7.11.

9 7.12.01 Rejection under 35 U.S.C. 102(e), Patent to
Another with Earlier Filing Date, Referenceisa U.S.
Patent I ssued Directly or Indirectly From a National
Sage of, or a Continuing Application Claiming Benefit
under 35 U.S.C. 365(c) to, an International Application
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Having an International Filing Date Prior to November
29, 2000

(e) the invention was described in a patent granted on an
application for patent by another filed in the United States
before the invention thereof by the applicant for patent,
or on an international application by another who has
fulfilled the requirements of paragraphs (1), (2), and (4)
of section 371(c) of thistitle before the invention thereof
by the applicant for patent.

The changes made to 35 U.S.C. 102(e) by the American
Inventors Protection Act of 1999 (AIPA) and the
Intellectual Property and High Technology Technical
AmendmentsAct of 2002 do not apply when thereference
isa U.S. patent resulting directly or indirectly from an
international application filed before November 29, 2000.
Therefore, the prior art date of the referenceis determined
under 35 U.S.C. 102(€) prior to the amendment by the

AIPA (pre-AlPA 35 U.S.C. 102(€)).

Examiner Note:

1. Thisform paragraph should only be used if the
referenceisalU.S. patent issued directly or indirectly from
either anational stage of an international application
(application under 35 U.S.C. 371) which hasan
international filing date prior to November 29, 2000 or a
continuing application claiming benefit under 35 U.S.C.
365(c) to an international application having an
international filing date prior to November 29, 2000.

2. If thereferenceisaU.S. patent issued directly from
anational stage of such an international application, the
reference’s 35 U.S.C. 102(€) date is the date that the
requirements of 35 U.S.C. 371(c)(1), (2) and (4) were
fulfilled. Thelanguage of WIPO publication (PCT) isnot
relevant in this situation. Caution: the international
publication of the international application (PCT) by
WIPO may have an earlier prior art date under 35 U.S.C.

102(a) or 102(b).

3. If thereferenceisaU.S. patent issued directly from
acontinuing application claiming benefit under 35 U.S.C.
120, 121 or 365(c) to such an international application
(which had not entered the national stage prior to the
continuing application’s filing date, otherwise see note
4), the prior art reference’s 35 U.S.C. 102(€) date isthe
actual U.S. filing date of the continuing application.
Caution: theinternational publication of theinternational
application (PCT) by WIPO may have an earlier prior art
date under 35 U.S.C. 102(a) or 102(b).

4. Indetermining the 35 U.S.C. 102(e) date, consider
priority/benefit claimsto earlier-filed U.S. provisiona
applicationsunder 35 U.S.C. 119(€), U.S. nonprovisiona
applicationsunder 35 U.S.C. 120 or 121, and international
applications under 35 U.S.C. 120, 121 or 365(c) only if
the subject matter used to make the rejection is
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appropriately supported in the relied upon earlier-filed
application’s disclosure (and any intermediate
application(s)). A benefit claim to aU.S. patent of an
earlier-filed international application may only result in
an effective U.S. filing date as of the date the requirements
of 35 U.S.C. 371(c)(1). (2) and (4) were fulfilled. Do
NOT consider any priority/benefit claimsto U.S.
applications which are filed before an international
application. Do NOT consider foreign priority claims
under 35 U.S.C. 119(a)-(d) and 365(a).

5. Thisform paragraph must be preceded by form
paragraph 7.07, and may be preceded by one or more of
form paragraphs 7.08 to 7.11.

9 7.13 102(f), Applicant Not the Inventor

(f) he did not himself invent the subject matter sought to
be patented.

Examiner Note:

Thisform paragraph must be preceded by form paragraph
7.07, and may be preceded by one or more of form
paragraphs 7.08 to 7.12.

9 7.14 102(qg), Priority of Invention

(9)(1) during the course of an interference conducted
under section 135 or section 291, another inventor
involved therein establishes, to the extent permitted in
section 104, that before such person’s invention thereof
the invention was made by such other inventor and not
abandoned, suppressed, or concealed, or (2) before such
person’sinvention thereof, theinvention was madeinthis
country by another inventor who had not abandoned,
suppressed, or concealed it. In determining priority of
invention under this subsection, there shall be considered
not only the respective dates of conception and reduction
to practice of the invention, but also the reasonable
diligence of one who was first to conceive and last to
reduce to practice, from atime prior to conception by the
other.

Examiner Note:

Thisform paragraph must be preceded by form paragraph
7.07, and may be preceded by one or more of form
paragraphs 7.08 to 7.13.

9 7.15 Rejection, 35 U.S.C. 102(a), (b) Patent or
Publication, and (g)

Claim[1] rejected under 35 U.S.C. 102[2]as being [3] by
(4.
Examiner Note:

1. Inbracket 2, insert the appropriate paragraph letter
or letters of 35 U.S.C. 102 in parentheses. If paragraph
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(e) of 35 U.S.C. 102 is applicable, use form paragraph
7.15.02 or 7.15.03.

2. Inbracket 3, insert either --clearly anticipated-- or
--anticipated-- with an explanation at the end of the

paragraph.
3. Inbracket 4, insert the prior art relied upon.

4. Thisrejection must be preceded either by form
paragraph 7.07 and form paragraphs 7.08, 7.09, and 7.14
as appropriate, or by form paragraph 7.103.

5. 1f 35 U.S.C. 102(€) is also being applied, thisform
paragraph must be followed by either form paragraph
7.15.02 or 7.15.03.

* %

>

9 7.15.01 Provisional Rejection, 35 U.S.C. 102(e) -
Common Assignee or At Least One Common I nventor

Claim [1] provisionally rejected under 35 U.S.C. 102(€)
as being anticipated by copending Application No. [2]
which has a common [3] with the instant application.

Based upon the earlier effective U.S. filing date of the
copending application, it would constitute prior art under
35 U.S.C. 102(e), if published under 35 U.S.C. 122(b)
or patented. This provisional regjection under 35 U.S.C.
102(e) is based upon a presumption of future publication
or patenting of the copending application. [4].

This provisional rejection under 35 U.S.C. 102(e) might
be overcome either by a showing under 37 CFR 1.132
that any invention disclosed but not claimed in the
copending application was derived from the inventor of
this application and isthus not the invention “ by another,”
or by an appropriate showing under 37 CFR 1.131.

This rgjection may not be overcome by the filing of a
terminal disclaimer. See In re Bartfeld, 925 F.2d 1450,
17 USPQ2d 1885 (Fed. Cir. 1991).

Examiner Note:

1. Thisform paragraph isused to provisionaly reject
over a copending application with an earlier filing date
that discloses the claimed invention which has not been
published under 35 U.S.C. 122. The copending application
must have either acommon assignee or at least one
common inventor.

2. Use35U.S.C. 102(e) as amended by the American
Inventors Protection Act and the I ntellectual Property and
High Technology Technical AmendmentsAct of 2002
(form paragraph 7.12) to determine the copending
application reference’ sprior art date, unlessthe copending
application referenceisbased directly, or indirectly, from
an international application which has an international
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filing date prior to November 29, 2000. If the copending
application referenceis either anational stage of an
international application (application under 35 U.S.C.
371) which has an internationa filing date prior to
November 29, 2000, or acontinuing application claiming
benefit under 35 U.S.C. 120, 121, or 365(c) to an
international application having an internationa filing
date prior to November 29, 2000, usepre-AlIPA 35 U.S.C.
102(e) (form paragraph 7.12.01). See the Examiner Notes
for form paragraphs 7.12 and 7.12.01 to assist in the
determination of the 35 U.S.C. 102(€) date.

3. If the claimswould have been obvious over the
invention disclosed in the other copending application,
use form paragraph 7.21.01.

4. Inbracket 3, insert either --assignee-- or --inventor--.

5. Inbracket 4, an appropriate explanation may be
provided in support of the examiner’s position on
anticipation, if necessary.

6. If the claims of the copending application conflict
with the claims of the instant application, a provisional
double patenting rejection should also be given using
form paragraphs 8.30 and 8.32.

7. If evidenceis additionally of record to show that
either invention isprior art unto the other under 35 U.S.C.
102(f) or (g), arejection using form paragraphs 7.13
and/or 7.14 should aso be made.

<

9 7.15.02 Regjection, 35 U.S.C. 102(e), Common Assignee
or Inventor(s)

Claim [1] rejected under 35 U.S.C. 102(e) as being
anticipated by [2].

The applied reference has a common [ 3] with the instant
application. Based upon the earlier effective U.S. filing
date of the reference, it constitutes prior art under 35
U.S.C. 102(e). This rejection under 35 U.S.C. 102(e)
might be overcome either by a showing under 37 CFR
1.132 that any invention disclosed but not claimed in the
reference was derived from theinventor of thisapplication
and is thus not the invention “by another,” or by an
appropriate showing under 37 CFR 1.131.

Examiner Note:

1. Thisform paragraph is used to reject over a patent
or patent application publication with an earlier filing date
that discloses but does not claim the same invention. The
patent or patent application publication must have either
acommon assignee or acommon inventor.

2. 35U.S.C. 102(e) as amended by the American
Inventors Protection Act of 1999 (AIPA) and the
Intellectual Property and High Technology Technical
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AmendmentsAct of 2002 (form paragraph 7.12) must be
applied if the reference is one of the following:

a aU.S. patent or apublication of aU.S. application
for patent filed under 35 U.S.C. 111(a);

b. aU.S. patent issued directly or indirectly from, or a
U.S. or WIPO publication of, an international application
if theinternational application hasan inter national filing
dateon or after November 29, 2000.See the Examiner
Notes for form paragraph 7.12 to assist in the
determination of the 35 U.S.C. 102(e) date of the
reference.

3. Pre-AlPA 35 U.S.C 102(¢€) (form paragraph 7.12.01)
must be applied if the referenceisa U.S. patent issued
directly, or indirectly, from an international application
filed prior to November 29, 2000. See the Examiner Notes
for form paragraph 7.12.01 to assist in the determination
of the 35 U.S.C. 102(e) date of the reference.

4. Indetermining the 35 U.S.C. 102(e) date, consider
priority/benefit claimsto earlier-filed U.S. provisiona
applicationsunder 35 U.S.C. 119(€), U.S. nonprovisiona
applicationsunder 35 U.S.C. 120 or 121, and international
applications under 35 U.S.C. 120, 121 or 365(c) if the
subject matter used to make theregjection is appropriately
supported in the relied upon earlier-filed application’s
disclosure (and any intermediate application(s)). A benefit
claimtoaU.S. patent of an earlier-filed international
application, which has an international filing date prior
to November 29, 2000, may only result in an effective
U.S. filing date as of the date the requirements of 35
U.S.C. 371(c)(1). (2) and (4) werefulfilled. Do NOT
consider any priority/benefit claimsto U.S. applications
which are filed before an international application that
has an international filing date prior to November 29,
2000. Do NOT consider foreign priority claims under 35
U.S.C. 119(a)-(d) and 365(a).

5. If thereference is a publication of an international
application (including voluntary U.S. publication under
35 U.S.C. 122 of the national stage or aWIPO
publication) that has an international filing date prior to
November 29, 2000, did not designate the United States
or was not published in English by WIPO, do not usethis
form paragraph. Such areferenceisnot aprior art
reference under 35 U.S.C. 102(€). The reference may be
applied under 35 U.S.C. 102(a) or (b) asof itspublication
date. See form paragraphs 7.08 and 7.09.

6. Inbracket 3, insert either --assignee-- or --inventor--.

7. Thisform paragraph must be preceded by either of
form paragraphs 7.12 or 7.12.01.

8. Patent application publications may only be used if
thisform paragraph was preceded by form paragraph 7.12.
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9 7.15.03 Rejection, 35 U.S.C. 102(e), No Common
Assignee or Inventor(s)

Claim [1] regjected under 35 U.S.C. 102(€) as being [2]
by [3].

Examiner Note:

1. Thisform paragraph is used to reject over a patent
or patent application publication with an earlier filing date
that discloses but does not claim the same invention. The
patent or patent application publication is not required to
have a common assignee nor a common inventor.

2. 35U.S.C. 102(e) as amended by the American
Inventors Protection Act of 1999 (AIPA) and the
Intellectual Property and High Technology Technical
AmendmentsAct of 2002 (form paragraph 7.12) must be
applied if the reference is one of the following:

a. aU.S. patent or apublication of aU.S. application
for patent filed under 35 U.S.C. 111(a);

b. aU.S. patent issued directly or indirectly from, or a
U.S. or WIPO publication of, an international application
if theinternational application hasan international filing
date on or after November 29, 2000.See the Examiner
Notes for form paragraph 7.12 to assist in the
determination of the 35 U.S.C. 102(€) date of the
reference.

3. Pre-AlPA 35U.S.C 102(€) (form paragraph 7.12.01)
must be applied if the referenceisaU.S. patent issued
directly, or indirectly, from an international application
filed prior to November 29, 2000. Seethe Examiner Notes
for form paragraph 7.12.01 to assist in the determination
of the 35 U.S.C. 102(€) date of the reference.

4. Indetermining the 35 U.S.C. 102(€) date, consider
priority/benefit claimsto earlier-filed U.S. provisional
applicationsunder 35 U.S.C. 119(€), U.S. nonprovisional
applicationsunder 35 U.S.C. 120 or 121, and international
applications under 35 U.S.C. 120, 121 or 365(c) if the
subject matter used to make the rejection is appropriately
supported in the relied upon earlier-filed application’s
disclosure (and any intermediate application(s)). A benefit
claimto aU.S. patent of an earlier-filed international
application, which has an internationa filing date prior
to November 29, 2000, may only result in an effective
U.S. filing date as of the date the requirements of 35
U.S.C. 371(c)(1). (2) and (4) werefulfilled. Do NOT
consider any priority/benefit claimsto U.S. applications
which are filed before an international application that
has an international filing date prior to November 29,
2000. Do NOT consider foreign priority claims under 35
U.S.C. 119(a)-(d) and 365(a).

5. If thereferenceis a publication of an international
application (including voluntary U.S. publication under
35 U.S.C. 122 of the national stage or aWIPO
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publication) that has an international filing date prior to
November 29, 2000, did not designate the United States
or was not published in English by WIPO, do not use this
form paragraph. Such areferenceis not aprior art
reference under 35 U.S.C. 102(€). The reference may be
applied under 35 U.S.C. 102(a) or (b) asof itspublication
date. See form paragraphs 7.08 and 7.09.

6. Inbracket 2, insert either --clearly anticipated-- or
--anticipated-- with an explanation at the end of the

paragraph.
7. Inbracket 3, insert the prior art relied upon.

8. Thisform paragraph must be preceded by either of
form paragraphs 7.12 or 7.12.01.

9. Patent application publications may only be used if
thisform paragraph was preceded by form paragraph 7.12.

1 7.16 Regjection, 35 U.SC. 102(b), Public Use or on
Sle

Claim [1] rejected under 35 U.S.C. 102(b) based upon a
public use or sale of the invention. [2]

Examiner Note:

1. Thisform paragraph must be preceded either by form
paragraphs 7.07 and 7.09 or by form paragraph 7.103.

2. A full explanation of the evidence establishing a
public use or sale must be provided in bracket 2.

9 7.17 Regjection, 35 U.S.C. 102(c), Abandonment of
Invention

Claim [1] rejected under 35 U.S.C. 102(c) because the
invention has been abandoned. [2]

Examiner Note:

1. Thisform paragraph must be preceded either by form
paragraph 7.07 and 7.10 or by form paragraph 7.103.

2. Inbracket 2, insert afull explanation of the evidence
establishing abandonment of the invention. See M PEP
§2134.

9 7.18 Rgjection, 35 U.S.C. 102(d), Foreign Patenting

Claim[1] rejected under 35 U.S.C. 102(d) asbeing barred
by applicants[2].

(3]

Examiner Note:

1. Thisform paragraph must be preceded either by form
paragraphs 7.07 and 7.11or by form paragraph 7.103.

2. Inbracket 3, insert an explanation of this rejection
which must include appropriate dates and how they make
the foreign patent available under 35 U.S.C. 102(d).
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3. Refer to MPEP § 2135 for applicable 35 U.S.C.
102(d) prior art.

9 7.19 Rejection, 35 U.S.C. 102(f), Applicant Not the
Inventor

Claim [1] regjected under 35 U.S.C. 102(f) because the
applicant did not invent the claimed subject matter. [2]

Examiner Note:

1. Thisparagraph must be preceded either by paragraphs
7.07 and 7.130r by paragraph 7.103.

2. Inbracket 2, insert an explanation of the supporting
evidence establishing that applicant was not the inventor.
See MPEP § 2137.

706.02(j) Contentsof a35U.S.C. 103 Rgection [R-6]

35 U.S.C. 103 authorizes a rejection where, to meet the
claim, it is necessary to modify a single reference or to
combine it with one or more other references. After
indicating that the rejection is under 35 U.S.C. 103, the
examiner should set forth in the Office action:

(A) therelevant teachingsof the prior art relied upon,
preferably with reference to the relevant column or page
number(s) and line number(s) where appropriate,

(B) the difference or differences in the claim over
the applied reference(s),

(C) the proposed modification of the applied
reference(s) necessary to arrive at the claimed subject
matter, and

(D) an explanation >as to< why >the claimed
invention would have been obvious to< one of ordinary
skill in the art at the time the invention was made**.

*%

“To support the conclusion that the claimed invention is
directed to obvious subject matter, either the references
must expressly or impliedly suggest the claimed invention
or the examiner must present a convincing line of
reasoning as to why the artisan would have found the
claimed invention to have been obvious in light of the
teachings of thereferences.” Ex parte Clapp, 227 USPQ
972, 973 (Bd. Pat. App. & Inter. 1985). **

Where a reference is relied on to support a rejection,
whether or not in aminor capacity, that reference should
be positively included in the statement of the rejection.
See InreHoch, 428 F.2d 1341, 1342 n.3 166 USPQ 406,
407 n. 3 (CCPA 1970).

It isimportant for an examiner to properly communicate
the basisfor arejection so that theissues can beidentified
early and the applicant can be given fair opportunity to
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reply. Furthermore, if an initialy rejected application
issuesasapatent, therationale behind an earlier rgjection
may be important in interpreting the scope of the patent
claims. Sinceissued patentsare presumed valid (35 U.S.C.
282) and constitute a property right (35 U.S.C. 261), the
written record must be clear as to the basis for the grant.
Since patent examiners cannot normally be compelled to
testify in legal proceedings regarding their mental
processes (see M PEP § 1701.01), it isimportant that the
written record clearly explain the rationale for decisions
made during prosecution of the application.

See MPEP §2141 - § 2144.09 generally for guidance on
patentability determinations under 35 U.S.C. 103,
including a discussion of the requirements of Graham
v. John Deere, 383 U.S. 1, 148 USPQ 459 (1966). See
MPEP § 2145 for consideration of applicant’s rebuttal
arguments. See MPEP § 706.02(1) - § 706.02(1)(3) for a
discussion of prior art disgualified under 35 U.S.C.

103(c).

706.02(k) Provisional Rejection (Obviousness) Under
35 U.S.C. *103 >Using Provisional Prior Art Under
35 U.S.C. 102(e)< [R-6]

Effective November 29, 1999, subject matter which was
prior art under former 35 U.S.C. 103 via35U.S.C. 102(e)
wasdisqualified asprior art against the claimed invention
if that subject matter and the claimed invention “were, at
the time the invention was made, owned by the same
person or subject to an obligation of assignment to the
same person.” This amendment to 35 U.S.C. 103(c) was
made pursuant to section 4807 of the American Inventors
Protection Act of 1999 (AIPA); see Pub. L. 106-113, 113
Stat. 1501, 1501A-591 (1999). The changesto 35 U.S.C.
102(e) in the Intellectual Property and High Technology
Technical Amendments Act of 2002 (Pub. L. 107-273,
116 Stat. 1758 (2002)) did not affect the exclusion under
35 U.S.C. 103(c) as amended on November 29, 1999.
Subsequently, the Cooperative Research and Technol ogy
Enhancement Act of 2004 (CREATE Act) (Pub. L.
108-453, 118 Stat. 3596 (2004)) further amended 35
U.S.C. 103(c) to provide that subject matter developed
by another person shall be treated as owned by the same
person or subject to an obligation of assignment to the
same person for purposes of determining obviousness if
three conditions are met:

(A) theclaimed invention was made by or on behalf
of partiesto ajoint research agreement that wasin effect
on or before the date the claimed invention was made;

(B) the claimed invention was made as a result of
activities undertaken within the scope of thejoint research
agreement; and

(C) the application for patent for the claimed
invention discloses or is amended to disclose the names
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of the partiesto thejoint research agreement (hereinafter
“joint research agreement disqualification”).These
changesto 35 U.S.C. 103(c) apply to all patents (including
reissue patents) granted on or after December 10, 2004.
The amendment to 35 U.S.C. 103(c) made by the AIPA
to change “subsection (f) or (g)” to “one of more of
subsections (€), (f), or (g)” applies to applications filed
on or after November 29, 1999. It isto be noted that, for
al applications (including reissue applications), if the
applicationispending on or after December 10, 2004, the
2004 changes to 35 U.S.C. 103(c), which effectively
include the 1999 changes, apply; thus, the November 29,
1999 date of the prior revision to 35 U.S.C. 103(c) isno
longer relevant. In areexamination proceeding, however,
one must look at whether or not the patent being
reexamined was granted on or after December 10, 2004
to determine whether 35 U.S.C. 103(c), as amended by
the CREATE Act, applies. For a reexamination
proceeding of apatent granted prior to December 10, 2004
on an application filed on or after November 29, 1999, it
isthe 1999 changesto 35 U.S.C. 103(c) that are applicable
to the disqualifying commonly assigned/owned prior art
provisionsof 35U.S.C. 103(c). See MPEP § 706.02(1)(1)
for additional information regarding disqualified prior art
under 35 U.S.C.

*

>
103(c)

<
. For areexamination proceeding of apatent granted prior
to December 10, 2004 on an application filed prior to
November 29, 1999, neither the 1999 nor the 2004
changes to 35 U.S.C. 103(c) are applicable. Therefore,
only prior art under 35 U.S.C. 102(f) or (g) used in a
rejection under 35 U.S.C. 103(a) may be disqualified
under the commonly assigned/owned prior art provision
of 35 U.S.C. 103(c).

Where two applications of different inventive entitiesare
copending, not published under 35 U.S.C. 122(b), and
the filing dates differ, a provisiona rejection under 35
U.Ss.C.

103 >based on provisiona prior art under 35 U.S.C.
102(e)< should be made in the later filed application
unlessthe application has been excluded under 35 U.S.C.
103(c), including the new provisions added by the
CREATE Act. See MPEP § 706.02(1)(3) for examination
procedure with respect to 35 U.S.C. 103(c). See also
MPEP § 706.02(f) for examination procedure in
determining when provisional rejections are appropriate.
Otherwise the confidential status of unpublished
application, or any part thereof, under 35 U.S.C. 122 must
be maintained. Such arejection alerts the applicant that
he or she can expect an actua rejection on the same
ground if one of the applications issues and also lets
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applicant know that action must be taken to avoid the
rejection.

This gives applicant the opportunity to analyze the
propriety of the rgjection and possibly avoid the loss of
rights to desired subject matter. Provisional rejections of
the obviousness type under 35 U.S.C.

103 >based on provisiona prior art under 35 U.S.C.
102(e)< are rejections applied to copending applications
having different effective filing dates wherein each
application has acommon assignee or acommon inventor.
The earlier filed application, if patented or published,
would constitute prior art under 35 U.S.C. 102(e). The
rejection can be overcome by:

(A) Arguing patentability over the earlier filed
application;

(B) Combining the subject matter of the copending
applications into a single application claiming benefit
under 35 U.S.C. 120 of the prior applications and
abandoning the copending applications (Notethat aclaim
in a subsequently filed application that relies on a
combination of prior applications may not be entitled to
the benefit of an earlier filing date under 35 U.S.C. 120
since 35 U.S.C. 120 requires that the earlier filed
application contain a disclosure which complies with 35
U.S.C. 112, first paragraph for each claim in the
subsequently filed application. Studiengesellschaft Kohle
m.b.H. v. Shell Qil Co., 112 F.3d 1561, 42 USPQ2d 1674
(Fed. Cir. 1997).);

(C) Filing an affidavit or declaration under 37 CFR
1.132 showing that any unclaimed invention disclosed in
the copending application was derived from the inventor
of the other application and is thus not invention “by
another” (see MPEP § 715.01(a), § 715.01(c), and §
716.10);

(D) Filing an affidavit or declaration under 37 CFR
1.131 showing a date of invention prior to the effective

SITUATIONS
1. A invents X and later files application.

2. B modifies X to XY. B files application before A's filing.

700-45

U.S. filing date of the copending application. See M PEP
8§ 715; or

(E) For an application that is pending on or after
December 10, 2004, a showing that (1) the prior art and
the claimed invention were, at the time the invention was
made, owned by the same person or subject to an
obligation of assignment to the same person, or (2) the
subject matter is disqualified under the amendment to 35
U.S.C. 103(c) made by the CREATE Act (i.e, joint
research agreement disqualification).

Where the applications are claiming the same patentable
invention, a terminal disclaimer and an affidavit or
declaration under 37 CFR 1.130 may be used to overcome
argjection under 35 U.S.C. 103 in acommon ownership
situation if the earlier filed application has been published
or matured into a patent. See M PEP § 718.

If a provisiona rejection is made and the copending
applications are combined into a single application and
the resulting single application is subject to a restriction
requirement, the divisional application would not be
subject to aprovisiona or actua rejection under 35 U.S.C.
*

103 since the provisions of 35 U.S.C. 121 preclude the
use of a patent issuing therefrom as a reference against
the other application. Additionally, the resulting
continuation-in-part is entitled to 35 U.S.C. 120 benefit
of each of the prior applications. This is illustrated in
Example 2, below.

The following examples are instructive as to the
application of 35 U.S.C.
*

103in applicationsfiled prior to November 29, 1999 for
which a patent was granted prior to December 10, 2004:

Example 1. Assumption: Employees A and B work for
C, each with knowledge of the other’s work, and with
obligation to assign inventions to C while employed.

RESULTS
Thisis permissible.
No35U.SC.

**

>
103 rejection based on prior art under 35 U.S.C. 102(f) or
102(g)

<

- provisiona 35 U.S.C. *103 rgjection * >madein the later-filed
application based on provisional prior art under 35 U.S.C.

102(e) (the earlier-filed application)
<
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SITUATIONS RESULTS

*. Provisional double patenting rejection made.
3. B’s patent issues. A'sclaims rgjected under 35 U.S.C.

*

103 >based on prior art under 35 U.S.C. 102(€)
<

and double patenting.

4. A files 37 CFR 1.130 affidavit to disqualify B's patent as |Rejection under 35 U.S.C. *103>based on prior art under 35

prior art where the same patentableinvention isbeing claimed. U.S.C. 102(e)< may be overcome and double patenting

Terminal disclaimer filed under 37 CFR 1.321(c). rejection may be overcomeif inventions X and XY are
commonly owned and all requirements of 37 CFR 1.130 and
1.321 are met.

In situation (2.) above, theresultisaprovisional rejection Example 2. Assumption: Employees A and B work for
** under 35 U.S.C. *103 >made in the later-filed C, each with knowledge of the other’'s work, and with
application based on provisional prior art under 35 U.S.C. obligation to assign inventions to C while employed.
102(e) (the earlier-filed application)<. Therejection is

provisional since the subject matter and the prior art are

pending applications.

SITUATIONS RESULTS

1. A invents X and files application. Thisispermissible.

2. B modifies X to XY after A's application isfiled. B files  Provisiona 35 U.S.C.

application establishing that A and B were both under *

obligation to assign inventionsto C at the time the inventions 103 rejection >made in the later-filed application based on
were made. provisional prior art under 35 U.S.C. 102(e) (the earlier-filed

application)< made; provisional double patenting rejection
made; no 35 U.S.C. **>103 rejection based on prior art under
35 U.S.C. 102(f) or 102(g)< made.

3. A and B >jointly< file continuing application claiming Assumeit isproper that restriction be required between X and
priority to both their earlier applications and abandon the earlier XY.
applications.
4. X is elected and patent issues on X with divisiona No rejection of divisional application under 35 U.S.C.
application being timely filed on XY. *
103 >based on prior art under 35 U.S.C. 102(e)< in view of
35U.SC. 121,

The following examples are instructive as to rejections Example 3. Assumption: Employees A and B work for
under 35 U.S.C. * 103>based on prior art under 35 U.S.C. C, each with knowledge of the other’s work, and with
102(e) obligation to assign inventions to C while employed.
< Employee A’'s application, which is pending on or after
in applicationsthat are pending on or after December 10, December 10, 2004, is being examined.

2004:

SITUATIONS RESULTS
1. A invents X and later files application. Thisis permissible.
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SITUATIONS

2. B modifies X to XY. B files application before A's filing.

A files an application on invention X.

3. B’s patent issues.

RESULTS
Provisional 35 U.S.C.

103 rejection >made in the later-filed application based on
provisiona prior art under 35 U.S.C. 102(€) (the earlier-filed
application)< and aprovisional double patenting rejection are
made.

A'sclaims are rejected under 35 U.S.C. *103 >based on prior
art under 35 U.S.C. 102(e)< and double patenting.

4. A files evidence of common ownership of inventions X and Rejection >of A’s claims< under 35 U.S.C. *103 >based on
XY atthetimeinvention XY was madeto disqualify B’s patent prior art under 35 U.S.C. 102(e)< will bewithdrawn and double
asprior art. In addition, A filesaterminal disclaimer under 37 patenting rejection will be obviated if inventions X and XY

CFR 1.321(c).

are commonly owned at the time invention XY was made and
all requirements of 37 CFR 1.321 are met.

In situation (2.) above, theresultisaprovisional rejection
** under 35 U.S.C. *103>made in the later-filed
application based on provisional prior art under 35 U.S.C.
102(e) (the earlier-filed application)<. The rejection is
provisional since the subject matter and the prior art are
pending applications.

Example 4. Assumption: Employees A and B work for
C, each with knowledge of the other’'s work, and with
obligation to assign inventions to C while employed.
Employee B’s application, which is pending on or after
December 10, 2004, is being examined.

SITUATIONS
1. A invents X and files application.

RESULTS
Thisispermissible.

2. B modifies X to XY after A'sapplication isfiled. B files  Provisional 35 U.S.C. *103 rejection >of B’s claims based on
evidence establishing that A and B were both under obligation provisiona prior art under 35 U.S.C. 102(e) (A’sapplication)<

to assign inventions to C at the time the invention XY was
made.

cannot be made; provisional double patenting rejection is made;
no 35 U.S.C.**>103 rejection based on prior art under 35
U.S.C. 102(f) or 102(g)< made.

3. B filesaterminal disclaimer under 37 CFR 1.321(c).

The provisional double patenting rejection madein B's
application would be obviated if all requirements of 37 CFR
1.321 are met.

Example 5. Assumption: Employee A worksfor assignee
| and Employee B works for assignee J. Thereis ajoint
research agreement, pursuant to 35 U.S.C. 103(c), between
assignees | and J. Employees A and B each filed an
application as set forth below. Employee B’s invention
claimed in his application was made after the joint

research agreement was entered into, and it was made as
aresult of activities undertaken within the scope of the
joint agreement. Employee B’s application discloses
assignees | and J as the parties to the joint research
agreement. Employee B’s application, which is pending
on or after December 10, 2004, is being examined.

SITUATIONS

RESULTS

1. A invents X and files application.

Thisispermissible.

2. B modifies X to XY after A's application isfiled. B files  Provisiona 35 U.S.C. *103 rejection >of B’s claims based on
evidence establishing ajoint research agreement in compliance provisiona prior art under 35 U.S.C. 102(e) (A’sapplication)<

with 35 U.S.C. 103(c).
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cannot be made; provisiona double patenting rejection is made;
no35U.S.C.

* %
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SITUATIONS

3. B filesatermina disclaimer under 37 CFR 1.321.

MANUAL OF PATENT EXAMINING PROCEDURE

RESULTS
>

103 rejection based on prior art under 35 U.S.C. 102(f) or

102(g)

<

made.
The provisional double patenting rejection madein B’s

application would be obviated if all requirements of 37 CFR

1.321 are met.

EXAMINATION OF CONTINUINGAPPLICATION
COMMONLY OWNED WITH ABANDONED
PARENT APPLICATION TOWHICH BENEFIT IS
CLAIMED UNDER 35U.S.C. 120

An application claiming the benefit of a prior filed
copending national or international application under 35
U.S.C. 120 must name asaninventor at least oneinventor
named in the prior filed application. The prior filed
application must also disclose the named inventor’s
invention claimed in at least one claim of the later filed
application inthe manner provided by thefirst paragraph
of 35 U.S.C. 112. Thispractice contrasts with the practice
in effect prior to November 8, 1984 (the date of enactment
of Public Law 98-622) where the inventorship entity in
each of the applications was required to be the same for
benefit under 35 U.S.C. 120.

So long as the applications have at least one inventor in
common and the other requirements are met, the Office
will permit aclaimfor 35 U.S.C. 120 benefit without any
additional submissions or notifications from applicants
regarding inventorship differences.

In addition to the normal examination conducted by the
examiner, he or she must examine the earlier filed
application to determine if the earlier and later
applications have at least one inventor in common and
that the other 35 U.S.C. 120 and 37 CFR 1.78
requirementsare met. Theclaim for 35 U.S.C. 120 benefit
will be permitted without examination of the earlier
application for disclosure and support of at least oneclaim
of the later filed application under 35 U.S.C. 112, first
paragraph unless it becomes necessary to do so, for
example, because of an intervening reference.

706.02(1) Rejections Under 35 U.S.C. 103(a) Using
Prior Art Under Only 35U.S.C. 102 (e), (f), or (g) [R-6]

35U.SC. 103 Conditionsfor patentability; non-obvious
subject matter.

*kkk*k
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(©) (1) Subject matter devel oped by another person,
which qualifies as prior art only under one or more of
subsections (€), (f), and (g) of_section 102 of this title,
shall not preclude patentability under this section where
the subject matter and the claimed invention were, at the
timethe claimed invention was made, owned by the same
person or subject to an obligation of assignment to the
same person.

(2) For purposes of this subsection, subject
matter developed by another person and a claimed
invention shall be deemed to have been owned by the
same person or subject to an obligation of assignment to
thesamepersonif — (A) the claimed invention was made
by or on behalf of partiesto ajoint research agreement
that was in effect on or before the date the claimed
invention was made;

(B) the claimed invention was made as a
result of activities undertaken within the scope of thejoint
research agreement; and

(C) theapplication for patent for the claimed
invention discloses or is amended to disclose the names
of the parties to the joint research agreement.

(3) For purposes of paragraph (2), theterm “joint
research agreement” means a written contract, grant, or
cooperative agreement entered into by two or more
persons or entities for the performance of experimental,
developmental, or research work in the field of the
claimed invention.

It isimportant to recognize that 35 U.S.C. 103(c) applies
only to consideration of prior art for purposes of
obviousness under 35 U.S.C. 103. It does not apply to or
affect subject matter which isapplied in arejection under
35U.S.C. 102 or adouble patenting rejection. In addition,
if the subject matter qualifies as prior art under any other
subsection of 35 U.S.C. 102 (e.g., 35 U.S.C. 102(a) or
(b)) it will not be disqualified asprior art under 35 U.S.C.
103(c).

A patent applicant or patentee urging that subject matter
isdisqualified hasthe burden of establishing that the prior
art isdisqualified under 35 U.S.C. 103(c). Absent proper
evidence of disqualification, the appropriate rejection
under 35 U.S.C. 103(a) with applying prior art under 35
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U.S.C. 102(e), (f), or (g) should be made. See MPEP §
706.02(1)(2) for information pertaining to establishing
prior art exclusions due to common ownership or joint
research agreements.

The term “subject matter” will be construed broadly, in
the same manner the term is construed in the remainder
of 35U.S.C. 103. Theterm “another” asusedin 35 U.S.C.
103 means any inventive entity other than the inventor
and would include the inventor and any other persons.
The term “developed” is to be read broadly and is not
limited by the manner in which the devel opment occurred.
The term “commonly owned” means wholly owned by
the same person(s) or organization(s) at the time the
invention was made. The term “joint research agreement”
means awritten contract, grant, or cooperative agreement
entered into by two or more persons or entities for the
performance of experimental, developmental, or research
work in the field of the claimed invention. See MPEP §

706.02(1)(2).

FORAPPLICATIONSFILED PRIORTO
NOVEMBER 29, 1999 AND GRANTED AS
PATENTSPRIOR TO DECEMBER 10, 2004

Prior to November 29, 1999, 35 U.S.C._103(c) provided
that subject matter developed by another which qualifies
as“prior art” only under subsections 35 U.S.C. 102(f) or
35 U.SC. 102(g) is not to be considered when
determining whether an invention sought to be patented
is obvious under 35 U.S.C. 103, provided the subject
matter and the claimed invention were commonly owned
at the time the invention was made. See MPEP §
706.02(1)(1) for information regarding when prior art
under 35 U.S.C. 102(e)* isdisqualified under 35 U.S.C.
103(c).

For applications filed prior to November 29, 1999 and
granted as patents prior to December 10, 2004, the subject
matter that is disqualified as prior art under 35 U.S.C.
103(c) isstrictly limited to subject matter that A) qualifies
as prior art only under 35 U.S.C. 102(f) or 35 U.S.C.
102(g), and B) was commonly owned with the claimed
invention at the time the invention was made. If the
subject matter that qualifies as prior art only under
35U.S.C. 102(f) or 35 U.S.C. 102(g) was not commonly
owned at the time of the invention, the subject matter is
not disqualified as prior art under 35 U.S.C. 103(c). See
OddzOn Products, Inc. v. Just Toys, Inc., 122 F.3d 1396,
1403-04, 43 USPQ2d 1641, 1646 (Fed. Cir. 1997) (“We
therefore hold that subject matter derived from another
not only isitself unpatentable to the party who derived it
under § 102(f), but, when combined with other prior art,
may make a resulting obvious invention unpatentable to
that party under a combination of 88 102(f) and 103.")
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Therefore, in these applications, information learned from
or transmitted to persons outside the organization is not
disqualified as prior art.

Inventors of subject matter not commonly owned at the
time of the invention, but currently commonly owned,
may file as joint inventors in a single application.
However, the claims in such an application are not
protected from a 35 U.S.C. **>103 rejection based on
prior art under 35 U.S.C. 102(f) or 102(g)<. Applicants
in such cases have an obligation pursuant to 37 CFR 1.56
to point out theinventor and invention dates of each claim
and the lack of common ownership at the time the later
invention was made to enable the examiner to consider
the applicability of a35 U.S.C.

* %

>

103 rejection based on prior art under 35 U.S.C. 102(f)

or 102(q)
<

.7The examiner will assume, unless there is evidence to
the contrary, that applicants are complying with their duty
of disclosure.

Foreign applicants will sometimes combine the subject
matter of two or more related applications with different
inventors into a single U.S. application naming joint
inventors. The examiner will make the assumption, absent
contrary evidence, that the applicants are complying with
their duty of disclosure if no information is provided
relative to invention dates and common ownership at the
time the later invention was made. Such a claim for 35
U.S.C. 119(a)-(d) priority based upon the foreign filed
applications is appropriate and 35 U.S.C. 119(a)-(d)
priority can be accorded based upon each of the foreign
filed applications.

For regjectionsunder 35 U.S.C. 103(a) using prior art under
35U.S.C. 102(f) or (g) in applications pending on or after
December 10, 2004, see MPEP § 706.02(1)(1).

706.02(1)(1) Rejections Under 35 U.S.C. 103(a) Using
Prior Art Under 35U.S.C. 102(e), (), or (g); Prior Art
Disqualification Under 35 U.S.C. 103(c)- [R-6]

35 U.S.C. 103 Conditionsfor patentability; non-obvious

subject matter.
*kkk*x

(©) (1) Subject matter devel oped by another person,
which qualifies as prior art only under one or more of
subsections (€), (f), and (g) of_section 102 of this title,
shall not preclude patentability under this section where
the subject matter and the claimed invention were, at the
timethe claimed invention was made, owned by the same
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person or subject to an obligation of assignment to the
same person.

(2) For purposes of this subsection, subject
matter developed by another person and a claimed
invention shall be deemed to have been owned by the
same person or subject to an obligation of assignment to
thesamepersonif — (A) the claimed invention was made
by or on behalf of parties to ajoint research agreement
that was in effect on or before the date the claimed
invention was made;

(B) the claimed invention was made as a
result of activities undertaken within the scope of thejoint
research agreement; and

(C) theapplication for patent for the claimed
invention discloses or is amended to disclose the names
of the parties to the joint research agreement.

(3) For purposesof paragraph (2), theterm “joint
research agreement” means a written contract, grant, or
cooperative agreement entered into by two or more
persons or entities for the performance of experimental,
developmental, or research work in the field of the
claimed invention.

[. COMMONOWNERSHIP ORASSIGNEE PRIOR
ART EXCLUSION UNDER 35 U.S.C. 103(c)

Enacted on November 29, 1999, the American Inventors
Protection Act (AIPA) added subject matter which was
prior art under former 35 U.S.C. 103via35 U.S.C. 102(e)
as disqualified prior art against the claimed invention if
that subject matter and the claimed invention “were, at
the time the invention was made, owned by the same
person or subject to an obligation of assignment to the
same person.” The 1999 changeto 35 U.S.C. 103(c) only
applied to al utility, design and plant patent applications
filed on or after November 29, 1999. The Cooperative
Research and Technology Enhancement Act of 2004
(CREATEAC), in part, redesignated theformer 35 U.S.C.
103(c) to 35 U.S.C. 103(c)(1) and made this provision
effectiveto al applicationsin which the patent is granted
on or after December 10, 2004. Therefore, the provision
of 35 U.S.C. 103(c)(1) is effective for all applications
pending on or after December 10, 2004, including
applicationsfiled prior to November 29, 1999. In addition,
thisprovision appliesto all patent applications, including
utility, design, plant and reissue applications. The
amendment to 35 U.S.C. 103(c)(1) does not affect any
application filed before November 29, 1999 and issued
as a patent prior to December 10, 2004.

In a reexamination proceeding, however, one must look
at whether or not the patent being reexamined was granted
on or after December 10, 2004 to determine whether 35
U.S.C. 103(c), as amended by the CREATE Act, applies.
For areexamination proceeding of a patent granted prior
to December 10, 2004 on an application filed on or after
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November 29, 1999, it is the 1999 changesto 35 U.S.C.
103(c) that are applicable to the disqualifying commonly
assigned/owned prior art provisions of 35 U.S.C. 103(c).
For areexamination proceeding of a patent granted prior
to December 10, 2004 on an application filed prior to
November 29, 1999, neither the 1999 nor the 2004
changes to 35 U.S.C. 103(c) are applicable. Therefore,
only prior art under 35 U.S.C. 102(f) or (g) used in a
rejection under 35 U.S.C. 103(a) may be disqualified
under the commonly assigned/owned prior art provisions
of 35 U.S.C. 103(c).

For reissue applications, the doctrine of recapture may
prevent the presentation of clams in the reissue
applications that were amended or cancelled from the
application which matured into the patent for which
reissue is being sought, if the claims were amended or
cancelled to **>overcome a regjection under 35 U.S.C.
103 based on prior art under 35 U.S.C. 102(e)

<

which was not ableto be excluded under 35 U.S.C. 103(c)
in the application that issued as a patent. If an examiner
determines that this situation applies in the reissue
application under examination, a consultation with the
Office of Patent Legal Administration should beinitiated
viathe Technology Center Special Program Examiner.

35 U.S.C. 103(c) applies only to prior art usable in an
obviousnessrejection under 35 U.S.C. 103. Subject matter
that qualifies as anticipatory prior art under 35 U.S.C.
102 is not affected, and may still be used to reject claims
as being anticipated. In addition, double patenting
rejections, based on subject matter now disqualified as
prior art in amended 35 U.S.C. 103(c), should still be
made as appropriate. See 37 CFR 1.78(c) and MPEP §
804.

The burden of establishing that subject matter is
disqualified as prior art is placed on applicant once the
examiner has established a prima facie case of
obviousness based on the subject matter. For example,
the fact that the reference and the application have the
same assignee is not, by itself, sufficient evidence to
disqualify the prior art under 35 U.S.C. 103(c). There
must be a statement that the common ownership was “ at
the time the invention was made.”

See MPEP § 706.02(1)(2) for information regarding
establishing common ownership. See MPEP § 706.02(1)(3)
for examination procedure with respect to 35 U.S.C.
103(c).
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1. JOINT RESEARCH AGREEMENT
DISQUALIFICATION UNDER 35 U.S.C. 103(c) BY
THE CREATEACT

The CREATE Act (Pub. L. 108-453, 118 Stat. 3596
(2004)) was enacted on December 10, 2004, and is
effective for applications for which the patent is granted
on or after December 10, 2004. Specifically, the CREATE
Act amended 35 U.S.C. 103(c) to provide that:

- subject matter devel oped by another person, which
qualifies as prior art only under one or more of
subsections (e), (f), and (g) of 35 U.S.C. 102 shall
not preclude patentability under 35 U.S.C. 103
where the subject matter and the claimed invention
were, at the time the claimed invention was made,
owned by the same person or subject to an
obligation of assignment to the same person;

- for purposes of 35 U.S.C. 103, subject matter
developed by another person and a claimed
invention shall be deemed to have been owned by
the same person or subject to an obligation of
assignment to the same person if

. - the claimed invention was made by or on
behalf of partiesto ajoint research
agreement that was in effect on or before
the date the claimed invention was made,

. - the claimed invention was made as a
result of activities undertaken within the
scope of the joint research agreement, and

. - the application for patent for the claimed
invention discloses or is amended to
disclosethe names of the partiesto the joint
research agreement;

- for purposes of 35 U.S.C. 103(c), the term “joint
research agreement” means awritten contract, grant,
or cooperative agreement entered into by two or
more persons or entities for the performance of
experimental, development, or research work in the
field of the claimed invention.

The effective date provision of the CREATE Act provided
that its amendments shall apply to any patent (including
any reissue patent) granted on or after December 10, 2004.
The CREATE Act also provided that its amendment shall
not affect any final decision of a court or the Office
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rendered before December 10, 2004, and shall not affect
the right of any party in any action pending before the
Office or a court on December 10, 2004, to have that
party’s rights determined on the basis of the provisions
of title 35, United States Code, in effect on December 9,
2004. Since the CREATE Act aso includes the
amendment to 35 U.S.C. 103(c) made by section 4807 of
the AIPA (see Pub. L. 106-113, 113 Stat. 1501,
1501A-591 (1999)), the change of “subsection (f) or (g)”
to“one or moreof subsections(e), (f), or (g)” in35U.S.C.
103(c) is now also applicable to applications filed prior
to November 29, 1999, that were pending on December
10, 2004.

35 U.S.C. 103(c), as amended by the CREATE Act,
continues to apply only to subject matter which qualifies
asprior art under 35 U.S.C. 102(e), (), or (g), and which
is being relied upon in aregection under 35 U.S.C. 103.
If thergjection isanticipation under 35 U.S.C. 102(e), (),
or (g), 35 U.S.C. 103(c) cannot be relied upon to
disqualify the subject matter in order to overcome or
prevent the anticipation rejection. Likewise, 35 U.S.C.
103(c) cannot be relied upon to overcome or prevent a
double patenting rejection. See 37 CFR 1.78(c) and MPEP
§804.

Because the CREATE Act appliesonly to patents granted
on or after December 10, 2004, the recapture doctrine
may prevent the presentation of claims in the reissue
applications that had been amended or cancelled (e.g., to
avoid argjection under 35 U.S.C. 103(a) based on subject
matter that may now be disqualified under the CREATE
Act) during the prosecution of the application which
resulted in the patent being reissued.

706.02(1)(2) Establishing Common Owner ship or Joint
Research Agreement [R-9]

In order to be disqualified as prior art under 35 U.S.C.
103(c), the subject matter which would otherwise be prior
art to the claimed invention and the claimed invention
must be commonly owned, or subject to an obligation of
assignment to a same person, at the time the claimed
invention was made or be subject to a joint research
agreement at thetimetheinvention was made. See MPEP
§ 706.02(1) for rejections under 35 U.S.C. 103 based on
prior art under 35 U.S.C. 102(f) or 102(g) and prior art
disqualified under 35 U.S.C. 103(c) in applications
granted as patents prior to December 10, 2004. See MPEP
§ 706.02(1)(1) for rejections under 35 U.S.C. 103 based
on prior art under 35 U.S.C. 102(e), 102(f) or 102(g) and
prior art disqualified under 35 U.S.C. 103(c).
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. DEFINITION OF COMMON OWNERSHIP

The term “commonly owned” is intended to mean that
the subject matter which would otherwise be prior art to
the clamed invention and the clamed invention are
entirely or wholly owned by the same person(s) or
organi zation(s)/business entity(ies)>. For purposes of 35
U.S.C. 103(c), common ownership must be< at the time
the claimed invention was made. If the person(s) or
organization(s) owned less than 100 percent of the subject
matter which would otherwise be prior art to the claimed
invention, or less than 100 percent of the claimed
invention, then common ownership would not exist.
Common ownership requires that the person(s) or
organi zation(s)/business entity(ies) own 100 percent of
the subject matter and 100 percent of the claimed
invention.

Specifically, if an invention claimed in an application is
owned by more than one entity and those entities seek to
exclude the use of areference under 35 U.S.C. 103, then
the reference must be owned by, or subject to an
obligation of assignment to, the same entities that owned
the application, at the time the later invention was made.
For example, assume Company A owns twenty percent
of patent Application X and Company B owns eighty
percent of patent Application X at the time the invention
of Application X was made. In addition, assume that
CompaniesA and B seek to exclude the use of Reference
Z under 35 U.S.C. 103. Reference Z must have been
co-owned, or have been under an obligation of assignment
to both companies, on the date the invention was made
in order for the exclusion to be properly requested. A
statement such as “Application X and Patent Z were, at
thetimetheinvention of Application X was made, jointly
owned by Companies A and B” would be sufficient
evidence of common ownership.

For applications owned by ajoint venture of two or more
entities, both the application and the reference must have
been owned by, or subject to an obligation of assignment
to, the joint venture at the time the invention was made.
For example, if Company A and Company B formed a
joint venture, Company C, both Application X and
Reference Z must have been owned by, or subject to an
obligation of assignment to, Company C at the time the
invention was made in order for Reference Z to be
properly excluded as prior art under 35 U.S.C. 103(c). If
Company A by itself owned Reference Z at the time the
invention of Application X was made and Application X
was owned by Company C on the date the invention was
made, then arequest for the exclusion of Reference Z as
prior art under 35 U.S.C. 103(c) would not be proper.
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Aslong as principal ownership rightsto either the subject
matter or the claimed invention residein different persons
or organizations common ownership does not exist. A
license of the claimed invention to another by the owner
where basic ownership rights are retained would not defeat
ownership.

The requirement for common ownership at the time the
claimed invention was made is intended to preclude
obtaining ownership of subject matter after the claimed
invention was made in order to disqualify that subject
matter as prior art against the claimed invention.

The question of whether common ownership exists at the
time the claimed invention was made is to be determined
on the facts of the particular case in question. Actual
ownership of the subject matter and the claimed invention
by the same individual(s) or organization(s) or a legal
obligation to assign both the subject matter and the
clamed invention to the same individua(s) or
organi zation(s)/business entity(ies) must be in existence
at the time the claimed invention was made in order for
the subject matter to be disqualified as prior art. A moral
or unenforceable obligation would not evidence common
ownership.

Under 35 U.S.C. 103(c), an applicant's admission that
subject matter was developed prior to applicant’s
invention would not make the subject matter prior art to
applicant if the subject matter qualifies as prior art only
under sections 35 U.S.C. 102(e), (f), or (g), and if the
subject matter and the claimed invention were commonly
owned at the time the invention was made. See In re
Fout, 675 F.2d 297, 213 USPQ 532 (CCPA 1982), for a
decision involving an applicant’s admission which was
used as prior art against their application. If the subject
matter and invention were not commonly owned, an
admission that the subject matter is prior art would be
usable under 35 U.S.C. 103.

The burden of establishing that subject matter is
disgualified asprior art under 35 U.S.C. 103(c) isintended
to be placed and reside upon the person or persons urging
that the subject matter is disqualified. For example, a
patent applicant urging that subject matter is disqualified
asprior art under 35 U.S.C. 103(c), would have the burden
of establishing that it was commonly owned at the time
the claimed invention was made. The patenteein litigation
would likewise properly bear the same burden placed
upon the applicant before the U.S. Patent and Trademark
Office. To place the burden upon the patent examiner or
the defendant in litigation would not be appropriate since
evidence asto common ownership at thetimethe claimed
invention was made might not be available to the patent
examiner or thedefendant in litigation, but such evidence,
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if it exists, should be readily available to the patent
applicant or the patentee.

Inview of 35 U.S.C. 103(c), the Director has reinstituted
in appropriate circumstances the practice of rejecting
clams in commonly owned applications of
different inventive entities on the grounds of double
patenting. Such rejections can be overcomein appropriate
circumstances by the filing of terminal disclaimers. This
practice hasbeen judicially authorized. See Inre Bowers,
359 F.2d 886, 149 USPQ 57 (CCPA 1966). The use of
double patenting re ectionswhich then could be overcome
by terminal disclaimers preclude patent protection from
being improperly extended while still permitting inventors
and their assigneesto obtain the legitimate benefits from
their contributions. See also M PEP § 804.

Thefollowing examplesare provided for illustration only:
Example 1
Parent Company owns 100% of SubsidiariesA and B

- inventions of A and B are commonly owned by the
Parent Company.

Example 2

Parent Company owns 100% of Subsidiary A and 90%
of Subsidiary B

- inventions of A and B are not commonly owned by the
Parent Company.

Example 3

If same person owns subject matter and invention at time
invention was made, license to another may be made
without the subject matter becoming prior art.

Example 4

Different Government inventors retaining certain rights
(e.g. foreign filing rights) in separate inventions owned
by Government precludes common ownership of
inventions.

Example5

Company A and Company B form joint venture Company
C. Employees of A, while working for C with an
obligation to assign inventions to C, invent invention #1;
employees of B while working for C with an obligation
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to assign inventions to C, invent invention #2, with
knowledge of #1.

Question: Are #1 and #2 commonly owned at the time
the later invention was made so as to preclude arejection
under 35 U.S.C. 102(€), (f) or (g) in view of 35 U.S.C.
103?

Answer: Yes- If the required evidence of common
ownership ismade of record in the patent applicationfile.
If invention #1 was invented by employees of Company
A not working for Company C and Company A
maintained sole ownership of invention #1 at the time
invention #2 was made, inventions #1 and #2 would not
be commonly owned as required by 35 U.S.C. 103(c).

Example 6

Company A owns 40% of invention #1 and 60% of
invention #2, and Company B owns 60% of invention #1
and 40% of invention #2 at the time invention #2 was
made.

-inventions #1 and #2 are commonly owned.
Example7

Company B has ajoint research project with University
A. Under the terms of the joint research project,
University A has agreed that al of its patents will be
jointly owned by Company B and University A. Professor
X, who works for University A, has an employee
agreement with University A assigning al his patents
only to University A. After the joint research project
agreement is executed, University A files patent
application #1 for the invention of Professor X, before
Company B files patent application #2 on a similar
invention.

- inventions #1 and #2 are commonly owned because
Professor X’'s obligation to assign patents to University
A who hasan obligation to assign patentsto the A-B joint
venture legally establishes Professor X’s obligation to
assign patents to the A-B joint venture.

Example 8

Inventor X working at Company A invents and files patent
application #1 on technology T, owned by Company A.
After application #1 isfiled, Company A spinsoff a100%
owned Subsidiary B for technology T including the
transfer of the ownership of patent application #1 to
Subsidiary B. After Subsidiary B is formed, inventor Y
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(formerly a Company A employee, but now an employee
of Subsidiary B obligated to assign to Subsidiary B)
jointly files application #2 with inventor X (now also an
employee of Subsidiary B with an obligation to assign to
Subsidiary B), which is directed to a possibly unobvious
improvement to technology T.

- the inventions of applications #1 and #2 are commonly
owned since Subsidiary B is awholly owned subsidiary
of Company A.

The examiner must examine the application as to all
grounds except 35 U.S.C. 102(e). (f) and (g) asthey apply
through 35 U.S.C. 103 only if the application file(s)
establishes common ownership at the time the later
invention was made. Thus, it is necessary to look to the
time at which common ownership exists. If common
ownership does not exist at the time the later invention
was made, the earlier invention is not disqualified as
potential prior art under 35 U.S.C. 102(e), (f) and (g) as
they apply through 35 U.S.C. 103. Aninventionis*made”
when conception is complete asdefined in Mergenthaler
v. Scudder, 11 App. D.C. 264, 81 O.G. 1417, 1897 C.D.
724 (D.C. Cir. 1897); Inre Tansdl, 253 F.2d 241, 117
USPQ 188 (CCPA 1958). See Pfaff v. Wells Elecs., 525
U.S. 55, 119 S. Ct. 304, 312, 48 USPQ2d 1641, 1647
(1998) (“the invention must be ready for patenting . . . .
by proof that prior to the critical date the inventor had
prepared drawing or other descriptions of the invention
that were sufficiently specific to enable a person skilled
inthe art to practice the invention.”) Common ownership
at the time the invention was made for purposes of
obviating arejection under 35 U.S.C. 103 based on prior
art under 35 U.S.C. 102(e), 102(f) or_102(g) may be
established irrespective of whether the invention was
made in the United States or abroad. The provisions of
35 U.S.C. 104, however, will continue to apply to other
proceedingsinthe U.S. Patent and Trademark Office, e.g.
in an interference proceeding, with regard to establishing
adate of invention by knowledge or use thereof, or other
activity with respect thereto, in a foreign country. The
foreign filing datewill continueto be used for interference
purposes under 35 U.S.C. 119(a)-(d) and 35 U.S.C. 365.

[I. EVIDENCE REQUIRED TO ESTABLISH
COMMON OWNERSHIP

It isimportant to recognize just what constitutes sufficient
evidence to establish common ownership at the time the
invention was made. The common ownership must be
shown to exist at the time the later invention was made.
A statement of present common ownership is not
sufficient. In re Onda, 229 USPQ 235 (Comm’r Pat.
1985).
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Thefollowing statement i s sufficient evidenceto establish
common ownership of, or an obligation for assignment
to, the same person(s) or organizations(s):

Applicationsand references (whether patents, patent
applications, patent application publications, etc.)
will be considered by the examiner to be owned by,
or subject to an obligation of assignment to the same
person, at the time the invention was made, if the
applicant(s) or an attorney or agent of record makes
a statement to the effect that the application and the
reference were, at the time the invention was made,
owned by, or subject to an obligation of assignment
to, the same person.

See “Guidelines Setting Forth a Maodified Policy
Concerning the Evidence of Common Ownership, or an
Obligation of Assignment to the Same Person, as Required
by 35U.S.C. 103(c),” 1241 O.G. 96 (December 26, 2000).
The applicant(s) or the representative(s) of record have
the best knowledge of the ownership of their application(s)
and reference(s), and their statement of such is sufficient
evidence because of their paramount obligation of candor
and good faith to the USPTO.

The statement concerning common ownership should be
clear and conspicuous (e.g., on a separate piece of paper
or in a separately labeled section) in order to ensure that
the examiner quickly notices the statement. Applicants
may, but are not required to, submit further evidence,
such as assignment records, affidavits or declarations by
the common owner, or court decisions, in addition to the
above-mentioned  statement concerning  common
ownership.

For example, an attorney or agent of record receives an
Office action for Application X in which al the claims
are rejected under 35 U.S.C. 103(a) using Patent A in
view of Patent B wherein Patent A is only available as
prior art under 35 U.S.C. 102(e), (f), and/or (). In her
response to the Office action, the attorney or agent of
record for Application X states, in aclear and conspicuous
manner, that:

“Application X and Patent A were, at the time the
invention of Application X was made, owned by
Company Z."

This statement alone is sufficient evidence to disqualify
Patent A from being used in aregjection under 35 U.S.C.
103(a) against the claims of Application X.
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In rare instances, the examiner may have independent
evidence that raises a material doubt as to the accuracy
of applicant’s representation of either (1) the common
ownership of, or (2) the existence of an obligation to
commonly assign, the application being examined and
the applied U.S. patent or U.S. patent application
publication reference. In such cases, the examiner may
explain why the accuracy of the representation isdoubted,
and require objective evidence of common ownership of,
or the existence of an obligation to assign, the application
being examined and the applied reference as of the date
of invention of the application being examined. As
mentioned above, applicant(s) may submit, in addition
to the above-mentioned statement regarding common
ownership, the following objective evidence:

(A) Reference to assignments recorded in the U.S.
Patent and Trademark Office in accordance with 37 CFR
Part 3 which convey the entire rights in the applications
to the same person(s) or organization(s);

(B) Copiesof unrecorded assignmentswhich convey
the entire rights in the applications to the same person(s)
or organization(s) are filed in each of the applications;

(C) Anaffidavit or declaration by the common owner
isfiled which states that there is common ownership and
states facts which explain why the affiant or declarant
believes there is common ownership, which affidavit or
declaration may be signed by an official of the corporation
or organization empowered to act on behaf of the
corporation or organization when the common owner is
acorporation or other organization; and

(D) Other evidence is submitted which establishes
common ownership of the applications.

1. EVIDENCE REQUIRED TO ESTABLISH A
JOINT RESEARCH AGREEMENT

Once an examiner has established a prima facie case of
obviousness under 35 U.S.C. 103(a), the burden of
overcoming the rejection by invoking the joint research
agreement provisionsof 35 U.S.C. 103(c) asamended by
the CREATE Act is on the applicant or the patentee. 35
U.S.C. 103(c)(3) defines a“joint research agreement” as
awritten contract, grant, or cooperative agreement entered
into by two or more persons or entities for the
performance of experimental, developmental, or research
work in the field of the claimed invention, that was in
effect on or before the date the claimed invention (under
examination or reexamination) was made.

Likethe common ownership or assignment provision, the
joint research agreement must be shown to be in effect
on or before the time the later invention was made. The
joint research agreement may be in effect prior to the
effective date (December 10, 2004) of the CREATE Act.
In addition, thejoint research agreement isNOT required
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to be in effect on or before the prior art date of the
reference that is sought to be disqualified.

To overcome a rejection under 35 U.S.C. 103(a) based
upon subject matter (whether a patent document,
publication, or other evidence) which qualifies as prior
art under only one or more of 35 U.S.C. 102(e), (f), or (Q)
viathe CREATE Act, the applicant must comply with the
statute and the rules of practicein effect.

37 CFR1.71 Detailed description and specification of
the invention.

*kkk*k

(@ (1) The specification may disclose or be
amended to disclose the names of the parties to a joint
research agreement (35 U.S.C. 103(c)(2)(C)).

(2) An amendment under paragraph (g)(1) of
this section must be accompanied by the processing fee
set forth § 1.17(i) if not filed within one of the following
time periods: (i) Within three months of the filing date
of anational application;

(ii) Within three months of the date of entry
of the national stage as set forth in § 1.491 in an
international application;

(iii) Before the mailing of a first Office
action on the merits; or

(iv) Before the mailing of a first Office
action after the filing of a request for continued
examination under § 1.114.

(3) If an amendment under paragraph (g)(1) of
this section isfiled after the date the issue feeis paid, the
patent as issued may not necessarily include the names
of the partiesto the joint research agreement. If the patent
asissued does not include the names of the partiesto the
joint research agreement, the patent must be corrected to
include the names of the parties to the joint research
agreement by a certificate of correction under 35 U.S.C.
255 and § 1.323 for the amendment to be effective.

37 CFR 1.104 Nature of examination.

*kkk*k

(c) Rejection of claims.

*kkk*k

(4) Subject matter which is developed by another person
which qualifies as prior art only under 35 U.S.C. 102(e),
(f) or (g) may be used as prior art under 35 U.S.C. 103
against aclaimed invention unless the entire rightsto the
subject matter and the claimed invention were commonly
owned by the same person or subject to an obligation of
assignment to the same person at the time the claimed
invention was made.(i) Subject matter devel oped by
another person and a claimed invention shall be deemed
to have been commonly owned by the same person or
subject to an obligation of assignment to the same person
in any application and in any patent granted on or after
December 10, 2004, if: (A) The claimed invention and
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the subject matter was made by or on behalf of partiesto
ajoint research agreement that was in effect on or before
the date the claimed invention was made;

(B) The claimed invention was made as
a result of activities undertaken within the scope of the
joint research agreement; and

(C) The application for patent for the
claimed invention discloses or isamended to disclose the
names of the partiesto the joint research agreement.

(ii) For purposes of paragraph (c)(4)(i) of
this section, the term “joint research agreement” means
awritten contract, grant, or cooperative agreement entered
into by two or more persons or entities for the
performance of experimental, developmental, or research
work in the field of the claimed invention.

(iii) To overcome a rejection under 35
U.S.C. 103(a) based upon subject matter which qualifies
as prior art under only one or more of 35 U.S.C. 102(e),
(f) or (g) via 35 U.S.C._103(c)(2), the applicant must
provide a statement to the effect that the prior art and the
claimed invention were made by or on the behalf of parties
to ajoint research agreement, within the meaning of 35
U.S.C. 103(c)(3) and paragraph (c)(4)(ii) of this section,
that was in effect on or before the date the claimed
invention was made, and that the claimed invention was
made as aresult of activities undertaken within the scope

of the joint research agreement.
*kkk*k

37 CFR 1.71(g) provides for the situation in which an
application discloses or isamended to disclose the names
of the parties to ajoint research agreement to invoke the
“safe harbor” provision of 35 U.S.C. 103(c) as amended
by the CREATE Act. 37 CFR 1.71(g)(1) specifically
providesthat the specification may discloseor beamended
to disclose the name of each party to the joint research
agreement because this information is required by 35
U.S.C. 103(c)(2)(C).

37 CFR 1.71(g)(2) providesthat an amendment under 37
CFR 1.71(g)(1) must be accompanied by the processing
fee set forthin 37 CFR 1.17(i) if it isnot filed within one
of the following time periods: (1) within three months of
the filing date of a national application; (2) within three
months of the date of entry of the national stage as set
forthin 37 CFR 1.491 in an international application; (3)
before the mailing of a first Office action on the merits;
or (4) before the mailing of afirst Office action after the
filing of a request for continued examination under 37
CFR 1.114.

37 CFR 1.71(9)(3) provides that if an amendment under
37 CFR 1.71(g)(1) is filed after the date the issue fee is
paid, the patent as issued may not necessarily include the
names of the parties to the joint research agreement. 37
CFR 1.71(g)(3) aso provides that if the patent as issued
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does not include the names of the parties to the joint
research agreement, the patent must be corrected to
include the names of the parties to the joint research
agreement by a certificate of correction under 35 U.S.C.
255 and 37 CFR 1.323 for the amendment to be effective.
Therequirements of 37 CFR 1.71(g)(3) (correction of the
patent by a certificate of correction under 35 U.S.C. 255
and 37 CFR 1.323) also apply in the situation in which
such an amendment is not filed until after the date the
patent was granted (in a patent granted on or after
December 10, 2004). It is unnecessary to file a reissue
application or request for reexamination of the patent to
submit the amendment and other information necessary
to take advantage of 35 U.S.C. 103(c) as amended by the
CREATE Act. See H.R. Rep. No. 108-425, at 9 (“[t]he
omission of the names of parties to the agreement is not
an error that would justify commencement of areissue or
reexamination proceeding”).

The submission of such an amendment remains subject
to the rules of practice: e.g., 37 CFR 1.116, 1.121, and
1.312. For example, if an amendment under 37 CFR
1.71(g) issubmitted in an application under final rejection
to overcome a rejection under 35 U.S.C. 103(a) based
upon aU.S. patent which qualifiesas prior art only under
35 U.S.C. 102(e), the examiner may refuse to enter the
amendment under 37 CFR 1.71(g) if it isnot accompanied
by an appropriateterminal disclaimer (37 CFR 1.321(d)).
This is because such an amendment may necessitate the
reopening of prosecution (e.g., for entry of a double
patenting rejection).

If an amendment under 37 CFR 1.71(g) is submitted to
overcome argjection under 35 U.S.C. 103(a) based upon
aU.S. patent or U.S. patent application publication which
qualifiesasprior art only under 35 U.S.C. 102(e), and the
examiner withdrawsthe rejection under 35 U.S.C. 103(a),
the examiner may need to issue an Office action
containing a new double patenting rejection based upon
the disqualified patent or patent application publication.
In these situations, such Office action can be made final,
provided that the examiner introduces no other new
ground of rejection that was not necessitated by either
amendment or an information disclosure statement filed
during the time period set forth in 37 CFR 1.97(c) with
the fee set forth in 37 CFR 1.17(p). The Office action is
properly made final because the new double patenting
regjection was necessitated by amendment of the
application by applicant. This is the case regardless of
whether the claims themselves have been amended.

In addition to amending the specification to disclose the
names of the parties to the joint research agreement,
applicant must submit the required statement to invoke
the prior art disqualification under the CREATE Act. 37
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CFR 1.104(c)(4) sets forth the requirement for the
statement, which includes a statement to the effect that
the prior art and the claimed invention were made by or
on the behalf of parties to a joint research agreement,
within the meaning of 35 U.S.C. 103(c)(3), whichwasin
effect on or before the date the claimed invention was
made, and that the claimed invention was made asaresult
of activities undertaken within the scope of the joint
research agreement. The statement should either be on or
begin on aseparate sheet and must not be directed to other
matters (37 CFR 1.4(c)). The statement must be signed
in accordance with 37 CFR 1.33(b).

If the applicant disqualifies the subject matter relied upon
by the examiner in accordance with 35 U.S.C. 103(c) as
amended by the CREATE Act and the procedures set
forth in the rules, the examiner will treat the application
under examination and the 35 U.S.C. 102(e), (f), or (g)
prior art asif they are commonly owned for purposes of
35 U.S.C. 103(a).

Thefollowing examplesare provided for illustration only:
Example 1

Company A and University B have a joint research
agreement (JRA) in place prior to the date invention X’
was made. Professor BB from University B communicates
invention X to Company A. On November 12, 2004,
University B filed a patent application on invention X.
On December 13, 2004, Company A filed a patent
application disclosing and claiming invention X', which
is an obvious variant of invention X. Invention X’ was
made as a result of the activities undertaken within the
scope of the JRA. University B retains ownership of
invention X and Company A retains ownership of
invention X', without any obligation to assign the
inventionsto acommon owner. Company A could invoke
the joint research agreement provisions of 35 U.S.C.
103(c) to disqualify University B’s application as prior
art in argection under 35 U.S.C. 103(a).

Example 2

Professor BB from University B communicatesinvention
X to Company A. On November 12, 2004, University B
filed a patent application on invention X. On December
13, 2004, Company A filed a patent application disclosing
and claiming invention X', which is an obvious variant
of invention X. Company A and University B haveajoint
research agreement (JRA), which goes into effect on
December 20, 2004. University B retains ownership of
invention X and Company A retains ownership of
invention X', without any obligation to assign the
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inventions to a common owner. Company A could not
invoke the joint research agreement provisions of 35
U.S.C. 103(c) to disqualify University B’s application as
prior art in a rgjection under 35 U.S.C. 103(a) because
the JRA was not in effect until after the later invention
was made.

Example 3

Company A and University B have a joint research
agreement (JRA) in place prior to the date invention X’
was made but the JRA islimited to activitiesfor invention
Y, which isdistinct from invention X. Professor BB from
University B communicates invention X to Company A.
On November 12, 2004, University B filed a patent
application on invention X. On December 13, 2004,
Company A filed a patent application disclosing and
claiming invention X', which is an obvious variant of
invention X. University B retains ownership of invention
X and Company A retains ownership of invention X',
without any obligation to assign the inventions to a
common owner. Company A could not invoke the joint
research agreement provisions of 35 U.S.C. 103(c) to
disqualify University B’s application as prior art in a
rejection under 35 U.S.C. 103(a) because the claimed
invention was not made as a result of the activities
undertaken within the scope of the JRA.

706.02(1)(3) Examination Procedure With Respect to
35 U.S.C. 103(c) [R-6]

Examiners are reminded that a reference used in an
anticipatory rejection under 35 U.S.C. 102(e), (), or (Q)
is not disqualified as prior art if evidence is provided to
show that the reference is disqualified under 35 U.S.C.
103(c). Generally, such a reference is only disqualified
when

(A) proper evidenceisfiled,

(B) the reference only qualifies as prior art under
35U.S.C. 102(¢), (f) or (g) (e.g., not 35 U.S.C. 102(a) or
(b)), and

(C) the reference was used in an obviousness
rejection under 35 U.S.C. 103(a).

Applications and patents will be considered to be owned
by, or subject to an obligation of assignment to, the same
person, at the time the invention was made, if the
applicant(s) or an attorney or agent of record makes a
statement to the effect that the application and the
reference were, a thetimetheinvention was made, owned
by, or subject to an obligation of assignment to, the same
person(s) or organization(s). In order to overcome a
rejection under 35 U.S.C. 103(a) based upon areference
which qualifies as prior art under only one or more of 35
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U.S.C. 102(e), (f), or (g), via the CREATE Act, the
applicant must comply with the statute and the rules of
practice in effect.

See MPEP § 706.02(1)(2) for additional information
pertaining to establishing common ownership.

. EXAMINATION OF APPLICATIONS OF
DIFFERENT INVENTIVE ENTITIESWHERE
COMMON OWNERSHIPORA JOINT RESEARCH
AGREEMENT HASNOT BEEN ESTABLISHED

If the application file being examined has not established
that the reference is disqualified as prior art under 35
U.S.C. 103(c), the examiner will:

(A) assume the reference is not disqualified under
35 U.S.C. 103(c);

(B) examine the application on all grounds other
than any conflict between the reference patent(s) or
application(s) arising from a possible 35 U.S.C._103
rejection based on >prior art under< 35 U.S.C. 102(e), (f)
and/or (g);

(C) consider the applicability of any references under
35 U.S.C. 103 based on >prior art under< 35 U.S.C.
102(e), (f) and/or (g), including provisional rejections
under 35 U.S.C. *103 >based on provisional prior art
under 35 U.S.C. 102(e)< ; and

(D) apply the best references against the claimed
invention by rejections under 35 U.S.C. 102 and 103,
including any rejections under 35 U.S.C. 103 based on
>prior art under< 35 U.S.C. 102(e), (f) and/or (g), until
such time that the reference is disqualified under 35
U.S.C. 103(c). When applying any ** references >that
qualify as prior art under 35 U.S.C. 102(¢g) in aregjection
under 35 U.S.C.103

<
against the claims, the examiner should anticipate that
thereference may be disqualified under 35 U.S.C. 103(c).
See MPEP §_706.02()(1). If a statement of common
ownership or assignment isfiledinreply tothe 35 U.S.C.
* 103 rejection >based on prior art under 35 U.S.C. 102(e)

<
and the claims are not amended, the examiner may not
make the next Office action final if a new rejection is
made. See MPEP §_706.07(a). If the reference is
disqualified under thejoint research agreement provision
of 35 U.S.C. 103(c) and a new subsequent double
patenting rejection based upon the disqualified reference
isapplied, the next Office action, which contains the new
double patenting rejection, may be made final even if
applicant did not amend the claims (provided that the
examiner introduces no other new ground of rejection
that was not necessitated by either amendment or an
information disclosure statement filed during the time
period set forth in 37 CFR 1.97(c) with the fee set forth
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in 37 CFR 1.17(p)). The Office action is properly made
final because the new double patenting rejection was
necessitated by amendment of the application by
applicant.

I1. EXAMINATION OF APPLICATIONS OF
DIFFERENT INVENTIVE ENTITIESWHERE
COMMON OWNERSHIPORA JOINT RESEARCH
AGREEMENT HASBEEN ESTABLISHED

If the application being examined has established that the
reference is disqualified as prior art under 35 U.S.C.
103(c) the examiner will:

(A) examine the applications as to all grounds>,<
except 35 U.S.C. 102(e), (f) and (g) ** including
provisional rejections **>based on provisiona prior art
under 35U.S.C. 102(€), asthey apply through 35 U.S.C.
103<;

(B) examine the applications for double patenting,
including statutory and nonstatutory double patenting,
and make a provisional rejection, if appropriate; and

(C) invitethe applicant to file aterminal disclaimer
to overcomeany provisional or actual nonstatutory double
patenting rejection, if appropriate (see 37 CFR 1.321).

I11. DOUBLE PATENTING REJECTIONS

Commonly owned applications of different inventive
entitiesmay berejected on the ground of double patenting,
even if the later filed application claims 35 U.S.C. 120
benefit to the earlier application. In addition, double
patenting rejection may arise asaresult of the amendment
to 35 U.S.C. 103(c) by the CREATE Act (Pub. L.
108-453, 118 Stat. 3596 (2004)). Congress recognized
that this amendment to 35 U.S.C. 103(c) would result in
situations in which there would be double patenting
rejections between applications not owned by the same
party (see H.R. Rep. No. 108-425, at 5-6 (2003). For
purposes of double patenting analysis, the application or
patent and the subject matter disqualified under 35 U.S.C.
103(c) as amended by the CREATE Act will be treated
asif commonly owned.

A regjection based on a pending application would be a
provisional rejection. The practice of regjecting claimson
the ground of double patenting in commonly owned
applications of different inventive entitiesisin accordance
with existing case law and prevents an organization from
obtaining two or more patents with different expiration
dates covering nearly identical subject matter. See MPEP
§ 804 for guidance on double patenting issues. In
accordance with established patent law doctrines, double
patenting rejections can be overcome in certain
circumstances by disclaiming, pursuant to the existing
provisions of 37 CFR 1.321, the terminal portion of the
term of the later patent and including in the disclaimer a
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provision that the patent shall be enforceable only for and
during the period the patent is commonly owned with the
application or patent which formed the basis for the
rejection, thereby eliminating the problem of extending
patent life. For a double patenting rejection based on a
non-commonly owned patent (treated as if commonly
owned pursuant to the CREATE Act), the double
patenting rejection may be obviated by filing a terminal
disclaimer in accordance with 37 CFR 1.321(d). See
MPEP § 804 and § 804.02.

706.02(m) Form Paragraphsfor Usein Regjections
Under 35U.S.C. 103 [R-9]

Thefollowing form paragraphs should be used in making
the appropriate regjections under 35 U.S.C. 103.

1 7.20 Satement of Statutory Basis, 35 U.S.C. 103(a)

The following is a quotation of 35 U.S.C. 103(a) which
formsthe basisfor all obviousness rejections set forthin
this Office action:

(a) A patent may not be obtained though the
invention is not identically disclosed or described
as set forth in section 102 of thistitle, if the
differences between the subject matter sought to be
patented and the prior art are such that the subject
matter as a whole would have been obvious at the
time the invention was made to a person having
ordinary skill in the art to which said subject matter
pertains. Patentability shall not be negatived by the
manner in which the invention was made.

Examiner Note:

1. Thestatuteis not to be cited in al Office actions. It
isonly required in first actions on the merits employing
35 U.S.C. 103(a) and final rejections. Where the statute
isbeing applied, but isnot cited in an action on the merits,
use paragraph 7.103.

2. Thisform paragraph should only be used ONCE in
agiven Office action.

3. Thisform paragraph must precede form paragraphs
7.20.01 - 7.22 when this form paragraph is used to cite
the statute in first actions and final rejections.

9 7.20.01 103(a) Rejection Using Prior Art Under 102(e),
(), or (g) That IsNot Disqualified Under 35 U.S.C. 103(c)
Because ReferencelsPrior Art Under Another Subsection
of 35 U.SC. 102

Applicant has provided evidence in thisfile showing that
the invention was owned by, or subject to an obligation
of assignment to, the same entity as [1] at the time this
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invention was made, or was subject to a joint research
agreement at the time thisinvention was made. However,
reference [2] additionally qualifies as prior art under
another subsection of 35 U.S.C. 102, and thereforeis not
disqualified as prior art under 35 U.S.C. 103(c).

Applicant may overcome the applied art either by a
showing under 37 CFR 1.132 that the invention disclosed
therein was derived from the inventor of this application,
and is therefore, not the invention “by another,” or by
antedating the applied art under 37 CFR 1.131.

Examiner Note:

1. Thisform paragraph must beincluded following form
paragraph 7.20 in al actions containing rejections under
35 U.S.C. 103(a) using art that is disqualified under
103(c) using 102(e), (f), or (g), but which qualifies under
another section of 35 U.S.C. 102.

2. Inbrackets 1 and 2, identify the reference which is
sought to be disqualified.

9 7.20.02 Joint Inventors, Common Owner ship Presumed

This application currently names joint inventors. In
considering patentability of the claims under 35 U.S.C.
103(a), the examiner presumes that the subject matter of
the various claims was commonly owned at the time any
inventions covered therein were made absent any evidence
to the contrary. Applicant is advised of the obligation
under 37 CFR 1.56 to point out theinventor and invention
dates of each claim that was not commonly owned at the
time alater invention was madein order for the examiner
to consider the applicability of 35 U.S.C. 103(c) and
potential 35 U.S.C. 102(e), (f) or (g) prior art under 35

U.S.C. 103(a).

Examiner Note:

This paragraph must be used in all applicationswith joint
inventors (unless the claims are clearly restricted to only
one claimed invention, e.g., only a single claim is
presented in the application).

1 7.20.04 103(a) Rejection Using Prior Art Under 102(€),
(), or (g) That Is Attempted To Be Disqualified Under 35
U.S.C. 103(c) Using the Common Ownership or
Assignment Provision

Applicant has attempted to disqualify reference[1] under
35 U.S.C. 103(c) by showing that the invention was
owned by, or subject to an obligation of assignment to,
the same entity as[2] at thetimethisinvention was made.
However, applicant has failed to provide a statement that
the application and the reference were owned by, or
subject to an obligation of assignment to, the same person
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at the time the invention was made in a conspicuous
manner, and therefore, isnot disqualified asprior art under
35 U.S.C. 103(a). Applicant must file the required
evidence in order to properly disqualify the reference
under 35 U.S.C. 103(c). See MPEP § 706.02(1).

In addition, applicant may overcomethe applied art either
by a showing under 37 CFR 1.132 that the invention
disclosed therein was derived from the inventor of this
application, and is therefore not the invention “by
another,” or by antedating the applied art under 37 CFR
1.131.

Examiner Note:

1. Thisform paragraph must beincluded in all actions
containing rejections under 35 U.S.C. 103(a) where an
attempt has been made to disgqualify the reference under
35 U.S.C. 103(c), but where the applicant has not
provided aproper statement indicating common ownership
or assignment at the time the invention was made.

2. Inbrackets 1 and 2, identify the commonly owned
applied art (e.g., patent or co-pending application).

9 7.20.05 103(a) Rejection Using Prior Art Under 102(e),
(), or (g) That Is Attempted To Be Disqualified Under 35
U.S.C. 103(c) Using the Joint Research Agreement
Provisions

Applicant has attempted to disqualify reference[1] under
35 U.S.C. 103(c) by showing that the invention was
subject to a joint research agreement at the time this
invention was made. However, applicant hasfailedto[2].
Applicant must file the missing requirements in order to
properly disqualify thereference under 35 U.S.C. 103(c).
See 37 CER 1.71(g) and 1.104(c) and M PEP & 706.02(1).

In addition, applicant may overcomethe applied art either
by a showing under 37 CFR 1.132 that the invention
disclosed therein was derived from the inventor of this
application, and is therefore, not the invention “by
another,” or by antedating the applied art under 37 CFR
1.131.

Examiner Note:

1. This form paragraph must be included in all
actions containing rejections under 35 U.S.C. 103(a)
where an attempt has been made to disqualify the
reference under 35 U.S.C. 103(c) using thejoint research
agreement provisions but the disqualification attempt is
ineffective.

2. Inbracket 1, identify the reference whichis sought
to be disqualified under 35 U.S.C. 103(c).

3. In bracket 2, identify the reason(s) why the
disqualification attempt isineffective. Thereason(s) could
be noncompliance with the statutory requirements of 35
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U.S.C. 103(c) or rule requirements relating to the
CREATE Act, such as failure to submit the required
statement or failure to amend the specification to include
the names of the parties to the joint research agreement.
See 37 CFR 1.104(c)(4).

1 7.21 Rejection, 35 U.SC. 103(a)

Claim [1] rejected under 35 U.S.C. 103(a) as being
unpatentable over [2].

Examiner Note:

1. Thisparagraph must be preceded by either form
paragraph 7.20 or form paragraph 7.103.

2. Anexplanation of the rejection applying the Graham
v. Deere test must follow this form paragraph.

3. If thergjection relies upon prior art under 35 U.S.C.
102(e), use 35 U.S.C. 102(€) as amended by theAmerican
Inventors Protection Act to determine the reference’ sprior
art date, unlessthe referenceisa U.S. patent issued
directly, or indirectly, from an international application
which has an international filing date prior to November
29, 2000. In other words, use pre-AlPA 35 U.S.C. 102(€)
only if the referenceisaU.S. patent issued directly or
indirectly from either anational stage of an international
application (application under 35 U.S.C. 371) which has
aninternationa filing date prior to November 29, 2000
or a continuing application claiming benefit under 35
U.S.C. 120, 121 or 365(c) to an international application
having an international filing date prior to November 29,
2000. See the Examiner Notes for form paragraphs 7.12
and 7.12.01 to assist in the determination of the
reference’s 35 U.S.C. 102(€) date.

4. If the applicability of thisrejection (e.g., the
availability of the prior art asareference under 35 U.S.C.
102(a) or 35 U.S.C. 102(b)) prevents the reference from
being disqudified under 35 U.S.C. 103(c), form paragraph
7.20.01 must follow this form paragraph.

5. If thisrejectionisaprovisiona 35 U.S.C. 103(a)
rejection based upon a copending application that would
comprise prior art under 35 U.S.C. 102(e) if patented or
published, use form paragraph 7.21.01 instead of this
paragraph.

9 7.21.01 Provisional Rejection, 35 U.S.C. 103(a),
Common Assignee or at Least One Common Inventor

Claim [1] provisionally rejected under 35 U.S.C. 103(a)
as being obvious over copending Application No. [2]
which has a common [3] with the instant application.
Based upon the earlier effective U.S. filing date of the
copending application, it would constitute prior art under
35U.S.C. 102(g) if published or patented. Thisprovisional
rejection under 35 U.S.C. 103(a) is based upon a

700-60



MANUAL OF PATENT EXAMINING PROCEDURE

presumption of future publication or patenting of the
conflicting application. [4]

This provisional rejection might be overcome either by a
showing under 37 CFR 1.132 that any invention disclosed
but not claimed in the copending application was derived
from the inventor of this application and is thus not the
invention “by another,” or by a showing of a date of
invention for the instant application prior to the effective
U.S. filing date of the copending application under 37
CFR 1.131. This rejection might also be overcome
by showing that the copending application isdisqualified
under 35 U.S.C. 103(c) as prior art in arejection under
35 U.S.C. 103(a). See MPEP § 706.02(1)(1) and §
706.02(1)(2).

Examiner Note:

1. Thisparagraphisused to provisionaly reject claims
not patentably distinct from the disclosurein acopending
application having an earlier U.S. filing date and also
having either acommon assignee or at least one common
inventor. This form paragraph should not be used in
applications pending on or after December 10, 2004 when
the copending applicationisdisqualified under 35 U.S.C.
103(c) asprior art in a35 U.S.C. 103(a) rejection. See
MPEP § 706.02(1)(3).

2. Use35U.S.C. 102(€) as amended by the American
Inventors Protection Act (A1PA) to determine the
copending application reference’s prior art date, unless
the copending application reference is based directly, or
indirectly, from an international application which hasan
international filing date prior to November 29, 2000. If
the copending application reference is either a national
stage of an international application (application under
35 U.S.C. 371) which hasaninternational filing date prior
to November 29, 2000, or a continuing application
claiming benefit under 35 U.S.C. 120, 121, or 365(c) to
aninternational application having an internationa filing
date prior to November 29, 2000, use pre-AIPA 35 U.S.C.
102(e) to determine the copending application reference’s
prior art date. See the Examiner Notesfor form paragraphs
7.12 and 7.12.01 to assist in the determination of the 35

U.S.C. 102(e) date.

3. If theclaimedinventionisfully disclosed in the
copending application, use paragraph 7.15.01.

4. Inbracket 3, insert either --assignee-- or --inventor--.
5. Inbracket 4, insert explanation of obviousness.

6. If theclaimedinventionisalso claimedinthe
copending application, a provisiona obviousness double
patenting rejection should additionally be made using
paragraph 8.33 and 8.37.

7. If evidenceindicates that the copending application
isalso prior art under 35 U.S.C. 102(f) or (g) and the
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copending application has not been disqualified as prior
artina35 U.S.C. 103(a) rejection pursuant to 35 U.S.C.
103(c), arejection should additionally be made under 35
U.S.C. 103(a) using paragraph 7.21 (e.g., applicant has
named the prior inventor in response to a requirement
made using paragraph 8.28).

1 7.21.02 Rgjection, 35 U.S.C. 103(a), Common Assignee
or at Least One Common | nventor

Claim [1] rejected under 35 U.S.C. 103(a) as being
obvious over [2].

The applied reference has a common [ 3] with the instant
application. Based upon the earlier effective U.S. filing
date of the reference, it constitutes prior art under 35
U.S.C. 102(e). This rejection under 35 U.S.C. 103(a)
might be overcomeby: (1) ashowing under 37 CFR 1.132
that any invention disclosed but not claimed in the
reference was derived from theinventor of thisapplication
and is thus not an invention “by another”; (2) a showing
of a date of invention for the claimed subject matter of
the application which corresponds to subject matter
disclosed but not claimed in the reference, prior to the
effective U.S. filing date of the reference under 37 CFR
1.131; or (3) an oath or declaration under 37 CFR 1.130
stating that the application and reference are currently
owned by the same party and that the inventor named in
the application isthe prior inventor under 35 U.S.C. 104,
together with a terminal disclaimer in accordance with
37 CFR 1.321(c). Thisrgjection might also be overcome
by showing that the reference is disqualified under 35
U.S.C. 103(c) as prior art in aregection under 35 U.S.C.
103(a). See MPEP § 706.02(1)(1) and § 706.02(1)(2). [4]

Examiner Note:

1. Thisparagraph isused to reject over areference
(patent or published application) with an earlier filing
date that discloses the claimed invention, and that only
qualifies as prior art under 35 U.S.C. 102(e). If the
reference qualifiesas prior art under 35 U.S.C. 102(a) or
(b), then this form paragraph should not be used (form
paragraph 7.21 should be used instead). The reference
must have either acommon assignee or at least one
common inventor. This form paragraph should not be
used in applications when the reference is disqualified
under 35 U.S.C. 103(c) asprior artina 35 U.S.C. 103(a)
rejection. See M PEP § 706.02(1)(3).

2. 35U.S.C. 102(e) as amended by the American
Inventors Protection Act of 1999 (AIPA) must be applied
if the reference is one of the following:

a. aU.S. patent or apublication of aU.S. application
for patent filed under 35 U.S.C. 111(a);

b. aU.S. patent issued directly or indirectly from, or a
U.S. or WIPO publication of, an international application
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if theinternational application hasan inter national filing
date on or after November 29, 2000. See the Examiner
Notes for form paragraph 7.12 to assist in the
determination of the 35 U.S.C. 102(¢) date of the
reference.

3. Pre-AlPA 35 U.S.C 102(e) must be applied if the
referenceisa U.S. patent issued directly, or indirectly,
from an international application filed prior to November
29, 2000. See the Examiner Notes for form paragraph
7.12.01 to assist in the determination of the 35 U.S.C.
102(e) date of the reference.

4. Inbracket 3, insert either --assignee-- or --inventor--.
5. Inbracket 4, insert explanation of obviousness.

1 7.22 Regjection, 35 U.S.C. 103(a), Further in View Of
Claim [1] rejected under 35 U.S.C. 103(a) as being

unpatentable over [2] as applied to claim [3] above, and
further in view of [4].

Examiner Note:

1. Thisform paragraph must be preceded by form
paragraph 7.21.

2. Anexplanation of the rejection applying the Graham
v. Deere test must follow this form paragraph.

3. If thergection relies upon prior art under 35 U.S.C.
102(e), use 35 U.S.C. 102(€) asamended by the American
Inventors Protection Act to determinethereference’ s prior
art date, unless the referenceisa U.S. patent issued
directly, or indirectly, from an international application
which has an international filing date prior to November
29, 2000. In other words, use pre-AlPA 35 U.S.C. 102(e)
only if thereferenceisaU.S. patent issued directly or
indirectly from either a national stage of an international
application (application under 35 U.S.C. 371) which has
an international filing date prior to November 29, 2000
or a continuing application claiming benefit under 35
U.S.C. 120, 121 or 365(c) to an international application
having an international filing date prior to November 29,
2000. See the Examiner Notes for form paragraphs 7.12
and 7.12.01 to assist in the determination of the
reference’s 35 U.S.C. 102(€) date.

9 7.23 Grahamv. Deere, Test for Obviousness

Thefactual inquiries set forthin Grahamv. John Deere
Co., 383 U.S. 1, 148 USPQ 459 (1966), that are applied
for establishing abackground for determining obviousness
under 35 U.S.C. 103(a) are summarized as follows:

1. Determining the scope and contents of the prior art.

Rev. 9, August 2012

2. Ascertaining the differences between the prior art and
the claims at issue.

3. Resolving the level of ordinary skill in the pertinent
art.

4, Considering objective evidence present in the
application indicating obviousness or nonobviousness.
Examiner Note:

This form paragraph may be used, if appropriate, in
response to an argument of the use of Graham v. Deere.

1 7.27 Rejection, 35 U.SC. 102 or 103(a)

Claim[1] rejected under 35 U.S.C. 102([2]) as anticipated
by or, in the alternative, under 35 U.S.C. 103(a) as
obvious over [3].

Examiner Note:

1. Thisform paragraph is NOT intended to be
commonly used as a substitute for arejection under 35
U.S.C. 102. In other words, asingle rejection under either
35 U.S.C. 102 or 35 U.S.C. 103(a) should be made
whenever possible using appropriate form paragraphs
7.15t07.19, 7.21 and 7.22. Examples of circumstances
where this paragraph may be used are as follows:

a.  When the interpretation of the claim(s) is or may be
indispute, i.e., given oneinterpretation, arejection under
35 U.S.C. 102 is appropriate and given another
interpretation, arejection under 35 U.S.C. 103(a) is
appropriate. See MPEP 88 2111- 2116.01 for guidelines
on claim interpretation.

b. When the reference discloses all the limitations of a
claim except a property or function, and the examiner
cannot determine whether or not the reference inherently
possesses properties which anticipate or render obvious
the claimed invention but has basisfor shifting the burden
of proof to applicant asin In re Fitzgerald, 619 F.2d 67,
205 USPQ 594 (CCPA 1980). See MPEP 8§ 2112-
2112.02.

c.  When the reference teaches a small genus which
places a claimed species in the possession of the public
asin|nre Schaumann, 572 F.2d 312, 197 USPQ 5 (CCPA
1978), and the species would have been obvious even if
the genuswere not sufficiently small tojustify arejection
under 35 U.S.C. 102. See M PEP §§ 2131.02 and 2144.08
for more information on anticipation and obviousness of
species by adisclosure of agenus.

d. When thereference teaches a product that appearsto
be the same as, or an obvious variant of, the product set
forth in a product-by-process claim although produced
by adifferent process. See In re Marosi, 710 F.2d 799,
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218 USPQ 289 (Fed. Cir. 1983) and In re Thorpe, 777
F.2d 695, 227 USPQ 964 (Fed. Cir. 1985). See also
MPEP § 2113

e. When thereference teaches all claim limitations
except ameans plus function limitation and the examiner
is not certain whether the element disclosed in the
reference is an equivalent to the claimed element and
therefore anticipatory, or whether the prior art element is
an obvious variant of the claimed element. See M PEP
88§ 2183- 2184.

f.  When the ranges disclosed in the reference and
claimed by applicant overlap in scope but the reference
does not contain a specific example within the claimed
range. See the concurring opinion in Ex parte L ee,

31 USPQ2d 1105 (Bd. Pat. App. & Inter. 1993). See
MPEP §2131.03.

2. If theinterpretation of the claim(s) rendersthe
claim(s) indefinite, arejection under 35 U.S.C. 112, 2nd

paragraph, may be appropriate.

3. Inbracket 2, insert the appropriate paragraph | etter(s)
in parenthesis.

4. A full explanation should follow thisform paragraph.

5. If thergjection relies upon prior art under 35 U.S.C.
102(e), use 35 U.S.C. 102(€) asamended by the American
Inventors Protection Act to determinethereference’ s prior
art date, unless the referenceisa U.S. patent issued
directly, or indirectly, from an international application
which has an international filing date prior to November
29, 2000. In other words, use pre-AlPA 35 U.S.C. 102(e)
only if thereferenceisaU.S. patent issued directly or
indirectly from either a national stage of an international
application (application under 35 U.S.C. 371) which has
an international filing date prior to November 29, 2000
or a continuing application claiming benefit under 35
U.S.C. 120, 121 or 365(c) to an international application
having an international filing date prior to November 29,
2000. See the Examiner Notes for form paragraphs 7.12
and 7.12.01 to assist in the determination of the
reference’s 35 U.S.C. 102(€) date.

6. Thisform paragraph must be preceded by 7.07, one
or more of form paragraphs 7.08 to 7.14 as appropriate,
and form paragraph 7.20 or form paragraph 7.103.

>
1 7.06 Claim Limitation Relating to a Tax Strategy

Deemed To Be W thin the Prior Art under 35 U.S.C. 102
and/or 103

Claim limitation “[1]" has been interpreted as a strategy
for reducing, avoiding, or deferring tax liability (“tax
strategy”) pursuant to Section 14 of the Leahy-Smith
AmericalnventsAct. Accordingly, this claim limitation
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706.02(n)

is being treated as being within the prior art and is
insufficient to differentiate the invention of clam[2] from
the prior art.

Examiner Note:

1. Inbracket 1, recite the claim limitation that relates
to atax strategy. For more information see the
memorandum Tax Strategies Are Deemed To Be Within
the Prior Art issued on September 20, 2011.

2. Inbracket 2, insert claim number(s), pluralize
“claim” as appropriate.
<

706.02(n) Biotechnology Process Applications; 35
U.S.C. 103(b) [R-1]

35 U.S.C. 103 Conditionsfor patentability; non-obvious

subject matter.
*kkk*x

(b) (1) Notwithstanding subsection (a), and upon
timely election by the applicant for patent to proceed
under this subsection, a biotechnologica process using
or resulting in acomposition of matter that isnovel under
section 102 and nonobvious under subsection (@) of this
section shall be considered nonobvious if-(A) claimsto
the process and the composition of matter are contained
in either the same application for patent or in separate
applications having the same effective filing date; and

(B) the composition of matter, and the
process at the time it was invented, were owned by the
same person or subject to an obligation of assignment to
the same person.

(2) A patent issued on aprocess under paragraph
(1)-(A) shal aso contain the claims to the composition
of matter used in or made by that process, or

(B) shall, if such composition of matter is
claimed in another patent, be set to expire on the same
date as such other patent, notwithstanding section 154.

(3) For purposes of paragraph (1), the term
“biotechnological process’ means-(A) a process of
genetically altering or otherwise inducing a single- or
multi-celled organism to-(i) express an exogenous
nucleotide sequence,
(i) inhibit, eliminate, augment, or alter
expression of an endogenous nucleotide sequence, or
(iii) express a specific physiological
characteristic not naturally associated with said organism;

(B) cell fusion procedures yielding a cell
linethat expresses a specific protein, such asamonoclonal
antibody; and

(C) amethod of using a product produced
by a process defined by subparagraph (A) or (B), or a
combination of subparagraphs (A) and (B).

*kkk*k
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35 U.S.C. 103(b) is applicable to biotechnological
processes only. 35 U.S.C. 103(b) precludes a rejection
of process claims which involve the use or making of
certain nonobvious biotechnological compositions of

matter under 35 U.S.C. 103(a).

35 U.S.C. 103(b) requires that:

(A) the biotechnological process and composition
of matter be contained in either the same application or
in separate applications having the same effective filing
date;

(B)  both the bhiotechnological process and
composition of matter be owned or subject to an
assignment to the same person at the time the processwas
invented;

(C) apatent issued on the process also contain the
claims to the composition of matter used in or made by
the process, or, if the process and composition of matter
are in different patents, the patents expire on the same
date;

(D) the biotechnological process falls within the
definition set forth in 35 U.S.C. 103(b); and

(E) atimely election be made to proceed under the

provisions of 35 U.S.C. 103(b).

An election to proceed under 35 U.S.C. 103(b) shall be
made by way of petition under 37 CFR 1.182. The
petition must establish that all the requirements set forth
in 35 U.S.C. 103(b) have been satisfied.

An election will normally be considered timely if it is
made no later than the earlier of either the payment of the
issue fee or the filing of an appeal brief in an application
which contains a composition of matter claim which has
not been rejected under 35 U.S.C. 102 or 103.

In an application where at |east one composition of matter
claim has not been rejected under 35 U.S.C. 102 or 103,
a35 U.S.C. 103(b) eection may be made by submitting
the petition and an amendment requesting entry of process
claims which correspond to the composition of matter
claim.

For applications pending on or after November 1, 1995,
in which the issue fee has been paid prior to March 26,
1996, the timeliness requirement for an election under
35 U.S.C. 103(b) will be considered sdtisfied if the
conditions of 37 CFR 1.312(b) are met. However, if a
patent is granted on an application entitled to the benefit
of 35U.S.C. 103(b) without an el ection having been made
as a result of error without deceptive intent, patentees
may file a reissue application to permit consideration of
process claims which qualify for 35 U.S.C. 103(b)
treatment.
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See MPEP § 2116.01 for a discussion of the Federa
Circuit's decisions in In re Ochiai, 71 F.3d 1565, 37
USPQ 1127 (Fed. Cir. 1995) and In re Brouwer, 77 F.3d
422, 37 USPQ2d 1663 (Fed. Cir. 1996) which address
the general issue of whether an otherwise conventional
process could be patented if it were limited to making or
using a nonobvious product. In view of the Federal
Circuit'sdecisionsin Ochiai and Brouwer, an applicant’s
need to rely upon 35 U.S.C. 103(b) should be rare. See
also 1184 O.G. 86 (Comm'r Pat. 1996). See 35 U.S.C.
282 for the effect of a determination of nonobviousness
under 35 U.S.C. 103(b)(1) on the presumption of validity.

706.03 Rejections Not Based on Prior Art

The primary object of the examination of an application
is to determine whether or not the claims are patentable
over the prior art. This consideration should not be
relegated to a secondary position while undue emphasis
is given to nonprior art or “technical” rejections. Effort
in examining should be concentrated on truly essential
matters, minimizing or eliminating effort on technical
rejections which are not really critical. Where a major
technical rejection is proper (e.g., lack of proper
disclosure, undue breadth, utility, etc.) such rejection
should be stated with a full development of the reasons
rather than by a mere conclusion coupled with some
stereotyped expression.

Rejections based on nonstatutory subject matter
are explained in MPEP § 706.03(a), § 2105, § 2106 -
§ 2106.02, and § 2107 - § 2107.02. Rejections based on
subject matter barred by the Atomic Energy Act are
explained in MPEP_§ 706.03(b). Rejections based on
duplicate claimsare addressed in M PEP § 706.03(k), and
double patenting rejections are addressed in M PEP § 804.
See MPEP _§ 706.03(0) for rejections based on new
matter. Foreign filing without a license is discussed in
MPEP_§ 706.03(s). Disclaimer, after interference or
public use proceeding, res judicata, and reissue are
explained in MPEP 8§ 706.03(u) to § 706.03(x).
Rejections based on 35 U.S.C. 112 are discussed in
MPEP § 2161 - § 2174. IF THE LANGUAGE IN THE
FORM PARAGRAPHS IS INCORPORATED IN THE
OFFICE ACTION TO STATE THE REJECTION,
THERE WILL BE LESS CHANCE OF A
MISUNDERSTANDING AS TO THE GROUNDS OF
REJECTION.

706.03(a) ReectionsUnder 35 U.S.C. 101 [R-9]

*%

Patents are not granted for all new and useful inventions
and discoveries. The subject matter of the invention or
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discovery must come within the boundaries set forth by
35 U.S.C. 101, which permits *>a patent< to be granted
only for “any new and useful process, machine,
manufacture, or composition of matter, or any new and
useful improvement thereof.”

* %

>

|. DOUBLE PATENTING

35 U.S.C._101 prevents two patents issuing on the same
invention to the same applicant. The “same invention”
means that identical subject matter is being claimed. If
more than one patent is sought, a patent applicant will
receive a statutory double patenting rejection for claims
included in morethan one application that are directed to
the sameinvention.

See MPEP Chapter_800, specifically MPEP § 804 for
criteriarelevant to the prohibition of “double patenting.”

1. SUBJECT MATTER ELIGIBILITY

A claimed invention must fall within one of the four
categories of invention recited in 35 U.S.C. 101: process,
machine, manufacture, or composition of matter, asthese
categories have been interpreted by the courts.
Additionally, aclaimed invention must not be directed to
one of the judicially recognized exceptions, which have
been specifically excluded from patent eligibility by the
courts. These judicially recognized exceptions include
scientific truths, abstract principles, abstract intellectual
concepts, laws of nature, natural phenomena, abstract
ideas, mental processes, processes of human thinking,
and systems that depend for their operation on human
intelligence alone. These have been collectively referred
to aslawsof nature, natural phenomena, or abstract ideas,
but encompass the basic tools of scientific and
technological work.<

See MPEP § 2105 for patent eligibility of living subject
matter and MPEP _§ 2106 for guidelines pertaining to
subject matter eligibility in general.

>

Eligible subject matter is further limited by the Atomic
Energy Act explained in MPEP § 706.03(b), which
prohibits patents granted on any invention or discovery
that is useful solely in the utilization of special nuclear
material or atomic energy in an atomic weapon.<

*

>
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. <UTILITY

A regiection on the ground of lack of utility *>is
appropriate when (1) it is not apparent why the invention
is “useful” because applicant has failed to identify any
specific and substantial utility and there is no well
established utility, or (2) an assertion of specific and
substantial utility for the invention is not credible. Such
a rgjection can include< the more specific grounds of
inoperativeness, >such asinventions< involving perpetual
motion. A rejection under 35 U.S.C. 101 for lack of utility
should not be based on grounds that the invention is
frivolous, fraudulent or against public policy. See Juicy
Whip Inc. v. Orange Bang Inc., 185 F.3d 1364, 1367-68,
51 USPQ2d 1700, 1702-03 (Fed. Cir. 1999) (“[Y]ears
ago courts invalidated patents on gambling devices on
the ground that they wereimmoral..., but that isno longer
the law...Congress never intended that the patent laws
should displace the police powers of the States, meaning
by that term those powers by which the health, good order,
peace and general welfare of the community are
promoted...we find no basis in section 101 to hold that
inventions can be ruled unpatentable for lack of utility
simply because they have the capacity to fool some
members of the public”). The statutory basis for this
rejection is 35 U.S.C. 101. See MPEP § 2107 for
guidelines governing rejections for lack of utility. See
MPEP § 2107.01 - § 2107.03 for legal precedent
governing the utility requirement.

Use Form Paragraphs >8.30, 8.31 and 8.32 for statutory
double patenting rejections. Use Form Paragraphs< 7.04
through 7.05.03 to reject under 35 U.S.C. 101 >for failure
to claim eligible subject matter and for failure to satisfy
the utility requirement<.

1 7.04 Satement of Satutory Basis, 35 U.SC. 101

35 U.S.C. 101 reads as follows:

Whoever invents or discovers any new and useful
process, machine, manufacture, or composition of
matter, or any new and useful improvement thereof,
may obtain a patent therefor, subject to the
conditions and requirements of thistitle.

Examiner Note:

This paragraph must precede the first use of 35 U.S.C.
101 in all first actions on the merits and final rejections.
*%*

>
9 7.04.01 Human Organism
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Section 33(a) of theAmericalnventsAct reads asfollows:

Notwithstanding any other provision of law, no
patent may issue on a claim directed to or
encompassing a human organism.

Claim[1] rejected under 35 U.S.C. 101 and section 33(a)
of the America Invents Act as being directed to or
encompassing a human organism. See also Animals -
Patentability, 1077 Off. Gaz. Pat. Office 24 (April 21,
1987) (indicating that human organisms are excluded
from the scope of patentable subject matter under 35
U.S.C. 101). [2]

Examiner Note:
1. Thisparagraph must be preceded by form paragraph
7.04 which quotes 35 U.S.C. 101.

2. Inbracket 1, pluralize “Claim” if necessary, insert
claim number(s), and insert “is’ or “are” as appropriate.

3. Inbracket 2, explain why the claim isinterpreted to
read on a human organism.

1 7.05Regjection, 35 U.S.C. 101, -Heading Only- (Utility,
Non-Satutory, Inoperative)

Claim [1] rejected under 35 U.S.C. 101 because

Examiner Note:

1. Thisform paragraph must befollowed by one or more
of form paragraphs - 7.05.01, 7.05.011, 7.05.012,
7.05.013, 7.05.02, 7.05.03, or another appropriate reason.

2. Explainthe rgjection following the recitation of the
statute and the use of form paragraph(s) or other reason.

3. See M PEP 88 706.03(a) and 2105- 2107.03 for other
situations.

4. Thisform paragraph must be preceded by form
paragraph 7.04 in first actions and final rejections.

9 7.05.01 Rejection, 35 U.S.C. 101, Non-Satutory

the claimed invention is directed to non-statutory subject
matter because [1]

Examiner Note:

1. Inbracket 1, explain why the claimed invention is
not patent eligible subject matter, e.g.,

(@ why the claimed invention does not fall within at
least one of the four categories of patent eligible subject
matter recited in 35 U.S.C. 101 (process, machine,
manufacture, or composition of matter), e.g., theclaimis
directedtoasigna per se, acontract between two parties,
or ahuman being; or
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(b) why the claimed invention, although nominally
falling within at least one of the four eligible categories,
isdirected to ajudicial exception to 35 U.S.C. 101 (i.e,,
an abstract idea, natural phenomenon, or law of nature);
or

(c) why the claimed invention would impermissibly
cover every substantial practical application of, and
thereby preempt all use of, an abstract idea, natural
phenomenon, or law of nature.

2. Foraclaimthat isdirected to an abstract ideaand is
non-statutory, use form paragraph 7.05.011.

9 7.05.011 Rejection, 35 U.SC. 101, Non-Satutory
Method (Abstract 1dea)

the claimed invention is not directed to patent eligible
subject matter. Based upon consideration of all of the
relevant factors with respect to the clam as a whole,
claim(s) [1] is/are determined to be directed to an abstract
idea. The rationale for this determination is explained
below: [2]

Examiner Note:

1 This form paragraph should only be used when
rejecting method claim(s) directed to an abstract idea.

2. In bracket 2, identify the decisive factors
weighing against patent eligibility under 35 U.S.C. 101,
and explain the manner in which these factors support a
conclusion of patent ineligibility under 35 U.S.C. 101.
For instance, that additional limitations are no more than
afield of use or merely involveinsignificant extrasolution
activity; e.g., datagathering. The explanation needsto be
sufficient to establish a prima facie case of patent
ineligibility under 35 U.S.C. 101.

9 7.05.012 Dependent Claim(s) - Rejection, 35 U.S.C.
101, Non-Satutory Method (Abstract |dea)

Dependent claim(s) [1] when analyzed as a whole are
held to be patent ineligible under 35 U.S.C. 101 because
the additional recited limitation(s) fail(s) to establish that
the claim(s) is/are not directed to an abstract idea, as
detailed below: [2]

Examiner Note:

1 This form paragraph should only be used when
rejecting dependent method claim(s) directed to an
abstract idea.

2. In bracket 2, provide an explanation as to why
theclaim(s) isaredirected to an abstract idea; for instance,
that the additional limitations are no more than afield of
use or merely involveinsignificant extrasol ution activity;
e.g., data gathering. The explanation needsto be
sufficient to establish a prima facie case of patent
ineligibility under 35 U.S.C. 101.
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1 7.05.013 Rejection, 35 U.SC. 101, Non-Statutory
Method (Law of Nature)

the claimed invention is not directed to patent eligible
subject matter. Based upon an analysiswith respect to the
claim as a whole, claim(s) [1] iS/are determined to be
directed to alaw of nature/natural principle. Therationale
for this determination is explained below: [2]

Examiner Note:

1. Thisform paragraph should only be used when
rejecting method claim(s) that have alaw of nature/natural
principle asaclaim limitation.

2. Inbracket 2, identify the natural principle that isthe
limiting feature in the claim, and explain why the
additional elements or stepsin the claim do not integrate
the natural principle into the method and/or why the
additional elementsor stepsin the claim are not sufficient
to ensure that the claim amounts to significantly more
than the natural principleitself. For instance, the
additional elements or steps can be shown to be
extrasolution activity or merefield of use that impose no
meaningful limit on the performance of the method or
can be shown to be no more than well-understood, purely
conventional, and routinely taken by othersin order to
apply the natural principle. The explanation needs to be
sufficient to establish a prima facie case of patent
ineligibility under 35 U.S.C. 101.

<

1 7.05.02 Rgjection, 35 U.S.C. 101, Utility Lacking
the claimed invention lacks patentable utility. [1]
Examiner Note:

In bracket 1, provide explanation of lack of utility. See
MPEP &8 706.03(a) and 2105 - 2107.03.

9 7.05.03 Rejection, 35 U.SC. 101, Inoperative

the disclosed invention isinoperative and therefore lacks
utility. [1]

Examiner Note:

In bracket 1, explain why invention isinoperative.

1 7.05.04 Utility RejectionsUnder 35 U.S.C. 101 and 35
U.SC. 112, First Paragraph

Claim [1] rejected under 35 U.S.C. 101 because the
claimedinventionisnot supported by either a[2] asserted
utility or awell established utility.

(3]
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Claim [4] also rejected under 35 U.S.C. 112, first
paragraph. Specifically, since the claimed invention is
not supported by either a [5] asserted utility or a well
established utility for the reasons set forth above, one
skilled in the art clearly would not know how to use the
claimed invention.

Examiner Note:

1. Where the specification would not enable one skilled
in the art to make the claimed invention, or where
aternative reasons support the enablement rejection, a
separate rejection under 35 U.S.C. 112, first paragraph,
enablement should be made using the factors set forth in
In re Wands, 858 F.2d 731, 8 USPQ2d 1400 (Fed. Cir.
1988) and an undue experimentation analysis. See M PEP
88 2164 - 2164.08(c).

2 UseFormat A, B, or C below as appropriate.

Format A:

(8 Insert the same claim numbersin brackets 1 and
4,

(b) Insert --specific and substantial-- ininserts 2 and
5.

(c) Inbracket 3, insert the explanation asto why the
claimed invention is not supported by either a specific
and substantial asserted utility or awell established utility.

(d) Format A isto be used when thereis no asserted
utility and when there is an asserted utility but that utility
is not specific and substantial.

Format B:

(@) Insert the same claim numbersin brackets 1 and
4,

(b) Insert --credible-- ininserts 2 and 5.

(c) Inbracket 3, insert the explanation asto why the
claimed invention is not supported by either a credible
asserted utility or awell established utility.

Format C:

For claimsthat have multiple utilities, some of which are
not specific and substantial, some of which are not
credible, but none of which are specific, substantial and
credible:

(@) Insert the same claim numbersin brackets 1 and
4,

(b) Insert --specific and substantial asserted utility,
acredible-- ininserts 2 and 5.

(c) Inbracket 3, insert the explanation asto why the
claimed invention is not supported by either a specific
and substantial asserted utility, a credible asserted utility
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or a well established utility. Each utility should be
addressed.

706.03(b) Barred by Atomic Energy Act [R-2]

A limitation on what can be patented is imposed by the
Atomic Energy Act of 1954. Section 151(a) (42 U.S.C.
2181(a)>)< thereof readsin part as follows:

No patent shall hereafter be granted for any invention or
discovery which is useful solely in the utilization of
specia nuclear material or atomic energy in an atomic

weapon.

Theterms*atomic energy” and “ special nuclear materia”
are defined in Section 11 of the Act (42 U.S.C. 2014).

Sections 151(c) and 151(d) (42 U.S.C. 2181(c) and (d))
set up categories of pending applicationsrelating to atomic
energy that must be brought to the attention of the
Department of Energy. Under 37 CFR

>

1.14(d)<, applicationsfor patentswhich disclose or which
appear to disclose, or which purport to disclose, inventions
or discoveries relating to atomic energy are reported to
the Department of Energy and the Department will be
given accessto such applications, but such reporting does
not constitute a determination that the subject matter of
each application so reported is in fact useful or an
invention or discovery or that such application in fact
discloses subject matter in categories specified by the
Atomic Energy Act.

All applicationsreceived inthe U.S. Patent and Trademark
Office are screened by Technology Center (TC) work
group 3640 personnel, under 37 CFR

AV

1.14(d)

<

, in order for the *>Director< to fulfill his or her
responsibilities under section 151(d) (42 U.S.C.
2181(d)>)< of the Atomic Energy Act. Papers
subsequently added must be inspected promptly by the
examiner when received to determine whether the
application has been amended to relate to atomic energy
and those so related must be promptly forwarded to
Licensing and Review in TC work group 3640.

All rejections based upon sections 151(a)(42 U.S.C.
2181(a)>)<, 152 (42 U.S.C. 2182), and 155 (42 U.S.C.

Rev. 9, August 2012

MANUAL OF PATENT EXAMINING PROCEDURE

2185) of the Atomic Energy Act must be made only by
TC work group 3640 personnel.

706.03(c) RejectionsUnder 35 U.S.C. 112, First
Paragraph [R-2]

Rejections based on the first paragraph of 35 U.S.C. 112
are discussed in MPEP § 2161 - § 2165.04. For a
discussion of the utility requirements of 35 U.S.C. 112,
first paragraph, and 35 U.S.C. 101, see MPEP § 2107 -
§ 2107.03. The appropriate form paragraphs 7.30.01 and
7.31.01 through 7.33.01 should be used in making
rejections under 35 U.S.C. 112, first paragraph.

1 7.30.01 Statement of Satutory Basis, 35 U.S.C. 112,
First Paragraph

The following is a quotation of the first paragraph of 35
U.S.C. 112

The specification shall contain awritten description
of the invention, and of the manner and process of
making and using it, in such full, clear, concise, and
exact terms as to enable any person skilled in the
art to which it pertains, or with which it is most
nearly connected, to make and use the same and
shall set forth the best mode contemplated by the
inventor of carrying out hisinvention.

Examiner Note:

1. The statuteisno longer being re-cited in all Office
actions. Itisonly required in first actions on the merits
and final rejections. Where the statute is not being cited
in an action on the merits, use paragraph 7.103.

2. Form paragraphs 7.30.01 and 7.30.02 are to be used
ONLY ONCE in agiven Office action.

**

>

9 7.31.01 Rejection, 35 U.S.C. 112, 1st Paragraph,
Description Requirement, Including New Matter
Situations

Claim [1] rejected under 35 U.S.C. 112, first paragraph,
as failing to comply with the written description
reguirement. The claim(s) contains subject matter which
was not described in the specification in such away asto
reasonably convey to one skilled in the relevant art that
the inventor(s), at the time the application was filed, had
possession of the claimed invention. [2]

Examiner Note:

1. Thisrejection must be preceded by form paragraph
7.30.01 or 7.103.
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2. Inbracket 2, identify (by suitable reference to page
and line numbers and/or drawing figures) the subject
matter not properly described in the application as filed,
and provide an explanation of your position. The
explanation should include any questions the examiner
asked which were not satisfactorily resolved and
conseguently raise doubt as to possession of the claimed
invention at the time of filing.

<

Form paragraph 7.31.02 should be used when it is the
examiner's position that nothing within the scope of the
claimsisenabled. In such argection, the examiner should
explain al the reasons why nothing within the scope of
the claim is enabled. To make sure all relevant issues are
raised, thisshould include any issuesregarding the breadth
of the claimsrelative to the guidance in the disclosure.

* %

>

9 7.31.02 Rejection, 35 U.SC. 112, 1st Paragraph,
Enablement

Claim [1] regjected under 35 U.S.C. 112, first paragraph,
as failing to comply with the enablement requirement.
The claim(s) contains subject matter which was not
described in the specification in such away asto enable
one skilled in the art to which it pertains, or with which
it is most nearly connected, to make and/or use the
invention. [2]

Examiner Note:

1. Thisrejection must be preceded by form paragraph
7.30.01 or 7.103.

2. If the problemis one of scope, form paragraph
7.31.03 should be used.

3. Inbracket 2, identify the claimed subject matter for
which the specification is not enabling. Also explain why
the specification is not enabling, applying the factors set
forthin InreWands, 858 F.2d 731, 737, 8 USPQ2d 1400,
1404 (Fed. Cir. 1998) as appropriate. See d'so MPEP §
2164.01(a) and § 2164.04. The explanation should include
any questions the examiner may have asked which were
not satisfactorily resolved and consequently raise doubt
as to enablement.

4. Wherean essential component or step of theinvention
is not recited in the claims, use form paragraph 7.33.01.

<

Form paragraph 7.31.03 should be used when it is the
examiner's position that something within the scope of
the claimsis enabled but the claims are not limited to that
scope.
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1 7.31.03 Regjection, 35 U.S.C. 112, 1st Paragraph: Scope
of Enablement

Claim [1] rejected under 35 U.S.C. 112, first paragraph,
because the specification, while being enabling for [2],
does not reasonably provide enablement for [3]. The
specification does not enable any person skilled in the art
to which it pertains, or with which it is most nearly
connected, to [4] the invention commensurate in scope
with these claims. [5]

Examiner Note:

1. Thisrejection must be preceded by form paragraph
7.30.01 or 7.103.

2. Thisform paragraph isto be used when the scope of
the claimsis not commensurate with the scope of the
enabling disclosure.

3. Inbracket 2, identify the claimed subject matter for
which the specification is enabling. This may be by
reference to specific portions of the specification.

4. Inbracket 3, identify aspect(s) of the claim(s) for
which the specification is not enabling.

5. Inbracket 4, fill in only the appropriate portion of
the statute, i.e., one of the following: --make--, --use--,
or --make and use--.

6. Inbracket 5, identify the claimed subject matter for
which the specification is not enabling. Also explain why
the specification is not enabling, applying the factors set
forthin InreWands, 858 F.2d 731, 737, 8 USPQ2d 1400,
1404 (Fed. Cir. 1998) as appropriate. See also MPEP §
2164.01(a) and § 2164.04. The explanation should include
any questions posed by the examiner which were not
satisfactorily resolved and consequently raise doubt asto
enablement.

9 7.31.04 Rejection, 35 U.S.C. 112, 1st Paragraph: Best
Mode Requirement

Claim [1] regjected under 35 U.S.C. 112, first paragraph,
because the best mode contemplated by the inventor has
not been disclosed. Evidence of concealment of the best
mode is based upon [2].

Examiner Note:
1. Thisrejection must be preceded by form paragraph
7.30.01 or 7.103.

2. Inbracket 2, insert the basis for holding that the best
mode has been concealed, e.g., the quality of applicant’s
disclosure is so poor as to effectively result in

concea ment.

3. Useof thisform paragraph should berare. See M PEP
88 2165- 2165.04.
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Form paragraph 7.33.01 should be used when it is the
examiner's position that a feature considered critical or
essential by applicant to the practice of the claimed
invention is missing from the claim.

9 7.33.01 Rejection, 35 U.SC. 112, 1st Paragraph,
Essential Subject Matter Missing From Claims
(Enablement)

Claim [1] regjected under 35 U.S.C. 112, first paragraph,
asbased on adisclosurewhichisnot enabling. [2] critical
or essential to the practice of the invention, but not
included in the claim(s) is not enabled by the disclosure.
See InreMayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA
1976). [3]

Examiner Note:

1. Thisrejection must be preceded by form paragraph
7.30.01 or 7.103.

2. Inbracket 2, recite the subject matter omitted from
the claims.

3. Inbracket 3, give therationale for considering the
omitted subject matter critical or essential.

4. Theexaminer shal citethe statement, argument, date,
drawing, or other evidence which demonstrates that a
particular feature was considered essential by the
applicant, isnot reflected in the claimswhich arerejected.

706.03(d) RejectionsUnder 35 U.S.C. 112, Second
Par agraph [R-9]

Rejections under 35 U.S.C. 112, second paragraph, are
discussed in MPEP_§ 2171 - § 2174> and § 2181
subsection I1<. Form paragraphs 7.30.02* >,< 7.34 through
>7.34.19, 7.35 and< 7.35.01 should be used to *>make
rejections< under 35 U.S.C. 112, second paragraph.

1 7.30.02 Satement of Satutory Basis, 35 U.S.C. 112,
Second Paragraph

The following is a quotation of the second paragraph of
35U.S.C. 112:

The specification shall conclude with one or more
claims particularly pointing out and distinctly
claiming the subject matter which the applicant
regards as his invention.

Examiner Note:

1. Thestatuteis no longer being re-cited in al Office
actions. Itisonly required in first actions on the merits
and final rejections. Where the statute is not being cited
in an action on the merits, use paragraph 7.103.
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2. Paragraphs7.30.01 and 7.30.02 are to be used ONLY
ONCE in agiven Office action.

1 7.34 Rejection, 35 U.S.C. 112, 2nd Paragraph, Failure
To Claim Applicant’s Invention

Claim[1] rgjected under 35 U.S.C. 112, second paragraph,
asfailing to set forth the subject matter which applicant(s)
regard as their invention. Evidence that claim [2] fail(s)
to correspond in scope with that which applicant(s) regard
astheinvention canbefoundinthereply filed [3]. Inthat
paper, applicant has stated [4], and this statement indicates
that the invention is different from what is defined in the
claim(s) because [5].

Examiner Note:

1. Thisrejection must be preceded by form paragraph
7.30.02 or 7.103.

2. Thisparagraphisto be used only where applicant
has stated, somewhere other than in the application, as
filed, that the invention is something different from what
is defined in the claim(s).

3. Inbracket 3, identify the submission by applicant
(which is not the application, asfiled, but may bein the
remarks by applicant, in the brief, in an affidavit, etc.) by
the date the paper wasfiled in the USPTO.

4. Inbracket 4, set forth what applicant has stated in the
submission to indicate a different invention.

5. Inbracket 5, explain how the statement indicates an
invention other than what is being claimed.

9 7.34.01 Rejection, 35 U.SC. 112, 2nd Paragraph,
Failure To Particularly Point out and Distinctly Claim
(Indefinite)

Claim[1] rgjected under 35 U.S.C. 112, second paragraph,
asheing indefinitefor failing to particularly point out and
distinctly claim the subject matter which applicant regards
astheinvention.

Examiner Note:

1. Thisrejection must be preceded by form paragraph
7.30.02 or 7.103.

2. Thisform paragraph should be followed by one or
more of thefollowing form paragraphs 7.34.02 - 7.34.11,
as applicable. If none of these form paragraphs are
appropriate, afull explanation of the deficiency of the
claims should be supplied. Whenever possible, identify
the particular term(s) or limitation(s) which render the
claim(s) indefinite and state why such term or limitation
renders the claim indefinite. If the scope of the claimed
subject matter can be determined by one having ordinary
skill intheart, arejection using thisform paragraph would
not be appropriate. See MPEP 88 2171 - 2174 for
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guidance. See also form paragraph 7.34.15 for pro se
applicants.

1 7.34.02 Terminology Used Inconsistent with Accepted
Meaning

Where applicant acts as his or her own lexicographer to
specifically define a term of a claim contrary to its
ordinary meaning, the written description must clearly
redefine the claim term and set forth the uncommon
definition so asto put onereasonably skilled intheart on
notice that the applicant intended to so redefine that claim
term. Process Control Corp. v. HydReclaim Corp., 190
F.3d 1350, 1357, 52 USPQ2d 1029, 1033 (Fed. Cir. 1999).
Theterm “[1]” in claim [2] is used by the claim to mean
“[3]", while the accepted meaning is “[4].” The term is
indefinite because the specification does not clearly
redefine the term.

Examiner Note:

1. Inbracket 3, point out the meaning that is assigned
to the term by applicant’s claims, taking into account the
entire disclosure.

2. Inbracket 4, point out the accepted meaning of the

term. Support for the examiner’s stated accepted meaning
should be provided through the citation of an appropriate
reference source, e.g., textbook or dictionary. See M PEP

§ 2173.05(a).

3. Thisparagraph must be preceded by form paragraph
7.34.01.

4. This paragraph should only be used where the
specification does not clearly redefine the claim term at
issue.

9 7.34.03 Relative Term - Term of Degree Rendering
Claim Indefinite

The term “[1]” in claim [2] is a relative term which
renderstheclaimindefinite. Theterm “[1]” isnot defined
by the claim, the specification does not provide astandard
for ascertaining the requisite degree, and one of ordinary
skill in the art would not be reasonably apprised of the
scope of the invention. [3]

Examiner Note:

1. Inbracket 3, explain which parameter, quantity, or
other limitation in the claim has been rendered indefinite
by the use of the term appearing in bracket 1.

2. Thisform paragraph must be preceded by form
paragraph 7.34.01.

9 7.34.04 Broader Range/Limitation And Narrow
Range/Limitation in Same Claim

A broad range or limitation together with anarrow range
or limitation that fallswithin the broad range or limitation

700-71

(in the same claim) is considered indefinite, since the
resulting claim does not clearly set forth the metes and
bounds of the patent protection desired. See MPEP §
2173.05(c). Note the explanation given by the Board of
Patent Appeals and Interferences in  Ex parte WU, 10
USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), asto
where broad language is followed by “such as’ and then
narrow language. The Board stated that this can render a
claim indefinite by raising a question or doubt as to
whether the feature introduced by such language is (a)
merely exemplary of the remainder of the claim, and
therefore not required, or (b) a required feature of the
claims. Note also, for example, the decisionsof Ex parte
Seigewald, 131 USPQ 74 (Bd. App. 1961); Ex parte
Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche,
86 USPQ 481 (Bd. App. 1949). In the present instance,
claim [1] recites the broad recitation [2], and the claim
also recites [3] which is the narrower statement of the
range/limitation.

Examiner Note:

1. Inbracket 2, insert the broader range/limitation and
where it appearsin the claim; in bracket 3, insert the
narrow range/limitation and where it appears. Thisform
paragraph may be modified to fit other instances of
indefinitenessin the claims.

2. Thisform paragraph must be preceded by form
paragraph 7.34.01.

9 7.34.05 Lack of Antecedent Basisin the Claims

Claim [1] recites the limitation [2] in [3]. There is
insufficient antecedent basis for this limitation in the
claim.

Examiner Note:

1. Inbracket 2, insert the limitation which lacks
antecedent basis, for example --said lever-- or --the
lever--.

2. Inbracket 3, identify where in the claim(s) the

limitation appears, for example, line 3--, —the 3'

paragraph of the claim--, --the last 2 lines of the claim--,
etc.

3. Thisform paragraph should ONLY beused in
aggravated situations where the lack of antecedent basis
makes the scope of the claim indeterminate. It must be
preceded by form paragraph 7.34.01.

i 7.34.06 Use Claims

Claim[1] providesfor the use of [2], but, since the claim
does not set forth any steps involved in the
method/process, it is unclear what method/process
applicant isintending to encompass. A claimisindefinite
where it merely recites ause without any active, positive
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steps delimiting how thisuseis actually practiced. Claim
[3] isrgjected under 35 U.S.C. 101 because the claimed
recitation of ause, without setting forth any stepsinvolved
in the process, results in an improper definition of a
process, i.e., results in a claim which is not a proper
process claim under 35 U.S.C. 101. Seefor example Ex
parte Dunki, 153 USPQ 678 (Bd. App. 1967) and Clinical
Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ
475 (D.D.C. 1966).

Examiner Note:

1. Inbracket 2, insert what is being used. For example,
insert --the monoclonal antibodies of claim 4--, wherethe
claim recites“amethod for using monoclonal antibodies
of claim 4 to purify interferon.”

2. SeeMPEP § 2173.05(q).

3. Thisform paragraph must be preceded by form
paragraph 7.34.01.

9 7.34.07 Claims Are a Literal Trandation

The claims are generally narrative and indefinite, failing
to conform with current U.S. practice. They appear to be
aliteral trandlation into English from aforeign document
and are replete with grammatical and idiomatic errors.

Examiner Note:

Thisform paragraph must be preceded by form paragraph
7.34.01.

9 7.34.08 Indefinite Claim Language: “ For Example”

Regarding claim [1], the phrase “for example’ renders
the claim indefinite because it is unclear whether the
limitation(s) following the phrase are part of the claimed
invention. See M PEP § 2173.05(d).

Examiner Note:

Thisform paragraph must be preceded by form paragraph
7.34.01.

9 7.34.09 Indefinite Claim Language: “ Or The Like”

Regarding claim [1], the phrase “or the like” renders the
clam(s) indefinite because the claim(s) include(s)
elements not actually disclosed (those encompassed by
“or thelike"), thereby rendering the scope of the claim(s)
unascertainable. See M PEP § 2173.05(d).

Examiner Note:

Thisform paragraph must be preceded by form paragraph
7.34.01.

9 7.34.10 Indefinite Claim Language: “ Such As’
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Regarding claim [1], the phrase “such as’ renders the
clam indefinite because it is unclear whether the
limitations following the phrase are part of the claimed
invention. See M PEP § 2173.05(d).

Examiner Note:

Thisform paragraph must be preceded by form paragraph
7.34.01.

9 7.34.11 Modifier of “ Means’ Lacks Function

Regarding claim [1], the word “means’ is preceded by
the word(s) “[2]” in an attempt to use a“means’ clause
to recite a clam element as a means for performing a
specified function. However, since no function is specified
by the word(s) preceding “means,” it is impossible to
determine the equivalents of the element, as required by
35U.S.C. 112, sixth paragraph. See Ex parte Klumb, 159
USPQ 694 (Bd. App. 1967).

Examiner Note:

1. Itisnecessary for the wordswhich precede “means’
to convey afunction to be performed. For example, the
phrase“latch means’ isdefinite becausethe word “latch”
conveys the function “latching.” In generd, if the phrase
can be restated as “means for ;and it still
makes sense, it is definite. In the above example, “latch
means’ can be restated as “ means for latching.” Thisis
clearly definite. However, if “conduit means’ isrestated
as “means for conduiting,” the phrase makes no sense
because theword “ conduit” has no functional connotation,
and the phrase is indefinite.

2. Thisform paragraph must be preceded by form
paragraph 7.34.01.

9 7.34.12 Essential Seps Omitted

Claim[1] rgjected under 35 U.S.C. 112, second paragraph,
as being incomplete for omitting essential steps, such
omission amounting to a gap between the steps. See
MPEP § 2172.01. The omitted steps are: [2]

Examiner Note:

1. Thisrejection must be preceded by form paragraph
7.30.02 or 7.103.

2. Inbracket 2, recitethe steps omitted from the claims.

3. Givetherationale for considering the omitted steps
critical or essential.

9 7.34.13 Essential Elements Omitted
Claim[1] rgjected under 35 U.S.C. 112, second paragraph,
asheing incompletefor omitting essential elements, such

omission amounting to a gap between the elements. See
MPEP § 2172.01. The omitted elements are: [2]

Examiner Note:
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1. Thisrejection must be preceded by form paragraph
7.30.02 or 7.103.

2. Inbracket 2, recite the elements omitted from the
clams.

3. Givetherationale for considering the omitted
elements critical or essential.

9 7.34.14 Essential Cooperative Relationships Omitted

Claim[1] rgjected under 35 U.S.C. 112, second paragraph,
as being incomplete for omitting essential structural
cooperative relationships of elements, such omission
amounting to a gap between the necessary structural
connections. See M PEP § 2172.01. The omitted structura
cooperative relationships are: [2]

Examiner Note:

1. Thisrejection must be preceded by form paragraph
7.30.02 or 7.103.

2. Inbracket 2, recite the structural cooperative
relationships of elements omitted from the claims.

3. Givetherationale for considering the omitted
structural cooperative relationships of elements being
critical or essential.

* %

>
7 7.34.15 Rejection Under 35 U.SC. 112, Pro Se

Claim[1] rejected asfailing to definetheinventionin the
manner required by 35 U.S.C. 112, second paragraph.

The clam(s) are narrative in form and replete with
indefinitelanguage. The structure which goesto make up
the device must be clearly and positively specified. The
structure must be organized and correlated in such a
manner as to present a complete operative device. The
claim(s) must be in one sentence form only. Note the
format of the claimsin the patent(s) cited.

9 7.34.16 Rejections Under 35 U.S.C. 112, Second
Paragraph, Unclear Whether the Recited Srructure,
Material, or Actsin the Claim Preclude Application of
35U.SC. 112, Sixth Paragraph

The claim limitation “[1]" uses the phrase “means for”
or “step for” or a non-structural term coupled with
functional language, but it is modified by some structure,
material, or actsrecited intheclaim. It isunclear whether
the recited structure, material, or acts are sufficient for
performing the claimed function because [2].

If applicant wishes to have the claim limitation treated
under 35 U.S.C. 112, sixth paragraph, applicant may
amend the claim so that the phrase “means for” or “step
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for” or the non-structural termisclearly not modified by
sufficient structure, material, or acts for performing the
claimed function, or may present a sufficient showing
that the claim limitation is written as a function to be
performed and the claim does not recite sufficient
structure, material, or acts for performing the claimed
function.

If applicant does not wish to have the claim limitation
treated under 35 U.S.C. 112, sixth paragraph, applicant
may amend the claim so that it will clearly not invoke 35
U.S.C. 112, sixth paragraph, or present a sufficient
showing that the claim recites sufficient structure,
material, or acts for performing the claimed function to
preclude application of 35 U.S.C. 112, sixth paragraph.

Examiner Note:

1 In bracket 1, recite the claim limitation that
causes the claim to be rejected under 35 U.S.C. 112,
second paragraph.

2. In bracket 2, explain why it is unclear whether
the claim limitation invokes 35 U.S.C. 112, sixth
paragraph (e.g., why it is unclear whether the limitation
recites sufficient structure, material, or acts to preclude
the application of 35 U.S.C. 112, sixth paragraph.)

3. This form paragraph may be used when the
phrase “meansfor” (or anon-structural term without any
structural modifier) or “step for” coupled with functional
language is used in the claim limitation and it is unclear
to one of ordinary skill in the art whether the recited
structure, material, or acts in the claim are sufficient for
performing the claimed function.

4. This form paragraph must be preceded by form
paragraphs 7.30.02 and 7.34.01.

9 7.34.17 Rejections Under 35 U.SC. 112, 2nd
Paragraph, Unclear Whether Claim Limitation Is
Invoking 35 U.S.C. 112, Sixth Paragraph, the Phrase
“Meansfor” or “ Sep for” IsNot Used

Applicant asserts that the claim eement “[1]” is a
limitation that invokes 35 U.S.C. 112, sixth paragraph.
However, it isunclear whether the claim element invokes
35U.S.C. 112, sixth paragraph, because[2]. If applicant
wishes to have the claim limitation treated under 35
U.S.C. 112, sixth paragraph, applicant may:

@ Amend the claim to include the phrase “means
for” or “step for”. The phrase “means for” or “step for”
must be modified by functional language, and the phrase
or term must not be modified by sufficient structure,
material, or acts for performing the claimed function; or
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(b) Present a sufficient showing that the claim
limitation iswritten asafunction to be performed and the
claim does not recite sufficient structure, material, or acts
for performing the clamed function to preclude
application of 35 U.S.C. 112, sixth paragraph. For more
information, see MPEP § 2181.

Examiner Note:

1 Thisform paragraph may be used in response to
an applicant’s reply in which applicant asserted that a
claim limitation isinvoking 35 U.S.C. 112, sixth
paragraph, even though the phrase “means for” or “step
for” isnot used in the claim limitation. See MPEP §
706.07(a) for guidance on when the second action may
be made final.

2. In bracket 1, recite the claim limitation that
causes the claim to be rejected under 35 U.S.C. 112,
second paragraph.

3. In bracket 2, explain why it is unclear whether
the claim limitation invokes 35 U.S.C. 112, sixth
paragraph. For example, it is unclear whether the claim
limitation is modified by sufficient structure for
performing the claimed function or it is unclear whether
the corresponding structure is sufficiently disclosed in
the written description of the specification.

4. This form paragraph must be preceded by form
paragraphs 7.30.02 and 7.34.01.

9 7.34.18 Rgjections Under 35 U.SC. 112, 2nd
Paragraph, No Disclosure or Insufficient Disclosure of
the Sructure, Material, or Acts for Performing the
Function Recited in a Claim Limitation Invoking 35
U.SC. 112, Sxth Paragraph

Claimelement “[1]” isalimitation that invokes 35 U.S.C.
112, sixth paragraph. However, the written description
fails to disclose the corresponding structure, material, or
acts for the claimed function. [2]

Applicant may:

@ Amend the claim so that the claim limitation will
no longer be interpreted as a limitation under 35 U.S.C.
112, sixth paragraph; or

(b)  Amend thewritten description of the specification
such that it expressly recites what structure, material, or
acts perform the claimed function, without introducing
any new matter (35 U.S.C. 132(a)).

If applicant is of the opinion that the written description
of the specification already implicitly or inherently
disclosesthe corresponding structure, material, or acts so
that one of ordinary skill in the art would recognize what
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structure, material, or acts perform the claimed function,
applicant should clarify the record by either:

@ Amending the written description of the
specification such that it expressy recites the
corresponding structure, material, or acts for performing
the claimed function and clearly links or associates the
structure, material, or actsto the claimed function, without
introducing any new matter (35 U.S.C. 132(a)); or

(b) Stating on the record what the corresponding
structure, material, or acts, which are implicitly or
inherently set forth in the written description of the
specification, perform the claimed function. For more
information, see 37 CFR 1.75(d) and M PEP §§ 608.01(0)
and 2181.

Examiner Note:

1. In bracket 1, recite the limitation that invokes 35
U.S.C. 112, sixth paragraph.

2. In bracket 2, explain why there is insufficient
disclosure of the corresponding structure, materia, or acts
for performing the claimed function.

3. This form paragraph must be preceded by form
paragraphs 7.30.02 and 7.34.01.

1 7.34.19 Rejections Under 35 U.SC. 112, 2nd
Paragraph, Fails To Clearly Link or Associate the
Disclosed Sructure, Material, or Actsto the Function
Recited in a Claim Limitation Invoking 35 U.S.C. 112,
Sixth Paragraph

Claimelement “[1]” isalimitation that invokes 35 U.S.C.
112, sixth paragraph. However, the written description
fails to clearly link or associate the disclosed structure,
material, or acts to the claimed function such that one of
ordinary skill in the art would recognize what structure,
material, or acts perform the claimed function. [2]

Applicant may:

@ Amend the claim so that the claim limitation will
no longer be interpreted as a limitation under 35 U.S.C.
112, sixth paragraph; or

(b)  Amend thewritten description of the specification
such that it clearly links or associates the corresponding
structure, material, or actsto the claimed function, without
introducing any new matter (35 U.S.C. 132(a)); or

(©) State on the record where the corresponding
structure, material, or acts are set forth in the written
description of the specification and linked or associated
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to the claimed function. For more information, see 37
CFR 1.75(d) and MPEP 88§ 608.01(0) and 2181.

Examiner Note:

1. In bracket 1, recite the limitation that invokes 35
U.S.C. 112, sixth paragraph.

2. In bracket 2, explain why the written description
of the specification fails to clearly link or associate the
structure, material, or acts to the claimed function.

3. This form paragraph must be preceded by form
paragraphs 7.30.02 and 7.34.01.
<

1 7.35 Rgjection, 35 U.S.C. 112, 2nd Paragraph, Failure
To Particularly Point Out And Distinctly Claim- Omnibus
Claim

Claim[1] rgjected under 35 U.S.C. 112, second paragraph,
as being indefinite in that it fails to point out what is
included or excluded by the claim language. This claim
isan omnibus type claim.

Examiner Note:

1. Thisrejection must be preceded by form paragraph
7.30.02 or 7.103.

2. Usethisparagraphto reject an“omnibus’ typeclaim.
No further explanation is necessary.

3. See MPEP § 1302.04(b) for cancellation of such a
claim by examiner’s amendment upon allowance.

4. Anexample of an omnibusclaimis: “A device
substantially as shown and described.”

9 7.35.01 Trademark or Trade Name as a Limitation in
the Claim

Claim [1] contains the trademark/trade name [2]. Where
atrademark or tradenameisusedinaclaim asalimitation
to identify or describe a particular material or product,
the claim does not comply with the requirements of 35
U.S.C. 112, second paragraph. See Ex parte Smpson,
218 USPQ 1020 (Bd. App. 1982). The claim scope is
uncertain since the trademark or trade name cannot be
used properly to identify any particular material or
product. A trademark or trade name is used to identify a
source of goods, and not the goods themselves. Thus, a
trademark or trade name does not identify or describe the
goods associated with the trademark or trade name. In the
present case, the trademark/trade name is used to
identify/describe  [3] and, accordingly, the
identification/description isindefinite.

Examiner Note:

1. Inbracket 2, insert the trademark/trade name and
whereitisused in the claim.
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2. Inbracket 3, specify the material or product which
isidentified or described in the claim by the
trademark/trade name.

>

706.03(e) Form Paragraphsfor Use Relating to 35
U.S.C. 112, Sixth Paragraph [R-9]

Form paragraphs 7.34.20 and 7.34.21 should be used
when a claim limitation invokes 35 U.S.C._112, sixth
paragraph. See MPEP § 2181. For rejections under 35
U.S.C. 112, second paragraph relating to 35 U.S.C. 112,
sixth paragraph, use form paragraphs 7.34.16 to 7.34.19,
reproduced in MPEP § 706.03(d).

9 7.34.20 The Specification |s Objected To; the Written
Description Only Implicitly or Inherently Discloses the
Structure, Material, or Acts for Performing the Function
Recited in a Claim Limitation Invoking 35 U.S.C. 112,
Sixth Paragraph

Claimelement “[1]” isalimitation that invokes 35 U.S.C.
112, sixth paragraph. The written description only
implicitly or inherently sets forth the corresponding
structure, material, or acts that perform the claimed
function.

Pursuant to 37 CFR 1.75(d) and M PEP 8§ 608.01(0) and
2181, applicant should:

@ Amend the claim so that the claim limitation will
no longer be interpreted as a limitation under 35 U.S.C.
112, sixth paragraph; or

(b)  Amend thewritten description of the specification
such that it expressly recites the corresponding structure,
material, or acts that perform the claimed function and
clearly links or associates the structure, material, or acts
to the claimed function, without introducing any new
matter (35 U.S.C. 132(a)); or

(©) State on the record what corresponding structure,
material, or acts, which are implicitly or inherently set
forth in the written description of the specification,
perform the claimed function.

Examiner Note:

In bracket 1, recite the limitation that invokes 35 U.S.C.
112, sixth paragraph.

9 7.34.21 Claim Limitation Interpreted under 35 U.S.C.
112, Sxth Paragraph

Claim limitation “[1]” has been interpreted under 35
U.S.C. 112, sixth paragraph, because it uses a
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non-structural term“[2]” coupled with functional language
“[3]” without reciting sufficient structure to achieve the
function. Furthermore, the non-structural term is not
preceded by a structural modifier. [4].

Since this claim limitation invokes 35 U.S.C. 112, sixth
paragraph, clam [5] interpreted to cover the
corresponding structure described in the specification that
achieves the claimed function, and equivalents thereof.

A review of the specification shows that the following
appearsto be the corresponding structure described in the
specification for the 35 U.S.C. 112, sixth paragraph
limitation: [6].

If applicant wishes to provide further explanation or
dispute the examiner’sinterpretation of the corresponding
structure, applicant must identify the corresponding
structure with reference to the specification by page and
line number, and to the drawing, if any, by reference
characters in response to this Office action.

If applicant does not wish to have the claim limitation
treated under 35 U.S.C. 112, sixth paragraph, applicant
may amend the claim so that it will clearly not invoke 35
U.S.C. 112, sixth paragraph, or present a sufficient
showing that the claim recites sufficient structure,
material, or acts for performing the claimed function to
preclude application of 35 U.S.C. 112, sixth paragraph.

For more information, see Supplementary Examination
Guidelines for Determining Compliance With 35 U.S.C.
112 and for Treatment of Related Issues in Patent
Applications, 76 FR 7162, 7167 (Feb. 9, 2011).

Examiner Note:
1. Inbracket 1, recite the claim limitation that has been
interpreted under 35 U.S.C. 112, sixth paragraph.

2. Inbracket 2, recite the non-structural term that is
merely a substitute for the term “means for.”

3. Inbracket 3, recite the functional language.

4. In bracket 4, provide an explanation, if appropriate,
why the non-structural termis not recognized asthe name
of astructure but is merely a substitute for the term
“meansfor.”

5. Inbracket 5, recite the claim number(s) of the
claim(s) that contains/contain the claim limitation.

6. Inbracket 6, recite the corresponding structure with
reference to the specification by page and line number,
and to the drawing, if any, by reference characters.
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706.03(k) Duplicate Claims

Inasmuch as a patent is supposed to be limited to only
one invention or, at most, severa closely related
indivisible inventions, limiting an application to asingle
claim, or asingle claim to each of the related inventions
might appear to be logical as well as convenient.
However, court decisions have confirmed applicant’s
right to restate (i.e., by plural claiming) the inventionin
areasonable number of ways. Indeed, a mere difference
in scope between claims has been held to be enough.

Nevertheless, when two claims in an application are
duplicates, or else are so close in content that they both
cover the same thing, despite a dlight difference in
wording, it is proper after allowing one claim to object
to the other clam under 37 CFR 1.75 as being a
substantial duplicate of the allowed claim.

Form paragraphs 7.05.05 and 7.05.06 may be used where
duplicate claims are present in an application.

9 7.05.05 Duplicate Claims, Warning

Applicant is advised that should claim [1] be found
alowable, claim [2] will be objected to under 37 CFR
1.75 as being a substantial duplicate thereof. When two
claimsin an application are duplicatesor elseare so close
in content that they both cover the same thing, despite a
slight difference in wording, it is proper after allowing
one claim to object to the other as being a substantial
duplicate of the allowed claim. See M PEP § 706.03(k).

Examiner Note:

1. Usethisform paragraph whenever two claims are
found to be substantial duplicates, but they are not
alowable. Thiswill give the applicant an opportunity to
correct the problem and avoid alater objection.

2. If the clams are allowable, use form paragraph
7.05.06.

9 7.05.06 Duplicate Claims, Objection

Claim [1] objected under 37 CFR 1.75 as heing a
substantial duplicate of claim[2]. When two claimsin an
application are duplicates or else are so close in content
that they both cover the same thing, despite a slight
differenceinwording, it isproper after allowing oneclaim
to object to the other as being a substantial duplicate of
the allowed claim. See MPEP § 706.03(k).

Examiner Note:

If the duplicate claims are not allowable, use form
paragraph 7.05.05.
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See MPEP_§ 804 for double patenting rejections of
inventions not patentable over each other.

706.03(m) Nonelected Inventions

See M PEP 8821 to 8 821.03 for treatment of claimsheld
to be drawn to nonelected inventions.

706.03(0) New Matter [R-3]

35 U.S.C. 132 Notice of rejection; reexamination.

(&) Whenever, on examination, any claim for apatent
is rejected, or any objection or requirement made, the
Director shall notify the applicant thereof, stating the
reasons for such rejection, or objection or requirement,
together with such information and references as may be
useful in judging of the propriety of continuing the
prosecution of hisapplication; and if after receiving such
notice, the applicant persistsin hisclaim for apatent, with
or without amendment, the application shal be
reexamined. No amendment shall introduce new matter

into the disclosure of the invention.
*kk*kk

In amended cases, subject matter not disclosed in the
original application is sometimes added and a claim
directed thereto. Such a claim is rejected on the ground
that it recites elements without support in the original
disclosure under 35 U.S.C. 112, first paragraph,
Waldemar Link, GmbH & Co. v. Osteonics Corp. 32 F.3d
556, 559, 31 USPQ2d 1855, 1857 (Fed. Cir. 1994); In
re Rasmussen, 650 F.2d 1212, 211 USPQ 323 (CCPA
1981). See MPEP § 2163.06 - § 2163.07(b) for a
discussion of the relationship of new matter to 35 U.S.C.
112, first paragraph. New matter includes not only the
addition of wholly unsupported subject matter, but may
also include adding specific percentages or compounds
after a broader original disclosure, or even the omission
of a step from a method. See MPEP § 608.04 to §
608.04(c). See InreWertheim, 541 F.2d 257, 191 USPQ
90 (CCPA 1976) and MPEP § 2163.05 for guidance in
determining whether the addition of specific percentages
or compounds after a broader origina disclosure
constitutes new matter.

In the examination of an application following amendment
thereof, the examiner must be on the aert to detect new
matter. 35 U.S.C. 132>(a)< should be employed asabasis
for objection to amendmentsto the abstract, specification,
or drawings attempting to add new disclosure to that
originally disclosed on filing.

If subject matter capable of illustration is originaly
claimed and it is not shown in the drawing, the claim is
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not rejected but applicant is required to add it to the
drawing. See MPEP § 608.01(1).

If new matter is added to the specification, it should be
objected to by using Form Paragraph 7.28.

*%

>
9 7.28 Objection to New Matter Added to Specification

The amendment filed [1] is objected to under 35 U.S.C.
132(a) because it introduces new matter into the
disclosure. 35 U.S.C. 132(a) states that no amendment
shal introduce new matter into the disclosure of the
invention. The added material which is not supported by
the original disclosureisasfollows: [2].

Applicant isrequired to cancel the new matter inthereply
to this Office action.

Examiner Note:

1. Thisform paragraph isnot to be used in reissue
applications; use form paragraph 14.22.01 instead.

2. Inbracket 2, identify the new matter by page and the
line numbers and/or drawing figures and provide an
appropriate explanation of your position. Thisexplanation
should address any statement by applicant to support the
position that the subject matter is described in the
specification asfiled. It should further include any
unresolved questions which raise a doubt as to the
possession of the claimed invention at the time of filing.

3. If new matter is added to the claims, or affectsthe
claims, arejection under 35 U.S.C. 112, first paragraph,
using form paragraph 7.31.01 should a so be made. If new
matter is added only to a claim, an objection using this
paragraph should not be made, but the claim should be
rejected using form paragraph 7.31.01. Asto any other
appropriate prior art or 35 U.S.C. 112 rejection, the new
matter must be considered as part of the claimed subject
matter and cannot be ignored.

<

706.03(s) Foreign Filing Without License

35 U.SC. 182 Abandonment of invention for
unauthorized disclosure.

The invention disclosed in an application for patent
subject to an order made pursuant to section 181 of this
title may be held abandoned upon its being established
by the Commissioner of Patents that in violation of said
order the invention has been published or disclosed or
that an application for a patent therefor has been filed in
aforeign country by theinventor, his successors, assigns,
or legal representatives, or anyone in privity with him or
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them, without the consent of the Commissioner of Patents.
The abandonment shall be held to have occurred as of the
time of violation. The consent of the Commissioner of
Patents shall not be given without the concurrence of the
heads of the departments and the chief officers of the
agencies who caused the order to beissued. A holding of
abandonment shall constitute forfeiture by the applicant,
his successors, assigns, or legal representatives, or anyone
in privity with him or them, of al claims against the
United States based upon such invention.

35 U.S.C. 184 Filing of application in foreign country.

Except when authorized by a license obtained from the
Commissioner of Patents a person shall not file or cause
or authorizeto befiled in any foreign country prior to six
months after filing in the United States an application for
patent or for the registration of a utility model, industrial
design, or model in respect of an invention made in this
country. A license shall not be granted with respect to an
invention subject to an order issued by the Commissioner
of Patents pursuant to section 181 of thistitle without the
concurrence of the head of the departments and the chief
officers of the agencieswho caused the order to beissued.
The license may be granted retroactively where an
application has been filed abroad through error and
without deceptive intent and the application does not
disclose an invention within the scope of section 181 of
thistitle.

Theterm “application” when used in this chapter includes
applications and any modifications, amendments, or
supplements thereto, or divisions thereof.

The scope of a license shal permit subsequent
modifications, amendments, and supplements containing
additional subject matter if the application upon which
the request for the license is based is not, or was nat,
required to be made available for inspection under section
181 of thistitle and if such modifications, amendments,
and supplements do not change the general nature of the
invention in a manner which would require such
application to be made available for inspection under such
section 181. In any casein which alicenseis not, or was
not, required in order to file an application in any foreign
country, such subsequent modifications, amendments,
and supplements may be made, without a license, to the
application filed in theforeign country if the United States
application was not required to be made available for
inspection under section 181 and if such modifications,
amendments, and supplements do not, or did not, change
the general nature of the invention in a manner which
would require the United States application to have been
made available for inspection under such section 181.

35 U.S.C. 185 Patent barred for filing without license.
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Notwithstanding any other provisions of law any person,
and his successors, assigns, or legal representatives, shall
not receive a United States patent for an invention if that
person, or his successors, assigns, or legal representatives
shall, without procuring the license prescribed in section
184 of this title, have made, or consented to or assisted
another’s making, application in a foreign country for a
patent or for the registration of a utility model, industrial
design, or modd in respect of the invention. A United
States patent issued to such person, his successors,
assigns, or legal representatives shall be invalid, unless
the failure to procure such license was through error and
without deceptive intent, and the patent does not disclose
subject matter within the scope of section 181 of thistitle.

If, upon examining an application, the examiner learns
of the existence of a corresponding foreign application
which appearsto have been filed before the United States
application had been on file for 6 months, and if the
invention apparently was made in this country, he or she
shall refer the application to Licensing and Review
Section of Technology Center (TC) working group 3640,
calling attention to the foreign application. Pending
investigation of the possible violation, the application
may be returned to the TC for prosecution on the merits.
When it is otherwise in condition for alowance, the
application will be again submitted to Licensing and
Review Section of TC work group 3640 unless the latter
has already reported that the foreign filing involves no
bar to the United States application.

If it should be necessary to take action under 35 U.S.C.
185, Licensing and Review Section of TC work group
3640 will request transfer of the application to it.

706.03(u) Disclaimer [R-3]

Claims may be rejected on the ground that applicant has
disclaimed the subject matter involved. Such disclaimer
may arise, for example, from the applicant’s failure to:

(A) make claims suggested for interference with
another application under 37 CFR

>
41.202(c)< (See MPEP *>Chapter 2300<),

(B) copy aclaim from a patent when suggested by
the examiner (MPEP *>Chapter 2300<), or

(C) respond or appeal, within the time limit fixed,
to the examiner’srejection of claims copied from apatent
(see MPEP *>Chapter 2300<).

The rejection on disclaimer applies to all claims not
patentably distinct from the disclaimed subject matter as
well asto the claims directly involved.
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Rejections based on disclaimer should be made by using
one of Form Paragraphs 7.48 and 7.49.

* %

>

9 7.48 Failure To Present Claims for |nterference

Claim [1] rejected under 35 U.S.C. [2] based upon claim
[3] of Patent No. [4].

Failure to present claims and/or take necessary steps for
interference purposes after notification that interfering
subject matter is claimed constitutes a disclaimer of the
subject matter. This amounts to a concession that, as a
matter of law, the patentee is the first inventor in this
country. See Inre Oguie, 517 F.2d 1382, 186 USPQ 227
(CCPA 1975).

Examiner Note:

1. Thisform paragraph should be used only after
applicant has been notified that interference proceedings
must be instituted before the claims can be allowed and
applicant has refused to copy the claims.

2. Inbracket 2, insert --102(g)-- or --102(g)/103(a)--.

3. Inbracket 4, insert the patent number, and --in view
of -- if another referenceisalso relied upon. When
therejection is under 35 U.S.C. 103(a), the examiner’'s
basis for afinding of obviousness should be included.
Note that interferences may include obvious variants, see
M PEP Chapter 2300.

9 7.49 Rejection, Disclaimer, Failure To Appeal

An adverse judgment against claim [1] has been entered
by the Board. Claim [2] stand(s) finally disposed of for
failureto reply to or appeal from the examiner’srejection
of such claim(s) presented for interference within thetime
for appeal or civil action specified in 37 CFR 1.304.
Adverse judgment against aclaim is afinal action of the
Officerequiring no further action by the Officeto dispose
of the claim permanently. See 37 CFR 41.127(a)(2).

<
706.03(v) After Interferenceor Public Use Proceeding

For regections following an interference, see MPEP
*>Chapter 2300<.

The outcome of public use proceedings may also be the
basisof argjection. See 37 CFR 1.292 and Inre Kaslow,
707 F.2d 1366, 217 USPQ 1089 (Fed. Cir. 1983).

Upon termination of a public use proceeding including a
casealsoinvolved in aninterference, in order for aprompt
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resumption of the interference proceedings, a notice
should be sent to the Board of Patent Appeas and
Interferences notifying them of the disposition of the
public use proceeding.

706.03(w) ResJudicata

Resjudicata may constitute aproper ground for rejection.
However, as noted below, the Court of Customs and
Patent Appeals has materially restricted the use of res
judicata rejections. It should be applied only when the
earlier decision was a decision of the Board of Appeals
or any one of the reviewing courts and when there is no
opportunity for further court review of the earlier decision.

Thetimely filing of a second application copending with
an earlier application does not preclude the use of res
judicata asaground of regjection for the second application
claims.

When making argjection on resjudicata, action should
ordinarily be made also on the basis of prior art, especialy
in continuing applications. In most situations the same
prior art which was relied upon in the earlier decision
would again be applicable.

In thefollowing cases arejection of aclaim on theground
of resjudicata was sustained where it was based on a
prior adjudication, against theinventor onthe sameclaim,
a patentably nondistinct claim, or a claim involving the
same issue.

In re Freeman, 30 F.3d 1459, 31 USPQ 2d 1444 (Fed.
Cir. 1994).

Edgertonv. Kingland, 168 F. 2d 121, 75 USPQ 307 (D.C.
Cir. 1947).

In re Sawarc, 319 F.2d 277, 138 USPQ 208 (CCPA
1963).

In re Katz, 467 F.2d 939, 167 USPQ 487 (CCPA 1970)
(prior decision by District Court).

In the following cases for various reasons, res judicata
rejections were reversed.

InreFried, 312 F.2d 930, 136 USPQ 429 (CCPA 1963)
(differencesin claims).

InreSawarc, 319 F.2d 277, 138 USPQ 208 (CCPA 1963)
(differencesin claim).
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In re Hellbaum, 371 F.2d 1022, 152 USPQ 571 (CCPA
1967) (differencesin claims).

InreHerr, 377 F.2d 610, 153 USPQ 548 (CCPA 1967)
(same claims, new evidence, prior decision by CCPA).

In re Kaghan, 387 F.2d 398, 156 USPQ 130 (CCPA
1967) (prior decision by Board of Appeals, final rejection
on prior art withdrawn by examiner “to simplify the
issue,” differencesin claims; holding of waiver based on
language in MPEP at the time).

InreCraig, 411 F.2d 1333, 162 USPQ 157 (CCPA 1969)
(Board of Appeals held second set of claims patentable
over prior art).

In re Fisher, 427 F.2d 833, 166 USPQ 18 (CCPA 1970)
(differencein claims).

In re Russell, 439 F2d 1228, 169 USPQ 426 (CCPA
1971) (new evidence, regjection on prior art reversed by
court).

In re Ackermann, 444 F.2d 1172, 170 USPQ 340 (CCPA
1971) (prior decision by Board of Appeals, new evidence,
rejection on prior art reversed by court).

Plastic Contact Lens Co. v. Gottschalk, 484 F.2d 837,
179 USPQ 262 (D.C. Cir. 1973) (follows Inre Kaghan).

706.03(x) Reissue[R-3]

The examination of reissue applications is covered in
MPEP Chapter 1400.

35U.S.C. 251 forbidsthe granting of areissue“enlarging
the scope of the claims of the original patent” unless the
reissue is applied for within 2 years from the grant of the
origina patent. This is an absolute bar and cannot be
excused. This prohibition has been interpreted to apply
to any claim which is broader in any respect than the
claimsof theoriginal patent. Such claims may beregjected
as being barred by 35 U.S.C. 251. However, when the
reissue is applied for within 2 years >or properly claims
the benefit of abroadening reissue application filed within
2 years of the patent grant<, the examiner does not go
into the question of undue delay.

The same section permitsthefiling of areissue application
by the assignee of the entire interest only in cases where
it does not “enlarge the scope of the claims of the original
patent.” Such claimswhich do enlarge the scope may also
be rgjected as barred by the statute. In In re Bennett, 766
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F.2d 524, 226 USPQ 413 (Fed. Cir. 1985), however, the
court permitted the erroneous filing by the assignee in
such a case to be corrected.

A defective reissue oath affords aground for rejecting all
the claimsin the reissue application. See M PEP § 1444,

Note that a reissue application is “special” and remains
so even if applicant does not make a prompt reply.

706.04 Rejection of Previoudy Allowed Claims[R-1]

A claim noted as alowable shall thereafter be rejected
only after the proposed rejection has been submitted to
the primary examiner for consideration of all the facts
and approval of the proposed action.

Great care should be exercised in authorizing such a
rejection. See Ex parte Grier, 1923 C.D. 27, 309 O.G.
223 (Comm'r Pat. 1923); Ex parte Hay, 1909 C.D. 18,
139 O.G. 197 (Comm’r Pat. 1909).

PREVIOUSACTIONBY DIFFERENT EXAMINER

Full faith and credit should be given to the search and
action of aprevious examiner unlessthereisaclear error
in the previous action or knowledge of other prior art. In
general, an examiner should not take an entirely new
approach or attempt to reorient the point of view of a
previous examiner, or make a new search in the mere
hope of finding something. > Amgen, Inc. v. Hoechst
Marion Roussdl, Inc., 126 F. Supp. 2d 69, 139, 57
USPQ2d 1449, 1499-50 (D. Mass. 2001).<

Becauseit isunusual to reject apreviously allowed claim,
the examiner should point out in his or her office action
that the claim now being rejected was previously allowed
by using Form Paragraph 7.50.

9 7.50 Claims Previously Allowed, Now Rejected, New
Art

The indicated allowability of claim [1] is withdrawn in
view of the newly discovered reference(s) to [2].
Rejection(s) based on the newly cited reference(s) follow.

Examiner Note:

1. Inbracket 2, insert the name(s) of the newly
discovered reference.
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2. Any action including this form paragraph requires
the signature of a Primary Examiner. M PEP § 1004.

706.05 Rejection After Allowance of Application

See M PEP § 1308.01 for arejection based on areference
after allowance.

706.06 Reection of ClaimsCopied From Patent [R-3]
See MPEP *>Chapter 2300<.

706.07 Final Rgection [R-3]

37 CFR 1.113 Final rejection or action.

* %

>

(8 Onthesecond or any subsequent examination or
consideration by the examiner the rejection or other action
may be madefinal, whereupon applicant’s, or for ex parte
reexaminations filed under § 1.510, patent owner’sreply
is limited to appeal in the case of rejection of any claim
(8 41.31 of thistitle), or to amendment as specified in §
1.114 or § 1.116. Petition may betaken to the Director in
the case of objections or requirements not involved in the
rejection of any claim (8 1.181). Reply to afinal rejection
or action must comply with § 1.114 or paragraph (c) of
this section. For fina actions in an inter partes
reexamination filed under § 1.913, see § 1.953.<

(b) Inmaking such final rejection, the examiner shall
repeat or state all grounds of rejection then considered
applicableto the claimsin the application, clearly stating
the reasons in support thereof.

(c) Reply to afinal rejection or action must include
cancellation of, or appeal from the rejection of, each
rejected claim. If any claim stands alowed, the reply to
a final rejection or action must comply with any
requirements or objections asto form.

Before final rejection isin order a clear issue should be
devel oped between the examiner and applicant. To bring
the prosecution to as speedy conclusion as possible and
at the same time to deal justly by both the applicant and
the public, the invention as disclosed and claimed should
be thoroughly searched in the first action and the
references fully applied; and in reply to this action the
applicant should amend with a view to avoiding all the
grounds of rejection and objection. Switching from one
subject matter to another in the claims presented by
applicant in successive amendments, or from one set of
references to another by the examiner in rejecting in
successive actions claims of substantially the same subject
matter, will aike tend to defeat attaining the goa of
reaching a clearly defined issue for an early termination,
i.e., either an alowance of the application or a fina
rejection.
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While the rules no longer give to an applicant the right
to “amend as often as the examiner presents new
references or reasonsfor rgjection,” present practice does
not sanction hasty andill-considered final rgjections. The
applicant who is seeking to define his or her invention in
claims that will give him or her the patent protection to
which he or she is justly entitled should receive the
cooperation of the examiner to that end, and not be
prematurely cut off in the prosecution of his or her
application. But the applicant who dallies in the
prosecution of hisor her application, resorting to technical
or other obvious subterfuges in order to keep the
application pending before the primary examiner, can no
longer find a refuge in the rules to ward off a final
rejection.

The examiner should never lose sight of the fact that in
every case the applicant is entitled to a full and fair
hearing, and that a clear issue between applicant and
examiner should be developed, if possible, before appeal .
However, it is to the interest of the applicants as a class
as well as to that of the public that prosecution of an
application be confined to as few actions as is consi stent
with athorough consideration of its merits.

Neither the statutes nor the Rules of Practice confer
any right on an applicant to an extended prosecution;
Ex parte Hoogendam, 1939 C.D. 3,499 0.G.3, 40 USPQ
389 (Comm'r Pat. 1939).

STATEMENT OF GROUNDS

In making the final rejection, all outstanding grounds of
rejection of record should be carefully reviewed, and any
such grounds relied on in the fina rejection should be
reiterated. They must also be clearly developed to such
an extent that applicant may readily judge the advisability
of an appea unless a single previous Office action
contains a compl ete statement supporting the rejection.

However, where a single previous Office action contains
a complete statement of a ground of rejection, the final
rejection may refer to such a statement and also should
include a rebuttal of any arguments raised in the
applicant’s reply. If appeal is taken in such a case, the
examiner’s answer should contain a complete statement
of the examiner’s position. Thefinal rejection | etter should
conclude with Form Paragraph 7.39.

9 7.39 Action Is Final

THIS ACTION IS MADE FINAL. Applicant is
reminded of the extension of time policy as set forth in

37 CFER 1.136(a).
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A shortened statutory period for reply to thisfinal action
is set to expire THREE MONTHS from the mailing date
of this action. In the event a first reply is filed within
TWO MONTHS of the mailing date of this final action
and the advisory action is not mailed until after the end
of the THREE-MONTH shortened statutory period, then
the shortened statutory period will expire on the date the
advisory actionismailed, and any extension fee pursuant
to 37 CFR 1.136(a) will be calculated from the mailing
date of the advisory action. In no event, however, will the
statutory period for reply expirelater than SIX MONTHS
from the mailing date of thisfinal action.

Examiner Note:

1. Thisform paragraph should not be used in reissue
litigation cases (SSP- 1 month) or in reexamination
proceedings (SSP- 1 or 2 months).

2. 37 CFR 1.136(a) should not be availablein areissue
litigation case and is not available in reexamination
proceedings.

Form paragraph 7.39.01 may be used to notify applicant
of options available after final rejection.

9 7.39.01 Final Rejection, Options for Applicant, Pro
S

This action is afinal rejection and is intended to close
the prosecution of thisapplication. Applicant’sreply under
37 CFR 1.113 to thisaction islimited either to an appeal
to the Board of Patent Appeals and Interferences or to an
amendment complying with the requirements set forth
bel ow.

If applicant should desire to appeal any rejection made
by the examiner, a Notice of Appeal must be filed within
the period for reply identifying the rejected claim or
claims appealed. The Notice of Appeal must be
accompanied by the required appeal fee of $[1].

If applicant should desire to file an amendment, entry of
a proposed amendment after final rgjection cannot be
made as a matter of right unless it merely cancels claims
or complies with a formal requirement made earlier.
Amendments touching the merits of the application which
otherwise might not be proper may be admitted upon a
showing a good and sufficient reasons why they are
necessary and why they were not presented earlier.

A reply under 37 CFR 1.113 to a fina regjection must
include the appeal from, or cancellation of, each rejected
claim. The filing of an amendment after final rejection,
whether or not it is entered, does not stop the running of
the statutory period for reply to the final rejection unless
the examiner holds the claims to be in condition for

Rev. 9, August 2012

MANUAL OF PATENT EXAMINING PROCEDURE

allowance. Accordingly, if a Notice of Appea has not
been filed properly within the period for reply, or any
extension of this period obtained under either 37 CFR
1.136(a) or (b), the application will become abandoned.

Examiner Note:
Theform paragraph must be preceded by any one of form
paragraphs 7.39, 7.40, 7.40.01, 7.41, 7.42.03, or 7.42.09.

The Office Action Summary Form PTOL-326 should be
used in al Office actions up to and including final
rejections.

For amendments filed after final rejection, see M PEP
§714.12 and § 714.13.

For final rejection practicein reexamination proceedings
see MPEP § 2271.

706.07(a) Final Rejection, When Proper on Second
Action [R-9]

Duetothechangein practice as affecting final rejections,
older decisions on questions of prematureness of final
rejection or admission of subsequent amendments do not
necessarily reflect present practice.

Under present practice, second or any subsequent actions
on the merits shall be final, except where the examiner
introduces a new ground of rejection that is neither
necessitated by applicant’s amendment of the claims, nor
based on information submitted in an information
disclosure statement filed during the period set forth in
37 CFR 1.97(c) withthefee set forthin 37 CFR 1.17(p).
Where information is submitted in an information
disclosure statement during the period set forthin 37 CFR
1.97(c) with afee, the examiner may use the information
submitted, e.g., aprinted publication or evidence of public
use, and make the next Office action final whether or not
the claims have been amended, provided that no other
new ground of rejection which was not necessitated by
amendment to the claims is introduced by the examiner.
See MPEP § 609.04(b). Furthermore, a second or any
subsequent action on the meritsin any application ** will
not be madefinal if it includesargjection, on newly cited
art, other than information submitted in an information
disclosure statement filed under 37 CFR 1.97(c) with the
feesetforthin 37 CFR 1.17(p), of any claim not amended
by applicant or patent owner in spite of the fact that other
claims may have been amended to require newly cited
art. Where information is submitted in a reply to a
requirement under 37 CFR 1.105, the examiner may NOT
make the next Office action relying on that art final unless
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all instances of the application of such art are necessitated
by amendment.

A second or any subsequent action on the meritsin any
application or patent involved in reexamination
proceedings should not be made final if it includes a
rejection, on prior art not of record, of any claim amended
toinclude limitationswhich should reasonably have been
expected to be claimed. See MPEP _§ 904 et seq.
However, note that an examiner cannot be expected to
foresee whether or how an applicant will amend aclaim
to overcome a reection except in very limited
circumstances (e.g., where the examiner suggests how
applicant can overcome arejection under 35 U.S.C. 112,
second paragraph).

A second or any subsequent action on the meritsin any
application or patent involved in reexamination
proceedings may not be made final if it contains a new
ground of rejection necessitated by the amendments to
35 U.S.C. 102(e) by the Intellectual Property and High
Technology Technical Amendments Act of 2002 (Pub.
L. 107-273, 116 Stat. 1758 (2002)), unlessthe new ground
of rgection was necessitated by an amendment to the
claims or as a result of information submitted in an
information disclosure statement under 37 CFR 1.97(c)
with the fee set forth in 37 CFR 1.17(p).

When applying any 35 U.S.C. 102(e)/103 references
against the claims of an application the examiner should
anticipate that a statement averring common ownership
at the time the invention was made may disqualify any
patent or application applied in argjection under 35 U.S.C.
103 based on 35 U.S.C. 102(e). If such astatement isfiled
in reply to the 35 U.S.C._102(e)/103 rejection and the
claims are not amended, the examiner may not make the
next Office action final if a new rgjection is made. See
MPEP § 706.02(1)(3). If areferenceisdisqualified under
thejoint research agreement provision of 35 U.S.C. 103(c)
and a new subsequent double patenting rejection based
upon thedisqualified referenceisapplied, the next Office
action, which containsthe new double patenting rejection,
may be made final even if applicant did not amend the
claims (provided that the examiner introduces no other
new ground of regjection that was not necessitated by either
amendment or an information disclosure statement filed
during the time period set forth in 37 CFR 1.97(c) with
the fee set forth in 37 CFR 1.17(p)). The Office action is
properly made final because the new double patenting
regjection was necessitated by amendment of the
application by applicant.

See M PEP § 809.02(a) for actionswhich indicate generic
claims as not allowable.
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In the consideration of claimsin an amended case where
no attempt is made to point out the patentable novelty,
the examiner should be on guard not to allow such claims.
See MPEP § 714.04. The claims may be finally rejected
if, in the opinion of the examiner, they are clearly open
to rejection on grounds of record.

Form paragraph 7.40 should be used where an action is
madefina including new grounds of rejection necessitated
by applicant’s amendment.

9 7.40 Action Is Final, Necessitated by Amendment

Applicant’'s amendment necessitated the new ground(s)
of rejection presented in this Office action. Accordingly,
THIS ACTION IS MADE FINAL. See MPEP_§
706.07(a). Applicant isreminded of the extension of time

policy as set forthin 37 CFR 1.136(a).

A shortened statutory period for reply to thisfinal action
is set to expire THREE MONTHS from the mailing date
of this action. In the event a first reply is filed within
TWO MONTHS of the mailing date of this final action
and the advisory action is not mailed until after the end
of the THREE-MONTH shortened statutory period, then
the shortened statutory period will expire on the date the
advisory actionismailed, and any extension fee pursuant
to 37 CFR 1.136(a) will be calculated from the mailing
date of the advisory action. In no event, however, will the
statutory period for reply expirelater than SIX MONTHS
from the mailing date of thisfinal action.

Examiner Note:

1. Thisform paragraph should not be used in reissue
litigation cases (SSP- 1 month) or in reexamination
proceedings (SSP- 1 or 2 months).

2. 37 CFR 1.136(a) should not be availablein areissue
litigation case and is not available in reexamination
proceedings.

9 7.40.01 Action Is Final, Necessitated by IDSWith Fee

Applicant’s submission of an information disclosure
statement under 37 CFR 1.97(c) with the fee set forthin
37 CFR 1.17(p) on [1] prompted the new ground(s) of
rejection presented in this Office action. Accordingly,
THIS ACTION IS MADE FINAL. See MPEP §
609.04(b). Applicant isreminded of the extension of time

policy as set forthin 37 CFR 1.136(a).

A shortened statutory period for reply to thisfinal action
is set to expire THREE MONTHS from the mailing date
of this action. In the event a first reply is filed within
TWO MONTHS of the mailing date of this final action
and the advisory action is not mailed until after the end
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of the THREE-MONTH shortened statutory period, then
the shortened statutory period will expire on the date the
advisory actionismailed, and any extension fee pursuant
to 37 CFR 1.136(a) will be calculated from the mailing
date of the advisory action. In no event, however, will the
statutory period for reply expirelater than SIX MONTHS
from the mailing date of thisfinal action.

Examiner Note:

1. Thisform paragraph should not be used and afina
rejection isimproper where there is another new ground
of rejection introduced by the examiner which was not
necessitated by amendment to the claims.

2. Inbracket 1, insert the filing date of the information
disclosure statement containing the identification of the
item of information used in the new ground of rejection.

9 7.40.02 Action Is Final, Necessitated by Invoking the
Joint Research Agreement Prior Art Exclusion Under 35
U.SC. 103(c)

Applicant’s submission of the requirements for the joint
research agreement prior art exclusion under 35 U.S.C.
103(c) on[1] prompted the new double patenting rejection
presented in this Office action. Accordingly, THIS
ACTIONISMADE FINAL. See M PEP § 706.02(1)(3).
Applicant is reminded of the extension of time policy as
set forthin 37 CFR 1.136(a).

A shortened statutory period for reply to thisfinal action
is set to expire THREE MONTHS from the mailing date
of this action. In the event afirst reply is filed within
TWO MONTHS of the mailing date of this final action
and the advisory action is not mailed until after the end
of the THREE-MONTH shortened statutory period, then
the shortened statutory period will expire on the date the
advisory actionismailed, and any extension fee pursuant
to 37 CFR 1.136(a) will be calculated from the mailing
date of the advisory action. In no event, however, will the
statutory period for reply expirelater than SIX MONTHS
from the mailing date of thisfinal action.

Examiner Note:

1. Thisform paragraph should not be used and afinal
rejection isimproper where there is another new ground
of rejection introduced by the examiner which was not
necessitated by amendment to the claims nor based on
information submitted in an information disclosure
statement filed during the period set forth in 37 CFR
1.97(c) with the fee set forth in 37 CFR 1.17(p).
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2. Inbracket 1, insert the filing date of the submission
of the requirementsfor the joint research agreement prior
art exclusion under 35 U.S.C. 103(c).

706.07(b) Final Rejection, When Proper on First
Action [R-6]

The claims of a new application may be finally rejected
in thefirst Office action in those situations where (A) the
new application is a continuing application of, or a
substitute for, an earlier application, and (B) all claims of
the new application (1) are drawn to the same invention
claimed in the earlier application, and (2) would have
been properly finally rejected on the grounds and art of
record in the next Office action if they had been entered
in the earlier application.

>The claims of an application for which a request for
continued examination (RCE) has been filed may be
finaly rejected in the action immediately subsequent to
the filing of the RCE (with a submission and fee under
37 CFR 1.114) where all the claims in the application
after the entry of the submission under 37 CFR 1.114 (A)
aredrawn to the same invention claimed in the application
prior to the entry of the submission under 37 CFR 1.114,
and (B) would have been properly finally rejected on the
grounds and art of record in the next Office action if they
had been entered in the application prior to the filing of
the RCE under 37 CFR 1.114.<

A first Office action in a continuing or substitute
application >or an RCE< may not be made fina if it
contains a new ground of rejection necessitated by the
amendments to 35 U.S.C. 102(e) by the Intellectual
Property and High Technology Technical Amendments
of 2002 (Pub. L. 107-273, 116 Stat. 1758 (2002)).

However, it would not be proper to make final a first
Officeaction in acontinuing or substitute application >or
an RCE< where that application contains material which
was presented in the earlier application after final regjection
or closing of prosecution but was denied entry because
(A) new issues were raised that required further
consideration and/or search, or (B) theissue of new matter
was raised.

Further, it would not be proper to makefinal afirst Office
action in a continuation-in-part application where any
claim includes subject matter not present in the earlier
application.

A request for an interview prior to first action on a
continuing or substitute application should ordinarily be
granted.
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A first action final regjection should be made by using
Form Paragraphs 7.41 or 7.41.03, as appropriate.

9 7.41 Action IsFinal, First Action

Thisis a[1] of applicant’s earlier Application No. [2].
All claimsaredrawn to the sameinvention claimed in the
earlier application and could have been finally rejected
on the grounds and art of record in the next Office action
if they had been entered in the earlier application.
Accordingly, THISACTION IS MADE FINAL even
though it is a first action in this case. See MPEP §
706.07(b). Applicant isreminded of the extension of time

policy as set forthin 37 CFR 1.136(a).

A shortened statutory period for reply to thisfinal action
is set to expire THREE MONTHS from the mailing date
of this action. In the event a first reply is filed within
TWO MONTHS of the mailing date of this final action
and the advisory action is not mailed until after the end
of the THREE-MONTH shortened statutory period, then
the shortened statutory period will expire on the date the
advisory actionismailed, and any extension fee pursuant
to 37 CFR 1.136(a) will be calculated from the mailing
date of the advisory action. In no event, however, will the
statutory period for reply expirelater than SIX MONTHS
from the mailing date of thisfinal action.

Examiner Note:

1. Inbracket 1, insert either --continuation-- or
--substitute--, as appropriate.

2. If an amendment was refused entry in the parent case
on the grounds that it raised new issues or new matter,
this form paragraph cannot be used. See MPEP §

706.07(b).

3. Thisform paragraph should not be used in reissue
litigation cases (SSP- 1 month) or in reexamination
proceedings (SSP-1 or 2 months).

4. 37 CFR 1.136(a) should not be availablein areissue
litigation case and is not available in reexamination
proceedings.

9 7.41.03 Action Is Final, First Action Following
Submission Under 37 CFR 1.53(d), Continued
Prosecution Application (CPA)

All claimsaredrawn to the sameinvention claimed in the
parent application prior to the filing of this Continued
Prosecution Application under 37 CFR 1.53(d) and could
have been finaly rgjected on the grounds and art of record
in the next Office action. Accordingly, THISACTION
IS MADE FINAL even though it is a first action after
the filing under 37 CFR 1.53(d). Applicant is reminded
of the extension of time policy as set forth in 37 CFR

1.136(a).
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A shortened statutory period for reply to thisfinal action
is set to expire THREE MONTHS from the mailing date
of this action. In the event a first reply is filed within
TWO MONTHS of the mailing date of this final action
and the advisory action is not mailed until after the end
of the THREE-MONTH shortened statutory period, then
the shortened statutory period will expire on the date the
advisory actionismailed, and any extension fee pursuant
to 37 CFR 1.136(a) will be calculated from the mailing
date of the advisory action. In no event, however, will the
statutory period for reply expirelater than SIX MONTHS
from the mailing date of thisfinal action.

Examiner Note:

1. Thisform paragraphisfor afirst action final rejection
in a Continued Prosecution Application filed under 37

CER 1.53(d).

2. Thisform paragraph must be preceded by one of form
paragraphs 2.30 or 2.35, as appropriate.

9 7.42.09 ActionIsFinal, First Action Following Request
for Continued Examination under 37 CFR 1.114

All claims are drawn to the sameinvention claimed in the
application prior to the entry of the submission under 37
CFR 1.114 and could have been finally rejected on the
grounds and art of record in the next Office action if they
had been entered in the application prior to entry under
37 CFR 1.114. Accordingly, THISACTION ISMADE
FINAL even though it is afirst action after the filing of
arequest for continued examination and the submission
under 37 CFR 1.114. See MPEP § 706.07(b). Applicant
isreminded of the extension of time policy as set forthin
37 CFR 1.136(a).

A shortened statutory period for reply to thisfinal action
is set to expire THREE MONTHS from the mailing date
of this action. In the event a first reply is filed within
TWO MONTHS of the mailing date of this final action
and the advisory action is not mailed until after the end
of the THREE-MONTH shortened statutory period, then
the shortened statutory period will expire on the date the
advisory actionismailed, and any extension fee pursuant
to 37 CFR 1.136(a) will be calculated from the mailing
date of the advisory action. In no event, however, will the
statutory period for reply expirelater than SIX MONTHS
from the mailing date of thisfinal action.

Examiner Note:
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This form paragraph is for a first action final rejection
following a Request for Continued Examination filed
under 37 CFR 1.114.

706.07(c) Final Rejection, Premature

Any question as to prematureness of a final rejection
should be raised, if at all, while the application is till
pending before the primary examiner. This is purely a
question of practice, wholly distinct from the tenability
of the rgjection. It may therefore not be advanced as a
ground for appeal, or made the basis of complaint before
the Board of Patent Appeals and Interferences. It is
reviewable by petition under 37 CFR 1.181. See MPEP

§ 1002.02(c).

706.07(d) Final Regjection, Withdrawal of, Premature
[R-6]

If, on request by applicant for reconsideration, the primary
examiner findsthefinal rejection to have been premature,
he or she should withdraw the finality of the rejection.
Thefinality of the Office action must bewithdrawvnwhile
the application is till pending. The examiner cannot
withdraw the final rejection once the application is
abandoned.

>Once the finaity of the Office action has been
withdrawn, the next Office action may be made final if
the conditions set forth in MPEP § 706.07(a) are met.<

Form paragraph 7.42 should be used when withdrawing
the finality of the rgjection of the last Office action.

1 7.42Withdrawal of Finality of Last Office Action

Applicant’s request for reconsideration of the finality of
the rejection of the last Office action is persuasive and,
therefore, the finality of that action is withdrawn.

706.07(e) Withdrawal of Final Rejection, General
[R-6]

See MPEP 8 714.12 and § 714.13 for amendments after
final regjection.

Once a fina rejection that is not premature has been
entered in an application/reexamination proceeding, it
should not be withdrawn at the applicant’s or patent
owner’'s request except on a showing under 37 CFR
1.116(b). Further amendment or argument will be
considered in certain instances. An amendment that will
place the application either in condition for allowance or
in better form for appeal may be admitted. Also,
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amendments complying with objections or requirements
as to form are to be permitted after final action in
accordance with 37 CFR 1.116(a).

The examiner may withdraw the regjection of finaly
rejected claims. If new facts or reasons are presented such
as to convince the examiner that the previously rejected
claims are in fact allowable or patentable in the case of
reexamination, then the fina rejection should be
withdrawn. Occasionally, the finality of a rejection may
bewithdrawn in order to apply anew ground of rejection.

Although it is permissible to withdraw a final rejection
for the purpose of entering anew ground of rejection, this
practice is to be limited to situations where a new
reference either fully meets at least one claim or meets it
except for differences which are shown to be completely
obvious. Normally, the previous rejection should be
withdrawn with respect to the claim or claims involved.
>See MPEP § 1207.03 for a discussion of what may
constitute a new ground of rejection.<

The practice should not be used for application of
subsidiary references, or of cumulative references, or of
references which are merely considered to be better than
those of record.

When afinal regjection iswithdrawn, all amendmentsfiled
after the final rejection are ordinarily entered.

New grounds of regjection made in an Office action
reopening prosecution after the filing of an appeal brief
require the approval of the supervisory patent examiner.
See MPEP § 1002.02(d).

706.07(f) Timefor Reply to Final Reection [R-9]

Thetimefor reply to afinal rejectionisasfollows:

(A) All final regjections setting a 3-month shortened
statutory period (SSP) for reply should contain one of
form paragraphs 7.39, 7.40, 7.40.01, 7.40.02, 7.41,
7.41.03, 7.42.03, 7.42.031, or 7.42.09 advising applicant
that if the reply isfiled within 2 months of the date of the
final Office action, the shortened statutory period will
expire at 3 months from the date of the final rejection or
on the date the advisory action is mailed, whichever is
later. Thus, avariable reply period will be established. If
the last day of “2 months of the date of the final Office
action” falls on Saturday, Sunday, or a Federal holiday
within the District of Columbia, and areply is filed on
the next succeeding day which is not a Saturday, Sunday,
or aFederal holiday, pursuant to 37 CER 1.7(a), thereply
is deemed to have been filed within the 2 months period
and the shortened statutory period will expireat 3 months
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from the date of the final rgjection or on the mailing date
of the advisory action, whichever is later (see MPEP
§710.05). In no event can the statutory period for reply
expire later than 6 months from the mailing date of the
final regjection.

(B) Thisprocedure of setting avariable reply period
in the final rejection dependent on when applicant filesa
first reply to a final Office action does not apply to
situations where a SSP less than 3 months is set, e.g.,
reissue litigation applications (1-month SSP) or any
reexamination proceeding.

. ADVISORY ACTIONS

(C) Where the final Office action sets a variable
reply period as set forth in paragraph (A) above AND
applicant files a complete first reply to the final Office
action within 2 months of the date of the fina Office
action, the examiner must determine if the reply:(1)
places the application in condition for allowance — then
the application should be processed as an allowance and
no extension fees are due;

(2) places the application in condition for
allowance except for matters of form which the examiner
can change without authorization from applicant, M PEP
§ 1302.04 — then the application should be amended as
required and processed as an allowance and no extension
feesare due; or

(3) does not place the application in condition
for allowance — then the advisory action should inform
applicant that the SSP for reply expires 3 months from
the date of the final rejection or as of the mailing date of
the advisory action, whichever is later, by checking box
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1.b) at the top portion of the Advisory Action form,
PTOL-303.

(D) Where the final Office action sets a variable
reply period as set forth in paragraph (A) above, and
applicant does NOT file acompletefirst reply to thefinal
Office action within 2 months, examiners should check
box 1.a) at the top portion of the Advisory Action form,
PTOL-303.

(E) When box 1.b) at the top portion of the Advisory
Actionform, PTOL-303 ischecked, thetimefor applicant
to take further action (including the calculation of
extension fees under 37 CFR 1.136(a)) begins to run 3
months from the date of the final rejection, or from the
date of the advisory action, whichever islater. Extension
fees cannot be prorated for portions of a month. In no
event can the statutory period for reply expire later than
6 monthsfrom the date of thefinal rejection. For example,
if applicant initialy replieswithin 2 monthsfrom the date
of mailing of afinal rejection and the examiner mails an
advisory action before the end of 3 months from the date
of mailing of the final rejection, the shortened statutory
period will expire at the end of 3 months from the date
of mailing of thefinal rgjection. In such case, if apetition
for extension of time is granted, the due date for areply
is computed from the date stamped or printed on the
Office action with the final rejection. See MPEP
§ 710.01(a). If the examiner, however, does not mail an
advisory action until after the end of the 3-month period,
the shortened statutory period will expire on the date the
examiner mails the advisory action and any extension of
time fee would be cal cul ated from the mailing date of the
advisory action.

*%

>
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) ] Application No. Applicant(s)
Advisory Action

Before the Filing of an Appeal Brief Examiner Art Unit

--The MAILING DATE of this communication appears on the cover sheet with the correspondence address —
THE REPLY FILED FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE.
NO NOTICE OF APPEAL FILED
1. O The reply was filed after a final rejection. No Notice of Appeal has been filed. To avoid abandonment of this application, applicant must timely file
one of the following replies: (1) an amendment, affidavit, or other evidence, which places the application in condition for allowance;
(2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or (3) a Request for Continued Examination (RCE) in compliance with

37 CFR 1.114 if this is a utility or plant application. Note that RCEs are not permitted in design applications. The reply must be filed within one of
the following time periods:
a) D The period for reply expires months from the mailing date of the final rejection.
b) |:| The period for reply expires on; (1) the mailing date of this Advisory Action; or (2) the date set forth in the final rejection, whichever is later.
In no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection.
c) |:| A prior Advisory Action was mailed more than 3 months after the mailing date of the final rejection in response to a first atter-final reply filed
within 2 months of the mailing date of the final rejection. The current period for reply expires months from the mailing date of
the prior Advisary Action or SIX MONTHS from the mailing date of the final rejection, whichever is earlier.
Examiner Nofe: If box 1 is checked, check either box (a), (b) or (c). ONLY CHECK BOX (b) WHEN THIS ADVISORY ACTION IS THE
FIRST RESPONSE TO APPLICANT'S FIRST AFTER-FINAL REPLY WHICH WAS FILED WITHIN TWO MONTHS OF THE FINAL
REJECTION. ONLY CHECK BOX (¢) IN THE LIMITED SITUATION SET FORTH UNDER BOX (¢). See MPEP 706.07(f).

Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate

extension fee have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The

appropriate extension fee under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally
set in the final Office action; or (2) as set forth in (b) or (c) above, if checked. Any reply received by the Office later than three months after the

mailing date of the final rejection, even if timely filed, may reduce any earned patent term adjustment. See 37 CFR 1.704(b).

NOTICE OF APPEAL

2. |:| The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41.37 must be filed within two months of the date of filing the
Notice of Appeal (37 CFR 41.37(a)), or any extension thereof (37 CFR 41.37(e})), to avoid dismissal of the appeal. Since a Notice of
Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a).

AMENDMENTS

3. |:| The proposed amendments filed after a final rejection, but prior to the date of filing a brief, will not be entered because
a) |:| They raise new issues that would require further consideration and/or search (see NOTE below);

b) |:| They raise the issue of hew matter (see NOTE below);

c) |:| They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for
appeal; and/or

d) |:| They present additional claims without canceling a corresponding humber of finally rejected claims.
NOTE: . (See 37 CFR 1.116 and 41.33(a)).

4. |:| The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment {(PTOL-324).

5. |:| Applicant's reply has overcome the following rejection(s):

6. |:| Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the non-
allowable claim(s).

7.0 For purposes of appeal, the proposed amendment(s): (a) ] will not be entered, or (b) ] will be entered, and an explanation of how the
new or amended claims would be rejected is provided below or appended.

AFFIDAVIT OR OTHER EVIDENCE

8. [ The affidavit or other evidence filed after final action, but before or on the date of filing a Notice of Appeal will not be entered because
applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and was not earlier
presented. See 37 CFR 1.116(¢e).

9. [ The affidavit or other evidence filed after the date of filing the Notice of Appeal, but prior to the date of filing a brief, will not be entered
because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a showing of good
and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1).

10. [ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached.

REQUEST FOR RECONSIDERATION/OTHER

11. [ The request for reconsideration has been considered but does NOT place the application in condition for allowance because:

12. [ Note the attached Information Disclosure Statement(s). (PTO/SB/08) Paper No(s).

13. [ Cther: .

ETATUS OF CLAIMS

14. The status of the claim(s) is (or will be) as follows:

Claim(s) allowed:
Claim(s) objected to:
Claim(s) rejected:
Claim(s) withdrawn from consideration:

U.S. Patent and Trademark Office
PTOL-303 (Rev. 09-2010) Advisory Action Before the Filing of an Appeal Brief Part of Paper No.
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[I. EXAMINER’'SAMENDMENTS

(F) Where a complete first reply to a fina Office
action has been filed within 2 months of the final Office
action, an examiner's amendment to place the application
in condition for allowance may be made without the
payment of extension fees even if the examiner's
amendment is made more than 3 months from the date of
the final Office action. Note that an examiner's
amendment may not be made more than 6 months from
the date of thefinal Office action, asthe application would
be abandoned at that point by operation of law.

(G) Where a complete first reply to a final Office
action has not been filed within 2 months of the fina
Office action, applicant’s authorization to make an
amendment to place the application in condition for
allowance must be made either within the 3 month
shortened statutory period or within an extended period
for reply that has been petitioned and paid for by applicant
pursuant to 37 CFR 1.136(a). However, an examiner's
amendment correcting only formal matters which are
identified for thefirst time after areply ismadeto afina
Office action would not require any extension fee, since
the reply to the final Office action put the application in
condition for allowance except for the correction of formal
matters, the correction of which had not yet been required
by the examiner.

(H) An extension of time under 37 CFR 1.136(a)
requires a petition for an extension and the appropriate
fee provided for in 37 CFR 1.17. Where an extension of
time is necessary to place an application in condition for
allowance (e.g., when an examiner's amendment is
necessary after the shortened statutory period for reply
has expired), applicant may file the required petition and
fee or give authorization to the examiner to make the
petition of record and charge a specified fee to a deposit
account. Office employees may not accept oral
(telephonic) instructions to complete the Credit Card
Payment Form or otherwise charge a patent process fee
(as opposed to information product or service fees) to a
credit card. When authorization to make a petition for an
extension of time of record is given to the examiner, the
authorization must be given before the extended period
expires. The authorization must be made of record in an
examiner's amendment by indicating the name of the
person making the authorization, when the authorization
was given, the deposit account number to be charged, the
length of the extension requested and the amount of the
fee to be charged to the deposit account. Form Paragraph
13.02.02 should be used.

9 13.02.02 Extension of Time and Examiner’s Amendment
Authorized by Telephone

An extension of time under 37 CFR 1.136(a) isrequired
in order to make an examiner’s amendment which places
this application in condition for alowance. During a

700-89

706.07(9)

telephone conversation conducted on [1], [2] requested
an extension of time for [3] MONTH(S) and authorized
the Director to charge Deposit Account No. [4] the
required fee of $[5] for this extension and authorized the
following examiner’'s amendment. Should the changes
and/or additions be unacceptable to applicant, an
amendment may be filed as provided by 37 CFR 1.312.
To ensure consideration of such an amendment, it MUST
be submitted no later than the payment of the issue fee.

Examiner Note:

See M PEP § 706.07(f) which explainswhen an extension
of timeis needed in order to make amendments to place
the application in condition for allowance.

I11. PRACTICE AFTER FINAL

() Replies after final should be processed and
considered promptly by all Office personnel.

(J) Replies after final should not be considered by
the examiner unless they are filed within the SSP or are
accompanied by a petition for an extension of time and
the appropriatefee (37 CFR 1.17 and 37 CFR 1.136(a)).
Seealso M PEP § 710.02(€). Thisreguirement also applies
to supplemental replies filed after the first reply.

(K) Interviewsmay be conducted after the expiration
of the shortened statutory period for reply to afinal Office
action but within the 6-month statutory period for reply
without the payment of an extension fee.

(L) Formal matterswhich areidentified for thefirst
time after a reply is made to a final Office action and
which require action by applicant to correct may be
required inan Ex parte Quayle action if the application
isotherwisein condition for allowance. No extension fees
would be required since the reply puts the applicationin
condition for allowance except for the correction of formal
matters — the correction of which had not yet been
required by the examiner.

(M) If prosecution is to be reopened after a fina
Office action has been replied to, the finality of the
previous Office action should be withdrawn to avoid the
issue of abandonment and the payment of extension fees.
For example, if anew reference comesto the attention of
the examiner which renders unpatentable aclaim indicated
to be alowable, the Office action should begin with a
statement to the effect: “ The finality of the Office action
mailed is hereby withdrawn in view of the new ground
of rejection set forth below.” Form paragraph 7.42 could
be used in addition to this statement. See MPEP §

706.07(d).
706.07(g) Transitional After-Final Practice [R-5]

37 CFR 1.129 Transitional procedures for limited
examination after final rejection and restriction practice.

Rev. 9, August 2012
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(& An applicant in an application, other than for
reissue or a design patent, that has been pending for at
least two years as of June 8, 1995, taking into account
any reference madein such applicationto any earlier filed
application under 35 U.S.C. 120, 121 and 365(c), is
entitled to have afirst submission entered and considered
on the merits after final rgjection under the following
circumstances. The Office will consider such a
submission, if the first submission and the fee set forth
in 8 1.17(r) arefiled prior to the filing of an appeal brief
and prior to abandonment of the application. The finality
of thefinal rejection isautomatically withdrawn upon the
timely filing of the submission and payment of the fee set
forthin § 1.17(r). If a subsequent final rejection is made
in the application, applicant is entitled to have a second
submission entered and considered on the merits after the
subsequent final regjection under the following
circumstances. The Office will consider such a
submission, if the second submission and a second fee
set forth in § 1.17(r) are filed prior to the filing of an
appeal brief and prior to abandonment of the application.
The finality of the subsequent final reection is
automatically withdrawn upon the timely filing of the
submission and payment of the second fee set forth in
§1.17(r). Any submission filed after afinal rejection made
in an application subsequent to the fee set forth in §
1.17(r) having been twice paid will be treated as set forth
in § 1.116. A submission as used in this paragraph
includes, but is not limited to, an information disclosure
statement, an amendment to the written description, claims
or drawings and a new substantive argument or new
evidence in support of patentability.

*kkkk

Rev. 9, August 2012

(c) The provisions of this section shall not be
applicable to any application filed after June 8, 1995.

In order to facilitate the completion of prosecution of
applications pending in the USPTO as of June 8, 1995
and to ease the transition between a 17-year patent term
and a 20-year patent term, Public Law 103-465 provided
for the further limited reexamination of an application
pending for 2 years or longer as of June 8, 1995, taking
into account any reference madein the application to any
earlier filed application under 35 U.S.C. 120, 121, or
365(c). The further limited reexamination permits
applicantsto present for consideration, asamatter of right
upon payment of afee, asubmission after afinal rejection
has been issued on an application. An applicant will be
able to take advantage of this provision on two separate
occasions provided the submission and fee are presented
prior to the filing of the Appea Brief and prior to
abandonment of the application. Thiswill have the effect
of enabling an applicant to essentially removethefinality
of the prior Office action in the pending application on
two separate occasions by paying afeefor each occasion,
and avoid the impact of refiling the application to obtain
consideration of additional claims and/or information
relative to the claimed subject matter. The transitional
after-final practice is only available to applications filed
on or before June 8, 1995 and it isnot availablefor reissue
or design applications or reexamination proceedings.

The following flowchart illustrates the transitional
after-final procedures set forthin 37 CFR 1.129(a).

*%

>
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Transitional After-Final Provision — 37 CFR 1.129(a)

Starting June 8, 1995
Application filed on or before 6/8/95 i N >‘ § 1.129(a) not available I
+ Y
Application has an effective filing date of 6/8/93 B
B - N —’{ § 1.129(a) not available I

Goes normal appeal route

Submission & § 1.17(1) fee filed prior to Appeal N
Briefand prior to abandonment of application
Submission entered and finality of previous
rejection w/d. No new matter permitted.
— - Give applicant a 1 — month/30 days
Submlsslor_l fully TESpOnsSive to the N extendable SSP to submit a complete
previous Office action reply to the previous Office action
Submission filed prior to 6/8/05 — considered in manner
set forth in MPEP § 706.07(b) Y Application is
Reply complete and timely abandoned
Submission filed on or after 6/8/05 — considered in filed
manner set forthin MPEP § 706.07(a)
Further prosecution results in final rejection I
Submission & § 1.17(x) fee filed prior to
Appeal Brief and prior to abandonment Goes normal appeal route
of application N
Submission entered and finality of previous
rejection w/d. No new matter permitted.
— - Give applicant a 1 —month/30 days
Submission fully responsive to the N extendable SSP to submit a complete

nrevious Office action reply to the previous Office action

Y

Submission filed prior to 6/8/05 — considered in manner
set forthin MPEP § 706.07(b)

Reply complete and timely
filed

Application is
abandoned

Submission filed on or after 6/8/05 — considered in
manner set forthin MPEP § 706.07(a)

‘ Further prosecution results in final rejection I

v

Normal route .
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Effective June 8, 1995, in any pending application having
an actual or effectivefiling date of June 8, 1993 or earlier,
applicant is entitled, under 37 CER 1.129(a), to have a
first submission after final rejection entered and
considered on the merits, if the submission and the fee
set forthin 37 CFR 1.17(r) arefiled prior to thefiling of
an Appeal Brief under 37 CFR 41.37and prior to
abandonment. For an application entering national stage
under 35 U.S.C. 371 or an application filed under 35
U.S.C. 111(a) claiming benefit under 35 U.S.C. 120 of
a PCT application designating the U.S., the PCT
international filing date will be used to determine whether
the application has been pending for at least 2 years as of
June 8, 1995.

Form paragraph 7.41.01 may be used to notify applicant
that the application qualifies under 37 CFR 1.129(a).

* %

>

9 7.41.01 Transitional After Final Practice, First
Submission (37 CFR 1.129(a))

Thisapplication is subject to the provisions of Public Law
103-465, effective June 8, 1995. Accordingly, since this
application has been pending for at least two years as of
June 8, 1995, taking into account any reference to an
earlier filed application under 35 U.S.C. 120, 121 or
365(c), applicant, under 37 CFR 1.129(a), is entitled to
have a first submission entered and considered on the
merits if, prior to abandonment, the submission and the
feesetforthin 37 CFR 1.17(r) arefiled prior to thefiling
of an appeal brief under 37 CFR 41.37. Upon the timely
filing of afirst submission and the appropriate fee of $[1]
for a[2] entity under 37 CFR 1.17(r), thefinality of the
previous Office action will be withdrawn. If a notice of
appeal and the appeal fee set forth in 37 CFR 41.20(b)
werefiled prior to or with the payment of the fee set forth
in 37 CFR 1.17(r), the payment of the fee set forth in 37
CFER 1.17(r) by applicant will be construed as a request
to dismiss the appeal and to continue prosecution under
37 CFR 1.129(a). In view of 35 U.S.C. 132, no
amendment considered as a result of payment of the fee
set forth in 37 CFR 1.17(r) may introduce new matter
into the disclosure of the application.

If applicant has filed multiple proposed amendments
which, when entered, would conflict with one another,
specific instructions for entry or non-entry of each such
amendment should be provided upon payment of any fee

under 37 CFR 1.17(r).
Examiner Note:

1. Thisform paragraph may follow any of form
paragraphs 7.39 - 7.41 in any application filed prior to
June 9, 1995, which has been pending for at least two
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yearsas of June 8, 1995, taking into account any reference
under 35 U.S.C. 120, 121 or 365(c) to a previously filed
application and no previous fee has been paid under

37 CFR 1.17(r).

2. Thisform paragraph should NOT be used in adesign
or reissue application, or in areexamination proceeding.

3. Inbracket 1, insert the current fee for alarge or small
entity, as appropriate.

4. Inbracket 2, insert --small-- or --large--, depending
on the current status of the application.

<

The submission under 37 CFR 1.129(a) may comprise,
but is not limited to, an information disclosure statement
(IDS), an amendment to the written description, claims
or drawings, a new substantive argument and/or new
evidence. No amendment considered as a result of
payment of the fee set forth in 37 CFR 1.17(r) may
introduce new matter into the disclosure of the application
35 U.S.C. 132. In view of the fee set forth in 37 CFR
1.17(r), any (IDS) previously refused consideration in
the application because of applicant’s failure to comply
with 37 CFR 1.97(c) or (d) will be treated as though it
has been filed within one of the time periods set forth in
37 CFR 1.97(b) and will be considered without the
petition and petition fee required in 37 CFR 1.97(d), if
it complies with the requirements of 37 CFR 1.98. Any
IDS submitted under 37 CFR 1.129(a) on or after June 8
2005 without astatement specified in 37 CFR 1.97(e) will
be treated as though it had been filed within the time
period set forth in 37 CFR 1.97(c) with the fee set forth
in 37 CFR 1.17(p). The examiner may introduce a new
ground of rejection based on the information submitted
inthe IDS and makethe next Office action final provided
that the examiner introduces no other new ground of
rejection, which has not been necessitated by amendment
to the claims. See MPEP § 706.07(a).

If the application qualifies under 37 CFR 1.129(a), that
is, it was filed on or before June 8, 1995 and the
application has an effective U.S. filing date of June 8,
1993 or earlier, the examiner must check to see if the
submission and 37 CFR 1.17(r) fee were filed prior to
the filing of the Appeal Brief and prior to abandonment
of the application. If an amendment was timely filed in
reply to the final rejection but the fee set forthin 37 CFR
1.17(r) did not accompany the amendment, examiners
will continue to consider these amendments in an
expedited manner as set forth in MPEP_§ 714.13 and
issue an advisory action notifying applicant whether the
amendment has been entered. If the examiner indicated
in an advisory action that the amendment has not been
entered, applicant may then pay the fee set forth in 37
CFR 1.17(r) and any necessary feeto avoid abandonment
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of the application and obtain entry and consideration of
the amendment as a submission under 37 CFR 1.129(a).
If the submission and the fee set forthin 37 CFR 1.17(r)
were timely filed in reply to the fina regjection and no
advisory action has been issued prior to the payment of
the fee set forth in 37 CFR 1.17(r), no advisory action
will be necessary. The examiner will notify applicant that
the finality of the previous office action has been
withdrawn pursuant to 37 CFR 1.129(a). It is noted that
if the submission is accompanied by a “conditional”
payment of the fee set forth in 37 CFR 1.17(r), i.e., an
authorization to chargethefee set forthin 37 CFR 1.17(r)
to a deposit account or to a credit card in the event that
the submission would not otherwise be entered, the Office
will treat the conditional payment as an unconditional

payment of the 37 CFR 1.17(r) fee.

The finality of the final regjection is automatically
withdrawn upon the timely filing of the submission and
payment of thefee set forthin 37 CFR 1.17(r). Upon the
timely payment of the fee set forth in 37 CFR 1.17(r),
all previously unentered submissions, and submissions
filed with the 37 CFR 1.17(r) fee will be entered in the
order in which they werefiled absent specific instructions
for entry. Any conflicting amendments should be clarified
for entry by the applicant upon payment of the 37 CFR
1.17(r) fee. Form paragraph 7.42.01 should be used to
notify applicant that the finality of the previous Office
action has been withdrawn.

9 7.42.01 Withdrawal of Finality of Last Office Action -
Transitional Application Under 37 CFR 1.129(a)

Since this application is €eligible for the transitional
procedure of 37 CFR 1.129(a), and the fee set forth in
37 CFR 1.17(r) has been timely paid, the finality of the
previous Office action has been withdrawn pursuant to
37 CFR 1.129(a). Applicant’s [1] submission after final
filed on [2] has been entered.

Examiner Note:

Insert --first-- or --second-- in bracket 1.

If a Notice of Appea and the appeal fee set forth in
37 CFR 1.17(b) werefiled prior to or with the payment
of the fee set forth 37 CFR 1.17(r), the payment of the
feeset forthin 37 CFR 1.17(r) by applicant is construed
as a request to dismiss the appea and to continue

prosecution under 37 CFR 1.129(a).

Upon the timely payment of the fee set forthin 37 CFR
1.17(r), if the examiner determines that the submission
isnot fully responsive to the previous Office action, e.g.,
if the submission only includes an information disclosure
statement, applicant will be given a new shortened
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statutory period of 1 month or 30 days, whichever is
longer, to submit a complete reply. Form paragraph
7.42.02 should be used.

9 7.42.02 Nonresponsive Submission Filed Under 37
CFR1.129(a)

The timely submission under 37 CFR 1.129(a) filed on
[1] is not fully responsive to the prior Office action
because [2]. Since the submission appears to be a bona
fide attempt to provide a complete reply to the prior
Office action, applicant is given a shortened statutory
period of ONE MONTH or THIRTY DAYS from the
mailing date of this |etter, whichever islonger, to submit
a complete reply. This shortened statutory period
supersedes the time period set in the prior Office action.
This time period may be extended pursuant to 37 CFR
1.136(a). If anotice of appeal and the appeal fee set forth
in 37 CFR 41.20(b) were filed prior to or with the
payment of the fee set forth in 37 CFR 1.17(r), the
payment of the fee set forth in 37 CFR 1.17(r) by
applicant is construed as a request to dismiss the appeal
and to continue prosecution under 37 CFR 1.129(a). The
appeal stands dismissed.

Examiner Note:

The reasons why the examiner considers the submission
not to be fully responsive must be set forth in bracket 2.

I. SUBMISSIONSUNDER 37 CFR 1.129(a) FILED
PRIOR TO JUNE 8, 2005

After submission and payment of the fee set forth in
37 CFER 1.17(r), the next Office action on the merits may
bemadefinal only under the conditionsfor making afirst
actionin acontinuing application final set forthin M PEP

§ 706.07(b).

Form paragraph 7.42.03 may be used if it is appropriate
to makethefirst action final following asubmission under
37 CFR 1.129(a) filed prior to June 8, 2005.

9 7.42.03 Action Is Final, First Action Following
Submission Under 37 CFR 1.129(a) Filed Prior to June
8, 2005

All claims are drawn to the sameinvention claimed in the
application prior to the entry of the submission under 37
CFR 1.129(a) and could have been finally rejected on
the grounds and art of record in the next Office action if
they had been entered in the application prior to entry
under 37 CFR 1.129(a). Accordingly, THISACTION
IS MADE FINAL even though it is afirst action after
the submission under 37 CFR 1.129(a). See MPEP §
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706.07(b). Applicant isreminded of the extension of time
policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to thisfinal action
is set to expire THREE MONTHS from the mailing date
of this action. In the event afirst reply is filed within
TWO MONTHS of the mailing date of this final action
and the advisory action is not mailed until after the end
of the THREE-MONTH shortened statutory period, then
the shortened statutory period will expire on the date the
advisory actionismailed, and any extension fee pursuant
to 37 CFR 1.136(a) will be calculated from the mailing
date of the advisory action. In no event, however, will the
statutory period for reply expirelater than SIX MONTHS
from the mailing date of thisfinal action.

Examiner Note:

Also useform paragraph 7.41.02 if thisisafinal rgjection
following afirst submission under 37 CFR 1.129(a).

If a subsequent final rejection is made in the application,
applicant would be entitled to have a second submission
entered and considered on the merits under the same
conditions set forth for consideration of the first
submission. Form paragraph 7.41.02 should be used.

9 7.41.02 Transitional After Final Practice, Second
Submission (37 CFR 1.129(a))

Since the fee set forth in 37 CFR 1.17(r) for a first
submission subsequent to a final rejection has been
previoudly paid, applicant, under 37 CFR 1.129(a), is
entitted to have a second submission entered and
considered on the merits if, prior to abandonment, the
second submission and thefee set forthin 37 CFR 1.17(r)
are filed prior to the filing of an appeal brief under 37
CFR 41.37. Uponthetimdly filing of asecond submission
and the appropriate fee of $[1] for a [2] entity under
37CFR 1.17(r), thefinality of the previous Office action
will be withdrawn. If a notice of appeal and the appeal
fee set forth in 37 CFR 41.20(b) were filed prior to or
with the payment of the fee set forthin 37 CFR 1.17(r),
the payment of the fee set forth in 37 CFR 1.17(r) by
applicant will be construed as a request to dismiss the
appeal and to continue prosecution under 37 CFR
1.129(a). In view of 35 U.S.C. 132, no amendment
considered as a result of payment of the fee set forth in
37 CFR 1.17(r) may introduce new matter into the
disclosure of the application.

Examiner Note:

1. Thisform paragraph isto follow any of form
paragraphs 7.39-7.41 in any application filed prior to June
9, 1995, which has been pending for at |east two years as
of June 8, 1995, taking into account any reference under
35 U.S.C. 120, 121 or 365(c) to aprevioudly filed
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application and afirst submission fee has been previously

paid under 37 CFR 1.17(r).

2. Thisform paragraph should NOT be used in adesign
or reissue application or in areexamination proceeding.

3. Inbracket 1, insert the current fee for alarge or small
entity, as appropriate.

4. Inbracket 2, insert --small-- or --large--, depending
on the current status of the application.

5. If thefeeset forthin 37 CFR 1.17(r) has been twice
paid, the provisions of 37 CFR 1.129(a) are no longer
available.

Any submission filed after afinal rejection made in the
application subsequent to the fee set forth in 37 CFR
1.17(r) having been twice paid will be treated in
accordance with the current after-final practice set forth
in37 CFR 1.116.

Il. SUBMISSIONSUNDER 37 CFR 1.129(a) FILED
ON OR AFTER JUNE 8, 2005

For timely submission and payment of the fee set forth
in 37 CFR 1.17(r) on or after June 8, 2005, the next Office
action on the merits will be equivalent to the next Office
action following a reply to a non-final Office action.
Under existing second Office action final practice, such
an Office action on the merits will be made final, except
where the examiner introduces anew ground of rejection
that is neither necessitated by applicant’s amendment of
the claims nor based on information submitted in an IDS
filed during the period set forth in 37 CFR 1.97(c) with
the fee set forth in 37 CFR 1.17(p). See MPEP §

706.07(a).

Form paragraph 7.42.031 may be used to make the next
Office action final following asubmission under 37 CFR
1.129(a) filed on or after June 8, 2005.

9 7.42.031 Action IsFinal, Action Following Submission
Under 37 CFR 1.129(a) Filed On or After June 8, 2005

Under thefinal action practice for Office actionsfollowing
a submission under 37 CFR 1.129(a) filed on or after
June 8, 2005, the next Office action following timely
filing of a submission under 37 CFR 1.129(a) will be
equivalent to the next Office action following areply to
a non-final Office action. Under existing Office second
action final practice, such an Office action on the merits
will be madefinal, except where the examiner introduces
anew ground of regjection that is neither necessitated by
applicant’s amendment of the claims nor based on
information submitted in an information disclosure
statement filed during the period set forth in 37 CFR
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1.97(c) with the fee set forth in 37 CFR 1.17(p). See
M PEP § 706.07(3).

In this Office action, there is no new ground of rejection
that was not necessitated by applicant’'s amendment of
the clams or based on information submitted in an
information disclosure statement filed during the period
set forth in 37 CER 1.97(c) with the fee set forth in 37
CFR 1.17(p). Accordingly, THISACTION IS MADE
FINAL. Applicant is reminded of the extension of time
policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to thisfinal action
is set to expire THREE MONTHS from the mailing date
of this action. In the event a first reply is filed within
TWO MONTHS of the mailing date of this final action
and the advisory action is not mailed until after the end
of the THREE-MONTH shortened statutory period, then
the shortened statutory period will expire on the date the
advisory actionismailed, and any extension fee pursuant
to 37 CFR 1.136(a) will be calculated from the mailing
date of the advisory action. In no event, however, will the
statutory period for reply expirelater than SIX MONTHS
from the mailing date of thisfinal action.

Examiner Note:

Also useform paragraph 7.41.02 if thisisafinal rgjection
following afirst submission under 37 CFR 1.129(a).

An applicant whose application is €ligible for the
transitional further limited examination procedure set
forth in 37 CFR 1.129(a) is entitled to consideration of
two after final submissions. Thus, if such an applicant
has filed one submission under 37 CFR 1.129(a) and the
application is again under afinal rejection, the applicant
is entitled to only one additional submission under 37
CFR 1.129(a). If such an applicant has filed two
submissions under 37 CFR 1.129(a) and the application
is again under a final regjection, applicant is not entitled
to have any additional submissions considered under 37
CFR 1.129(a). Applicant may beentitled to consideration
of an additional submission if the submission meets the
conditions set forth in 37 CFR 1.116.

706.07(h) Request for Continued Examination (RCE)
Practice [R-9]

35U.SC. 132 Natice of rgjection; reexamination.
*kkk*x

(b) The Director shall prescribe regulations to
provide for the continued examination of applicationsfor
patent at the request of the applicant. The Director may
establish appropriate feesfor such continued examination
and shall provide a 50 percent reduction in such fees for
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706.07(h)

small entities that qualify for reduced fees under section
41(h)(1) of thistitle.

37 CFR 1.114 Request for continued examination.

(8 If prosecution in an application is closed, an
applicant may request continued examination of the
application by filing a submission and thefee set forth in
§1.17(e) prior to the earliest of:(1) Payment of theissue
fee, unless a petition under § 1.313 is granted;

(2) Abandonment of the application; or

(3) Thefiling of a notice of appeal to the U.S.
Court of Appealsfor the Federal Circuit under 35 U.S.C.
141, or the commencement of a civil action under 35
U.S.C. 145 or 146, unless the appeal or civil action is
terminated.

(b) Prosecution in an application is closed as used
in this section means that the application is under appeal,
or that the last Office action isafinal action (8§ 1.113), a
notice of allowance (§ 1.311), or an action that otherwise
closes prosecution in the application.

(c) A submission as used in this section includes,
but isnot limited to, an information disclosure statement,
an amendment to the written description, claims, or
drawings, new arguments, or new evidence in support of
patentability. If reply to an Office action under 35 U.S.C.
132 is outstanding, the submission must meet the reply
requirementsof § 1.111.

(d) If an applicant timely files a submission and fee
set forthin § 1.17(e), the Office will withdraw thefinality
of any Office action and the submission will be entered
and considered. If an applicant files a request for
continued examination under this section after appeal,
but prior to adecision on the appeal, it will be treated as
arequest to withdraw the appeal and to reopen prosecution
of the application before the examiner. An appeal brief
(841.37 of thistitle) or areply brief (§ 41.41 of thistitle),
or related papers, will not be considered a submission
under this section.

(e) Theprovisionsof this section do not apply to:(1)
A provisional application;

(2) An application for a utility or plant patent
filed under 35 U.S.C. 111(a) before June 8, 1995;

(3) Aninternational application filed under 35
U.S.C. 363 before June 8, 1995;

(4) An application for adesign patent; or

(5) A patent under reexamination.

35 U.S.C. 132(b) provides for continued examination of
an application at the request of the applicant (request for
continued examination or RCE) upon payment of a fee,
without requiring the applicant to file a continuing
application under 37 CFR 1.53(b). To implement the RCE
practice, 37 CFR 1.114 provides aprocedure under which
an applicant may obtain continued examination of an
application in which prosecution is closed (eg., the
application is under final rejection or a notice of
alowance) by filing a submission and paying a specified
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fee. Applicants cannot file an RCE to obtain continued
examination on the basis of claims that are independent
and distinct from the claims previously claimed and
examined asamatter of right (i.e., applicant cannot switch
inventions). See 37 CFR 1.145. Any newly submitted
claimsthat aredirected to an invention that isindependent
and distinct from the invention previously claimed will
be withdrawn from consideration and not entered. See
subsection VI. below. An RCE is not the filing of a new
application. Thus, the Office will not convert an RCE to
a new application such as an application filed under 37
CFR 1.53(b) or acontinued prosecution application (CPA)
under 37 CFR 1.53(d).

I. CONDITIONSFOR FILING AN RCE

The provisions of 37 CFR 1.114 apply to utility or plant
applications filed under 35 U.S.C. 111(a) on or after
June 8, 1995, or international applications filed under
35 U.S.C. 363 on or after June 8, 1995. The RCE
provisions of 37 CFR 1.114 do not apply to:

(A) aprovisional application;

(B) an application for a utility or plant patent filed
under 35 U.S.C. 111(a) before June 8, 1995;

(C) aninternational application filed under 35 U.S.C.
363 before June 8, 1995;

(D) an application for adesign patent; or

(E) apatent under reexamination.

See 37 CFR 1.114(e).

An applicant may obtain continued examination of an
application by filing arequest for continued examination
(seeform PTO/SB/30), asubmission and the fee set forth
in 37 CFR 1.17(g) prior to the earliest of:

(A) payment of theissuefee (unlessapetition under
37 CFR 1.313 is granted);

(B) abandonment of the application; or

(C) thefiling of anotice of appeal to the U.S. Court
of Appealsfor the Federal Circuit or the commencement
of a civil action (unless the appeal or civil action is
terminated).

See 37 CFR 1.114(a). An applicant cannot request
continued examination of an application until after
prosecution in the application is closed. See 37 CFR

1.114(a). Prosecution in an application is closed if the
application is under appeal, or the last Office actionis a
final action (37 CFR 1.113), a notice of allowance (37
CFR 1.311), or an action that otherwise closes prosecution
in the application ( e.g., an Office action under Ex parte
Quayle, 25 USPQ 74, 453 O.G. 213 (Comm'r Pat. 1935)).

1. SUBMISSION REQUIREMENT

A “submission” asused in 37 CFR 1.114 includes, but is
not limited to, an information disclosure statement, an
amendment to the written description, claims, or drawings,
new arguments, or new evidence in support of
patentability. See 37 CFR 1.114(c). If areply to an Office
actionunder 35 U.S.C. 132 isoutstanding, the submission
must meet the reply requirements of 37 CFR 1.111. See
37 CFR 1.114(c). Thus, an applicant may fileasubmission
under 37 CFR 1.114 containing only an information
disclosure statement (37 CFR 1.97 and 1.98) in an
application subject to a notice of alowance under
35 U.S.C. 151, but not in an application where the last
Officeactionisafinal regection or an Office action under
Ex parte Quayle , 25 USPQ 74, 453 O.G. 213 (Comm'r
Pat. 1935), or in an application that is under appeal. A
request for a suspension of action, an appeal brief or a
reply brief (or related papers) will not be considered a
submission under 37 CFR 1.114. See 37 CFR 1.103 and
1.114(d). The submission, however, may consist of the
argumentsin apreviously filed appeal brief or reply brief,
or may ssimply consist of astatement that incorporates by
reference the argumentsin apreviously filed appeal brief
or reply brief. In addition, a previoudly filed amendment
after final (whether or not entered) may satisfy this
submission requirement.

Arguments submitted after final rejection, which were
entered by the examiner but not found persuasive, may
satisfy the submission requirement if such arguments are
responsive within the meaning of 37 CFR 1.111 to the
Office action. Consideration of whether any submission
isresponsive within the meaning of 37 CFR 1.111 to the
last outstanding Office action is done without factoring
in the “final” status of such outstanding Office action.
Thus, a reply which might not be acceptable as a reply
under 37 CFR 1.113 when the application isunder afinal
rejection may be acceptable as a reply under 37 CFR
1.111.

Status of the Application

The Submission:

For More Information

After Find

Must include areply under 37 CFR 1.111 See subsectionsV. and V1.

to thefinal rejection (e.g., an amendment

Rev. 9, August 2012

700-96



MANUAL OF PATENT EXAMINING PROCEDURE

filed with the RCE or a previoudy-filed
after final amendment).

After Ex Parte Quayle action
Quayle action.

After dlowance

Must include areply to the Ex Parte

Includes, but not limited to, an IDS,

See subsection IX.

See subsection | X.

amendment, new arguments, or new

evidence.

After appeal

Must include areply under 37 CFR 1.111 See subsections X., XI., and XI1.

tothefinal rgjection (e.g., astatement that
incorporates by reference the arguments
in aprevioudly filed appeal brief or reply

brief).

[11. INITIAL PROCESSING

An RCE will be initially processed by the Technology
Center (TC) assigned the application. Technical support
personnel in the TC will verify that:

(A) the RCE wasfiled on or after May 29, 2000;

(B) theapplication wasfiled on or after June 8, 1995;

(C) the application is a utility or plant application
( e.g., not adesign application);

(D) the application was pending ( i.e., not patented
or abandoned) when the RCE was filed;

(E) prosecution in the application is closed ( eg.,
the last Office action is a fina rejection, notice of
allowance, or an Office action under Ex parte Quayle,
25 USPQ 74, 453 O.G. 213 (Comm'r Pat. 1935), or the
application is under appeal);

(F) the RCE was filed before the payment of the
issue fee or, if not, a petition under 37 CFR 1.313 to
withdraw the application from issuewasfiled and granted;

(G) the RCE was accompanied by the proper feg(s)
including the RCE fee under 37 CFR 1.17(e); and

(H) the RCE included a submission as required by
37 CFR 1.114.

A. Treatment of Improper RCE

If one or more conditionsfor filing an RCE have not been
satisfied, applicant will be so notified. Generally, a
“Notice of Improper Request for Continued Examination
(RCE),” Form PTO-2051, will be mailed to applicant. An
improper RCE will not operate to toll the running of any
time period set in the previous Office action for reply to
avoid abandonment of the application.

If an examiner discoversthat an improper RCE has been
forwarded to the examiner in error, the application should
be immediately returned to a head supervisory legal
instruments examiner (HSLIE) within the TC.
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1. Prosecution |s Not Closed

If prosecution in the application is not closed, applicant
will be notified of the improper RCE and any
amendment/reply will be entered. Thereafter, the
application will be forwarded to the examiner for
consideration of the amendment/reply under 37 CFR
1.111.

2. Application IsUnder Appeal

If the application is under appeal and the RCE was not
accompanied by thefee set forthin 37 CFR 1.17(e) and/or
asubmission asrequired by 37 CFR 1.114, the application
will be forwarded to the examiner for appropriate
treatment and applicant will be notified of the improper
RCE (See subsection X below).

B. Ambiguous Transmittal Paper

If an applicant files atransmittal paper that is ambiguous
as to whether it is a continued prosecution application
(CPA) under 37 CFR 1.53(d) or arequest for continued
examination (RCE) under 37 CFR 1.114 (e.g. , contains
referencesto both an RCE and aCPA), and the application
is aplant or utility application filed on or after June 8,
1995, the Office will treat the transmittal paper asan RCE
under 37 CFR 1.114 since effective July 14, 2003, CPA
practice has been eliminated as to plant and utility
applications. If an applicant files atransmittal paper that
is ambiguous as to whether it is a CPA or an RCE, and
the application is a design application, the Office will
treat the transmittal paper as a request for a CPA under
37 CFR 1.53(d) since RCE practice does not apply to
design applications. Other papersfiled with the transmittal
paper (eg. , a preliminary amendment or information
disclosure statement) will not be taken into account in
determining whether a transmittal paper is a CPA, or an
RCE, or ambiguous as to whether it isa CPA or an RCE.
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If, however, applicant files an unambiguous transmittal
paper that is an RCE in a design application, it will be
treated as an improper RCE and a “Natice of Improper
Request for Continued Examination (RCE),” Form
PTO-2051, will be mailed to the applicant. An RCE is
not atype of new application filing. Therefore, the Office
cannot convert an RCE (whether proper or improper) to
anew application such as a CPA under 37 CFR 1.53(d).

C. Treatment of Conditional RCE

If asubmission is accompanied by a“conditional” RCE
and payment of the RCE fee under 37 CFR 1.17(€) (i.e. ,
an authorization to charge the 37 CFR 1.17(¢) feeto a
deposit account in the event that the submission would
not otherwise be entered), the Office will treat the
“conditional” RCE and payment as if an RCE and
payment of the fee set forth in 37 CFR 1.17(e) had been
filed.

D. Treatment of Proper RCE

If the conditions for filing an RCE have been satisfied,
the technical support personnel will process the proper
RCE. Any previoudly filed unentered amendments, and
amendmentsfiled with the RCE will normally be entered.
Such amendments will be entered in the order in which
they werefiled in the absence of any specific instructions
for entry. For example, if applicant files an amendment
after final rgjection which isdenied entry by the examiner
and applicant subsequently files an RCE with an
amendment but the RCE is silent asto whether or not the
previoudly filed after-final amendment should be entered,
then the Office will enter both amendments in the order
in which they were filed. If, however, applicant files an
amendment after final rejection which is denied entry by
the examiner and applicant subsequently files an RCE
with an amendment including specific instructions that
the previoudly filed after-final amendment is not to be
entered, then the Office will enter the amendment filed
with the RCE but will not enter the after-final amendment.
If conflicting amendments have been previoudly filed,
applicant should clarify which amendments should be
entered upon filing the RCE (and fee). Applicants are
encouraged to file all amendments no | ater than thefiling
of the RCE to avoid disapproval of entry under 37 CFR
1.111(b). See MPEP § 714.03(a). If additional time is
needed to prepare and file a supplement (e.g. , affidavit
or declaration containing test data) to the previously filed
submission, applicant should consider filing asuspension
of action by the Office under 37 CFR 1.103(c) with the
RCE. For moredetails on suspension of action, see MPEP
8§ 709.
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After entry of any amendments and processing of the
fee(s), the application will be forwarded to the examiner.
Applicant does not need to pay a fee for excess claims
previously paid for prior to the filing of the RCE. Of
course, new claims in excess of the number previously
paid for, which are filed with the RCE or thereafter, will
require payment of the appropriate fees(s) under 37 CFR
1.16.

IV. IMPROPER CPA TREATED ASRCE

37 CFR 1.53(d)(1) has been amended to providethat CPA
practice under 37 CFR 1.53(d) does not apply to utility
and plant applications. Effective July 14, 2003, a CPA
may only be filed if the prior nonprovisional application
isadesign application that is complete as defined by 37
CFR 1.51(b).

In the event that an applicant files a request for a CPA
(on or after July 14, 2003) of autility or plant application
that was filed on or after June 8, 1995, the Office will
automatically treat the improper CPA as an RCE of the
prior application (identified in the request for CPA) under
37 CFR 1.114. If the CPA does not satisfy the
requirements of 37 CFR 1.114 to be a proper RCE (e.g.,
lacks a submission under 37 CFR 1.114(b), or is not
accompanied by the fee set forth in 37 CFR 1.17(€)), the
improper CPA will be treated as an improper RCE, and
the time period set in the last Office action (or notice of
allowance) will continue to run. If the time period
(considering any available extension under 37 CFR
1.136(a)) has expired, the applicant will need to file a
petition under 37 CFR 1.137 (with thelacking submission
under 37 CFR 1.114(b) or fee set forthin 37 CFR 1.17(g))
to revive the abandoned application.

Effective July 14, 2003, the Office will not convert an
improper CPA into an application under 37 CFR 1.53(b)
simply becauseit isrequested by the applicant. The Office
will convert an improper CPA into an application under
37 CFR 1.53(b) only if the applicant showsthat there are
extenuating circumstances that warrant the burdensome
process of converting a CPA into an application under 37
CFR 1.53(b) (e.g., restoring the application to pending
status and correcting the improper RCE is not possible
because the application has issued as a patent).

Form paragraph 7.42.15 should be used by the examiner
to inform applicant that a CPA isbeing treated asa RCE.

9 7.42.15 Continued Prosecution Application Treated
as Continued Examination under 37 CFR 1.114

The request for acontinued prosecution application (CPA)
under 37 CFR _1.53(d) filed on [1] is acknowledged. 37
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CFR 1.53(d)(1) was amended to provide that a CPA must
befor adesign patent and the prior application of the CPA
must be a design application that is complete as defined
by 37 CFR 1.51(b). See Elimination of Continued
Prosecution Application Practice as to Utility and Plant
Patent Applications, final rule, 68 Fed. Reg . 32376 (May
30, 2003), 1271 Off. Gaz. Pat. Office 143 (June 24, 2003).
Since a CPA of thisapplication is not permitted under 37
CFR 1.53(d)(1), the improper request for aCPA isbeing
treated as a request for continued examination of this
application under 37 CFR 1.114.

Examiner Note:

1. Usethisform paragraph to advise the applicant that
aCPA isbeing treated as an RCE.

2. Also useform paragraph 7.42.04, 7.42.05, 7.42.06,
or 7.42.07 as applicable, to acknowledge entry of
applicant’s submission if the fee set forth in 37 CFR
1.17(e) has been timely paid.

3. Ifthefeeset forthin 37 CFR 1.17(e) and/or a
submission as required by 37 CFR 1.114 is/are missing
and the application is not under appeal, a Notice of
Improper Request for Continued Examination should be
mailed. If the application is under appeal and the fee set
forthin 37 CFR 1.17(€) and/or submission is/are missing,
thisform paragraph should be followed with one of form
paragraphs 7.42.10 - 7.42.14, as applicable.

V. AFTER FINAL REJECTION

If an applicant timely files an RCE with the fee set forth
in 37 CFR 1.17(e) and a submission that meets the reply
requirements of 37 CFR 1.111, the Office will withdraw
the finality of any Office action to which a reply is
outstanding and the submission will be entered and
considered. See 37 CFR 1.114(d). The submission
meeting the reply requirements of 37 CFR 1.111 must be
timely received to continue prosecution of an application.
In other words, the mere request for, and payment of the
feefor, continued examination will not operateto toll the
running of any time period set in the previous Office
action for reply to avoid abandonment of the application.

Any submission that is an amendment must comply with
the manner of making amendmentsas set forthin 37 CFR
1.121. See MPEP § 714.03. The amendment must include
markings showing the changesrelative to the last entered
amendment. Even though previoudly filed unentered
amendments after final may satisfy the submission
requirement under 37 CFR 1.114(c), applicants are
encouraged to file an amendment at the time of filing the
RCE that incorporatesall of the desired changes, including
changes presented in any previously filed unentered after
fina amendments, accompanied by instructions not
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to enter the unentered after final amendments. See
subsection VI for treatment of not fully responsive
submissions including noncompliant amendments.

If the RCE is proper, form paragraph 7.42.04 should be
used to notify applicant that the finality of the previous
Office action has been withdrawn.

9 7.42.04 Continued Examination under 37 CFR 1.114
after Final Rejection

A request for continued examination under 37 CFR 1.114,
including the fee set forth in 37 CFR _1.17(e), was filed
in this application after final regection. Since this
application is eligible for continued examination under
37 CFR _1.114, and the fee set forth in 37 CFR _1.17(€)
has been timely paid, the finality of the previous Office
action has been withdrawn pursuant to 37 CFR _1.114.
Applicant’s submission filed on [1] has been entered.

Examiner Note:

1. Usethisform paragraph if arequest for continued
examination (RCE), including the fee set forthin 37 CFR
1.17(e) and asubmission, wasfiled after afinal rejection.

2. Inbracket 1, insert the date(s) of receipt of the
submission. The submission may be a previoudly filed
amendment(s) after final rejection and/or an amendment
ac